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Summary of Facts and Subm ssi ons
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Thi s appeal is against the decision of the Opposition
Division to reject two oppositions agai nst European
patent No. 253 421 and maintain the patent in anended
form

The opposition proceedings were primarily concerned
with the grounds of claimbroadeni ng, based on
anmendnent of the independent claim claiml1, in the
course of the opposition, and |ack of inventive step.
For this latter ground both opponents primarily relied
on the follow ng docunent:

D1: Phili ps Tel ecomuni cati on Review, Vol. 43, No. 4,
Decenber 1985, pages 237-252, Hilversum NL
J. Van CGelder et al.: "Private networking with
SOPHO TBX and SOPHO S systens".

The objection of claimbroadening was based on the
amendnment of the wording of the granted claim1l to
replace "the control nodule" by "a control nodule". It
was argued by the opponents that the granted cl ai mwas
limted to a control nodule located within its specific
| ocal node whereas the anended claimpermtted any
control nodule in any node to be used. The cl ai m nade
techni cal sense w thout the anendnent and there was no
reason for the skilled person to read it in the |ight
of the description. The claimas anended therefore gave
rise to objection under Article 123(3) EPC

The Qpposition Division took the viewthat claim1l had
not been broadened and that its subject-matter invol ved
an i nventive step. Consequently the patent was
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mai ntai ned i n anended form

On the 4 February 1997 the appell ant (opponent 1)

| odged an appeal agai nst the decision and paid the
prescribed fee. A statenent of grounds of appeal was
subsequently filed nmaintaining the objections of claim
broadeni ng and | ack of inventive step. The appell ant
requested that the patent be revoked in its entirety
and made an auxiliary request for oral proceedings if
the Board was not mnded to neet the main request on
the basis of the witten procedure. The patentee
requested that the appeal be dism ssed and al so nade an
auxiliary request for oral proceedi ngs. Qpponent |11
took no part in either the witten argunents or the
oral proceedings.

At the oral proceedings before the Board the parties
mai ntai ned their requests. The argunents of the parties
can be found in the foll ow ng Reasons for the Deci sion.
Caiml of the patent as nmaintai ned in anended form
reads as foll ows:

"A conmuni cations network, nore specifically a
t el ephone network and data conmuni cati ons network,
conposed of a set of private automati c branch exchanges
(KNE1, KNE2, ..., KNEn) interlinked through
transm ssion |ines through which TDMtransm ssion is
possi bl e, a private autonmatic branch exchange
conprising a switching nodule (SM, at |east one
peri pheral nodule (PM to which user gates are
connected, and a control nodule (CM, whereby |oca
data are available in the private automatic branch
exchange,
characterized in that:
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- | ocal data are associated with a specific
tel ephone facility related programfor dictating
the operation of a control nodule (CM to execute
a specific tel ephone facility, the |local data
conprising an updatabl e address file (ALL,

AL2, ..., ALn) of addresses of those private
automati c branch exchanges via which a request for
the specific telephone facility to which specific
programis related can be net;

- a subset of at least two private automatic branch
exchanges provided with the sane tel ephone
facility and whose addresses are incorporated in a
file of a specific private automatic branch
exchange formfor such a specific private
automati c branch exchange a domain (DB), within
whi ch the specific tel ephone facility is
of ferabl e, and

- for different facilities domains can be forned
arbitrarily by updating of address files."

Reasons for the Deci sion

0214.D

Cl ai m broadening (Article 123(3) EPC)

It was argued in both the opposition and appea
proceedi ngs that the anended claim 1l was broader than
the granted claimin that it covered the use of a
control nodule in a renote node whereas the claimas
granted was limted to a control nodule in the specific
node i n question. Against this argunent the patentee
mai nt ai ned that the skilled person, reading the granted
claim would i medi ately appreciate that a renote node
must be nmeant and, were he to glance at the
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description, would see this appreciation confirned.

The appellant did not raise this objection in the
course of the oral proceedings. In view of the Board's
concl usi on bel ow on inventive step it has not proved
necessary to find on this point since the argunent on
i nventive step applies no matter how the claimis

I nterpreted.

I nventive step

It was conmon ground between the parties that the
singl e nost rel evant document is D1, acknow edged in
the originally filed application and apparently the
basis of the delimtation of claim1. The docunent
descri bes a tel ephone network conposed of a set of
nodes in the formof private automatic branch exchanges
(PABX), see Figure 2 at page 239, interlinked through
transm ssion lines. The network also permts data
communi cati on, see paragraph 9 at page 249. The
protocol for the transm ssion |ines connecting the
exchanges is not described in detail but is referred to
at page 239, paragraph 2.4 as "digital 2 MJ/s |inks",

i mplying the well-known tinme division nultiplexed
system It has not been contested by the patentee that
a PABX, although |loosely referred to as a "switch",
conprises not only a switch but also an interface with
subscri ber lines ("a peripheral nodule" in the | anguage
of the claim and a controller or control nodule for
controlling the operation of the swtch.

In the course of the present proceedings it was stated
by the respondent that the invention went well beyond
what was disclosed in D1, as could be seen fromthe
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fact that D1 was discussed in the originally filed
application and had al ways been understood as a
starting point for a consideration of the invention but
not hing nore. D1 was based on a system naki ng use of
one main node and a plurality of satellite nodes; This
configuration inplied that all requests for special
services went via the main node, so that each satellite
node only needed to | ook up the address of the main
node and woul d not store any further information. There
was therefore neither the need nor the possibility of
providing arbitrary donmains, nor would the satellite
nodes require to hold at |east two addresses, only the
address of the main node being necessary. Al though D1
di scussed routing characteristics, this was in the
context of efficient transm ssion of calls through the
network and was not related to the provision of specia
services froman address |ist.

Dl is essentially a descriptive docunent; neverthel ess
the Board considers that it discloses features which go
beyond the appellant's acknow edgenent of D1. In the

I ntroduction, see the first full paragraph on page 238,
it is stated that "facilities that are normally of

| ocal relevance only can be nmade avail abl e t hr oughout
the entire network”. Simlarly on the sane page at
paragraph 2.2 the possibility is nentioned of
"inplementing main and satellite operation... but also
transparency throughout the network for conmon features
such as enquiry and transfer, break-in, automatic ring-
back and foll owne". This passage inplies that each
node or PABX hol ds addresses for facilities avail able
el sewhere in the network. That the addresses for these
facilities are not necessarily stored in a single main
node appears from paragraph 3.2, page 239, "nmain and
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satellite operation”, which states that "one or nore
nodes are designated as the "main" system while the
others act as their satellites" (Board' s enphasis). The
sane paragraph states that "sonme conpani es may prefer
to have operators or PSTN lines ... in satellites as
well, and this is always possible". Thus, certain
functions may be provided in satellite nodes and nore
than one main node may be provided; the definition of
what constitutes a main node as opposed to a satellite
node is therefore fluid, with satellites being capable
of taking over functions otherw se reserved for the
mai n node.

At the oral proceedings the respondent argued that the
satellite nodes could provide "route characteristics”
but that these could not be equated with an address
file, cf the passage at page 245, paragraph 7 which
states that "The question of what is the main and what
Is the satellite switch in a certain situation is
defined on the per-call consultation of route
characteristics stored in the nodes"”. Dl described a
systemin which main nodes provided special facilities,
so that if a satellite node needed a special facility
it knew to contact the main node and did not need a
speci al address. Mreover, if a node could itself
provide a facility there was no need for an address
list, nmerely a list of those facilities avail able at

t he node.

The Board notes that D1 describes three kinds of
networ k: "Non-integrated networks" (paragraph 2.1),
"Partially integrated networks" (paragraph 2.2) and
"Fully integrated networks" (paragraph 2.3). Non-

i ntegrated networks "hardly 'know that they are
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arranged in a network structure. Each node is self-
contained (holds local data only)". Such a network
cannot performthe clained functions. The "Partially

I ntegrated networks" are stated to have "nodes wth

| ocal data only" and in which during a call there is an
exchange of information which gives the node "tenporary
know edge of the relevant external private network
parties on a per-call basis". This inplies that no
external information is stored at a node. The
references in this paragraph to conmon features such as
enquiry and transfer are apparently dependent on the
presence of specific signalling protocols rather than
stored addresses, see al so paragraph 8.2 at page 247.
However, "Fully integrated networks", see paragraph 2.3
bri dgi ng pages 238 and 239, provide "full transparency
for user facilities" and "access to gl obal network data
i n each node", which data can be updated. The
respondent argued that this passage referred to a free
nunbering facility as opposed to a special function
facility; the appellant on the other hand argued that
the data could be expected to include information about
nodes offering special facilities, enabling the source
node to choose an appropriate destination for a
request. The Board notes that although speci al

t el ephone functions can i ndeed be provi ded by
signalling (cf "line signalling" at page 247) this is
in the context of a partially integrated network. It
appears to the Board that in the context of a fully
integrated network in which all network data is
avai | abl e at each node there is no practica

di stinction to be nade between addressing specific
subscri bers and addressing specific facilities. On such
an under st andi ng each node in a fully integrated
network i ncludes an updatable "address file" of specia
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facilities.

The Board accordingly concludes that Dl di scl oses the
storage in individual nodes of addresses relating
specific nodes to specific tel ephone facility rel ated
prograns. Since the facility may be provided in the
node itself but an access nunber nust be dialled
nevert hel ess, the Board considers that the above

anal ysis applies whether the special facility requires
operation of the node's own control nodule or that of a
renote node (i.e. "the" and opposed to "a" contro
nodul e) .

The following features of claiml are not directly
derivable fromthe disclosure of DI1:

(a) the local data held at a node conprises at | east
two addresses of nodes which can provide a
specific facility; and

(b) the addresses are held in updatable files.

The Board does not consider that formng arbitrary
domains within which the specific facility is offerable
adds anything to feature (a) since the presence of two
differing addresses can be said to inply this, see also
t he passage at page 242, paragraph 5 which refers to
operator positions being "distributed throughout the
networ k", inplying a domain for each operator.

Dealing first with difference (b), the question to be
answered is whether Dl is concerned with a system
reconfigurable in real tinme or nmerely initially
configurable at network set-up. Although many passages
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could be read as applying to either possibility, the

di scussi on of network nmanagenent at paragraph 7,

page 245 in referring to "day-to-day network nmanagenent
and control"” inplies a network configuration which is
updatable. It was argued by the respondent that this
passage only referred to route characteristics, i.e.
controlling the path of calls through the network in
order to avoid network instability and overl oadi ng;
however, directing a call to a node which provides a
specific facility of itself requires storage of a route
characteristic. The Board accordingly concl udes that
the D1 systemis reconfigurable and anongst the
information stored in the individual nodes are the
addresses of other nodes which provide specific
facilities, i.e. address data in accordance wth
feature (a).

The only remaining feature of claim1 is the provision
of at |least two addresses for every facility. The Board
does not consider that any inventive step is involved
in providing this feature. In a systemwith a plurality
of operators it would appear to be self-evident that,

if an operator is busy, the call nust be re-routed to
an avail abl e operator. In order to achieve this the
addresses of both the busy and avail abl e operat or nust
be in storage. There are only two possibilities for
doing this: either the interrogati ng node, being
informed that an operator is busy, |ooks for an address
of another operator in its own |ook-up table, or the
node containing the busy operator redirects the call

No i nvention can be seen in choosing the forner
configuration over the latter.

Al though it was argued by the respondent that in D1
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each node nerely held a table of its own nunbers rather
than the addresses of specific facilities, the Board is
unabl e to appreciate the distinction made between
nunbering facilities and tel ephone function facilities.
In order to connect to a function the address at which
the function is performed nust be available to the
node, so that in practice no genuine distinction

exi sts.

3. The Board accordingly concludes that the subject-matter
of claim1l does not involve an inventive step. There

bei ng no other requests, it follows that the patent
nmust be revoked.

O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The patent is revoked.

The Regi strar: The Chai r man:

M Ki ehl P. K J. van den Berg
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