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Summary of Facts and Subm ssi ons

The appel | ant | odged an appeal agai nst the decision of
the Opposition Division rejecting the opposition
agai nst European patent No. 0 310 628.

1. Si x oppositions had been filed against the patent in
suit, five of which were, however, w thdrawn before the
first instance. The opposition filed by the appel |l ant
(= former opponent 03, now the only remaini ng opponent)
agai nst the patent as a whol e was based on
Article 100(a) EPC since the subject-matter of the
patent in suit allegedly |acked novelty or did not
i nvol ve an inventive step. Mreover, an objection was
rai sed under Article 100(b) EPC

L1l In its decision, the Opposition Division held that the
clainmed invention was sufficiently disclosed for it to
be carried out by a person skilled in the art, and that
the subject-matter of claim1 as granted, which was
mai ntai ned i n unanmended form was novel and inventive
Wi th respect to the available prior art conprising
(according to the nunbering of the Qpposition
Division), inter alia, the foll ow ng docunents:

D1: Scripta METALLURG CA, vol. 14, 1980, pages 911 to
914

D2: JP-A-58 186719 (and English transl ation thereof
furni shed by former opponent 04)

D3: Scripta METALLURG CA, vol. 15, 1981, pages 287 to
292
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D14:

D16:

D18:

D19:

D20:

D21:

D23:

D29:
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Jour nal de Physi que, Colloque C4, supplenent to
vol. 43, No. 12, Decenber 1982, pages C4-267 to
C4- 272,

JP- A-56 89717 (and English transl ation thereof
furni shed by the respondent (= patent proprietor))

US-A-4 472 035

EP- A-0 146 317 (the pre-published A-docunent being
nunbered D5 in the inpugned decision, whereas D18
originally related to the B-docunent published
after the priority date of the patent in suit)

Mat éri aux et Techni ques, Cctober-Novenber 1980,
pages 350 to 354

JP-A-56 95215 (and English transl ation thereof
furni shed by the appellant)

JP- A-56 89715 (and English transl ation thereof
furni shed by the appellant)

Bull etin of Japanese Institute of Metals, vol. 23,
No. 61, 1975, pages 175 to 182, and

Actual stress-strain data for eyeglass frane
tenples filed by fornmer opponent 05 on 7 January
1994.

The above docunents were again referred to by the

parties in the present appeal proceedings.

In an annex to the sunmons to oral proceedi ngs dated
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6 Decenber 1999, the Board drew the parties' attention
to the fact that objections under Article 84 EPC

agai nst cl ai ns, which have been maintai ned i n unanended
formafter grant, nust be disregarded in opposition
appeal proceedings. If it were considered that the
overal |l disclosure of the patent in suit was deficient,
e.g. in that the clained teaching, or at |east part of
it, could not be carried out by a skilled person even

i f due account was taken of the remaining patent
docunents, then objections mght be raised under
Article 100(b) EPC relating to Article 83 EPC. However,
in the Board's provisional view, the subject nmatter of
claim1l as granted appeared to be sufficiently

di sclosed in the light of the patent specification.

As regards inventive step, the Board consi dered
docunment D2 to cone closest to the subject matter of
claim1l. The conclusions which a skilled person would
draw fromthe overall disclosure of D2, and in
particul ar the issue of whether or not this disclosure
coul d be considered to inpart a clear consistent
teachi ng, should be discussed at the schedul ed ora
proceedi ngs. Furthernore, the rel evance of the
remaining prior art cited by the appellant, taken al one
or in conbination with the teaching of docunent D2,
shoul d be assessed on this occasion. On a provisiona
basi s, the Board was, however, inclined to follow the
line of argunent used in the inpugned deci sion.

Oral proceedi ngs which had been arranged at the
parties' respective subsidiary requests took place on
1 March 2000. At the end of the oral proceedings, the
deci sion of the Board was given.
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The appel |l ant requested that the decision under appea
be set aside and that the European patent be revoked.

The respondent requested that the appeal be dism ssed
and that the patent be maintained as granted.

The wording of claim1l reads as fol |l ows:

"1. Eyeglass frane having at |east a portion thereof
fabricated froma nickel-titani um based shape-nenory
alloy which is in the work-hardened pseudoel astic
netal l urgi cal state, having been subjected to at | east
about 30% wor k- hardening, so as to be elastic to
strains of at |east 3% over a tenperature range for
eye-gl ass frame usage from-20°C to +40°C. "

Clains 2 to 6 are appended to claim 1.

The appel | ant advanced the fol |l owi ng argunents:

The overall disclosure of the contested patent is such
that the clainmed teaching cannot be carried out by a
skill ed person.

According to claim1l of the patent in suit, the nickel-
titani um based shape-nenory alloy is in the work-

har dened "pseudoel astic" netallurgical state existing
in a tenperature range above the nartensite start
tenperature M and bel ow t he maxi num tenperature M at
which martensite can be stress-induced (see Figure 2H
of the patent in suit). On the other hand, the
specification (see colum 5, lines 53 to 57 of the
patent in suit) describes the clained invention as
bei ng based on an achi evenent of "superelastic" and
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"pseudoel astic" properties, which conbination
contradicts the definition given in claim1 since
"superelasticity” as used in the contested patent only
exi sts at tenperatures below M (see Figure 2F of the
patent in suit). Hence, it is unclear how different
types of elasticity defined for disjunctive tenperature
ranges may be conbined in one of these ranges.

Furthernore, since the clainmed material is in the work-
har dened "pseudoel astic" state, i.e. above M, the

cl ai med tenperature range of -20°C to +40°C cannot be
reached as is apparent fromthe exanple given at

colum 6, lines 5 to 15 of the patent in suit where an
initial M tenperature of 0°C is provided, said
tenperature being shifted to higher val ues by work-

har deni ng and thus |lying well above -20°C.

Nor does the patent in suit give any information about
the details of the work-hardening treatnent provided,
in particular at which tenperature or in which
nmetal l urgi cal state such work-hardening is carried out.

Finally, the term nol ogy enployed in the contested
patent is confusing in that the conventional term
"superel asticity" (see e.g. the respondent's own
earlier docunent D18) has been replaced by the term
"pseudoel asticity". According to the only prior art
nmentioni ng "pseudoel asticity", i.e. docunent D19,
"superel astic" behaviour neans full elastic recovery,
whereas the term "pseudoel astic" relates to rubber-1ike
and shape nmenory effects involving plastic deformation.
Thus, the clained type of elastic behavi our does not
seem to be unanbi guously defi ned.
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This lack of clarity is also apparent fromthe clained
elasticity to strains of "at least 3% in that this
definition | eaves it open whether an el ongation of at

| east 3%is fully recovered or whether there is at

| east 3% recovery, any higher elongation being possibly
not recovered.

For these reasons, the objection raised under
Article 100(b) EPC seens to be justified.

As regards inventive step, in the appellant's view
docunent D2 is the nearest prior art which nore or |ess
di scl oses all features of claiml of the patent in
suit, apart fromthe |lower portion of the tenperature
range desired.

In particular, the tenple of enbodinent 3 is explicitly
wor k- har dened, the anpunt of work-hardeni ng of the
initially round tenple being about 50% as can be
estimated fromFigure 1 of D2. The "superel astic"”

(" pseudoel astic") range achieved is 6 to 8% strain

el asticity (see enbodinent 1 of D2). Furthernore,
according to the nickel content of enbodinent 1 of D2,
whi ch nust be the sane for enbodinents 2 and 3, and

t aki ng account of Figure 3 of docunent D23, M of the
prior art alloy is between 5°C and 10°C. Therefore,
only the clainmed | ower tenperature Iimt of -20°C
cannot be derived from docunent D2. This lower |imt
woul d, however, be obvious to a skilled person who
naturally woul d adjust the available M to M range of
about 40 to 60°C or higher (see docunent D21) to the
requi renents of the intended use of the eyeglass frane.

The al |l eged di screpancy in D2 (see Figure 2 and
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associated text) with respect to the nunerical val ue of
t he Young's nodul us after work-hardeni ng only concerns
enbodi nent 1 which does not correspond to the cl ained

i nvention because of the subsequent heat treatnent. In
any case, said discrepancy nust be considered
irrelevant since the Young's nodul us does not figure in
the invention as clai ned.

The paraneter ranges set out in claiml of the patent
in suit are obvious fromthe remaining prior art as
wel | .

Docunent D6 (see in particular Figure 2 and associ at ed
text) discloses the possibility of cold-working N -Ti
all oys to obtain the clained properties. The M val ues
chosen in D6 are also close to those provided in the
contested patent so that the clainmed tenperature range
woul d be obtai ned wi thout exercising inventive skill.

The sane is true for docunent D14 di scl osing col d-
working of Ni-Ti wires for eyeglass franes, said wres
having very simlar elastic properties. A broad range
of N-Ti alloys suitable for franme manufacture and
covering the specific alloys enployed in the patent in
suit are known from docunents D16 and D18, the latter
al so proposing the use of a work-hardened

"pseudoel astic" material for eyeglass franes.

Docunent D20 utilises M tenperatures equal to, or |ower
t han, room tenperature and wor k- hardeni ng at hi gher
tenperatures. Finally, a very broad tenperature range
for frame use (-30°C to 80°C) is disclosed in docunent
D21, this range being achieved by the use of N -Ti

al l oys which have simlar N contents and may be cold
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drawn. Therefore, a conbination of docunents D2 and D21
woul d lead to the subject matter of claim1l of the
contested patent in a straightforward way.

The respondent's argunent in support of its request nmay
be summari sed as foll ows:

Al t hough the subject matter of the patent in suit is
complex, it is fully elucidated by the working exanple
given in colums 5 and 6 of the patent specification so
that the problem of insufficient disclosure does not
arise. The clained teaching can, indeed, be carried out
by a skilled person as was explicitly shown by test
report D29. In particular, the aspect of carefully

wor k- hardening the frane material in the pseudoel astic
state and retaining said work-hardeni ng by not
perform ng any anneals |eads to highly desirable

el astic properties over a broad tenperature range.

According to said working exanple, the fabrication
process starts with fully annealed nmaterial having an M
tenperature of about 0°C. The material is then work-
hardened in the "pseudoel astic netallurgical state",

whi ch neans work-hardening is carried out between M and
M. As a result, the initial M point is shifted to

hi gher tenperatures and |ies sonewhere between 0°C and
10°C.

Though docunent D19 does not specifically deal with Ni -
Ti alloys and thus is not particularly relevant, it is
admtted that the use of the terns "superelastic" and
"pseudoel astic" is not consistent in |literature. For
this reason, said terns have been thoroughly redefined
in the contested patent. The isol ated phenonena of
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fully anneal ed pseudoel asti c behavi our above M (see
Figure 2C of the patent in suit) and work-hardened
superel asti c behavi our below M (see Figure 2F of the
patent in suit) were known at the priority date.
However, in the prior art there is no indication of
advant ageously conbi ni ng both phenonena for the design
of eyegl ass franmes: by work-hardening the material in
t he pseudoel astic state the elastic properties between
M and M, are specifically nodified to resenble the nore
"springy" superelastic behaviour (see Figure 2H of the
patent in suit), whereas the material is purely
superel astic below M. As can be seen from Fi gure 2A of
the patent in suit, there is no abrupt change of

el astic properties at the M point but rather a gradual
transition fromone state to the other

Finally, the clained tenperature range should not be
confused with the M tenperature before work-hardening,
and the clained elasticity of at least 3%is neant to
relate to conplete elastic spring back (see columm 6,
second paragraph of the patent in suit).

Concerni ng the assessnment of inventive step, docunent
D2 focuses on achieving a very soft earlap segnent

whi ch is not exposed to freezing tenperatures because
of the skin contact. A lot of different materials are
provi ded, and no recovery data are discl osed.

According to enbodinent 1 of D2, the material is work-
har dened and then annealed so that the final state
seens to be correctly described by the | ower curve of
Figure 2 of D2. Since an 8% strain is not obtainable
for a material having a nodulus of 6000 kg/ nmt (see the
nodi fied Figure 2 submtted by the respondent at the
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oral proceedings), the upper curve of Figure 2 of D2
cannot be considered to relate to the work-hardened
state of enbodinent 1 before annealing. After the heat
treatnment, the material of enbodinent 1 nust be in the
anneal ed pseudoel astic state corresponding to that
shown in Figure 2C of the patent in suit, i.e. the

el astic properties nust be conpletely different from

t hose achi eved by the patent in suit.

Mor eover, the anobunt of work-hardening is neither

di scl osed for enbodi nent 1 nor for enbodi nent 3 of D2.
Simlarly, the alloy conpositions are not specified for
enbodi nents 2 and 3, respectively. Fromthe tests

subm tted by the respondent before the first instance
(see Pelton Declaration dated 13 Septenber 1996), it
must be concl uded that hot-working woul d be applied by
a skilled person if an alloy conposition identical to
that of enbodi ment 1 were assuned for enbodi nent 2.
Therefore, all attenpts for a probl emand-sol ution
approach starting fromdocunent D2 appear to be based
on hi ndsi ght.

There is no reason why a skilled person should have
consi dered a conbi nation of docunents D2 and D6 since
the latter does not relate to eyeglass franmes and

di scl oses brittle material having an M point above room
t enper at ure.

Docunment D18 in substance relates to a material which
has an M point of about 50°C and ains at a conbination
of elastic and shape nenory properties. Curve B of
Figure 4 shows the behaviour at a tenperature above
50°C which does not fall within the clainmed range. The
materials of D18 are, thus, not useful for eyeglass
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franes.

Docunment D20 di scloses a material which is purely
pseudoel astic at roomtenperature w thout applicaiton
of any wor k hardeni ng.

The material proposed in docunent D14 al so has an M
tenperature of 50°C (see Figure 3 of D23) and is work-
hardened in the martensitic state. Mreover, hot-
drawing is preferred, and the elasticity range of the
contested patent is not achieved.

A cl added structure conprising a Ni-Ti core which is
pseudoel astic at normal tenperatures is known from
docunent D16. Neither tenperature ranges nor recovery
data are given

Finally, docunent D21 relates to thermally treated
material involving a very broad range of initial M
tenperatures. There is no indication of work-hardening
above M, and hot-processing or thermal treatnment are
provi ded. Therefore, a pseudoelastic material is
obt ai ned whi ch corresponds to the earlap material of
docunent D2 as can be seen from a conpari son of

Figure 2 of D21 with the | ower curve of Figure 2 of D2.
Only relatively | ow el ongati ons are adm ssible for ful
el astic recovery. Besides, docunent D21 does not assert
that the sane anpbunt of elasticity exists over the
whol e tenperature range envi saged for frane use.

Reasons for the Deci sion

1

0840. D

Adm ssibility of appea
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The appeal neets the requirenments of Rule 65 EPC and is
t heref ore adm ssi bl e.

Article 100(b) EPC

In the Board's view, the contested patent as a whol e
di scl oses the invention in a manner sufficiently clear
and conplete for it to be carried out by a person
skilled in the art.

In accordance with the patent in suit (see colum 5,
line 17 to colum 6, line 27), the desired elasticity
property of at |east 3% throughout the tenperature
range for eyeglass frane usage from-20°Cto +40°C is
real i sed by choosing an all oy whose pseudoel astic
tenperature range matches the upper portion of the
desired service tenperature range, i.e. fromabout 10°C
to 40°C, and appl yi ng work-hardening of at |east about
30% to achi eve satisfactory superel astic behaviour in
the |l ower portion of the service tenperature range.

The patent then gives a specific exanple (see columm 6,
lines 5 to 15) by selecting a (Ni-Ti) shape nenory
alloy having a transformation tenperature of 0°C. A
skilled person would interpret this to nean an initia
M point of 0°C corresponding to a well-defined alloy
conposition available fromliterature (see e.qg.

Figure 3 of docunent D23). The material is swaged to
1.52 mm di aneter and anneal ed at 600°C for 15 m nut es,
apparently to restore the initial pseudoel astic state.
In a further work-hardeni ng step which nust be assuned
carried out at roomtenperature since no other
tenperature is nentioned, it is then pressed to a
flattened section of 0.92 mnmx 2.11 mm w t hout
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addi tional annealing (see colum 5, lines 17 to 20 of
the patent in suit), thereby causing a plastic
deformation of greater than 45% The conponent w ||
support a stress of over 1.033 MPa at 4%tensile strain
and show conpl ete elastic spring back at room
tenperature. These experinental results have not been
called into question by the appellant.

Therefore, the Board has no doubts that the contested
patent as a whole inparts sufficient information to a
skilled person for putting the clainmed invention into
practi ce.

Havi ng regard to the neaning of the expression "in the
wor k- har dened pseudoel astic netal lurgi cal state"
objected to by the appellant, the Board hol ds the
foll owi ng view

As can be derived fromthe patent specification (see

t he passages cited above) and was confirnmed by
respondent’'s decl arations at the oral proceedings, the
expression "in the work-hardened pseudoel astic

metal lurgical state" in claiml of the contested patent
has to be understood to refer to work-hardening carried
out in the pseudoel astic netallurgical state w thout
subsequent annealing. Since a conplete definition of
the term "pseudoel asticity” is provided in the patent
in suit (see colum 1, line 21 to colum 2, line 5),
i.e. it designates the behaviour of stress-induced
martensite between M and M, in the Board' s view any
deviating definitions existing in literature do not
detract fromunderstanding of the term Neverthel ess,
as can be seen from docunent D6, said term has already
been used with an identical neaning in the prior art
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(see Figure 2 and associated text of D6).

When wor k- hardened in the pseudoel astic state between M
and M, the material shows "work-hardened pseudoel astic"
behaviour in this tenperature range, which behavi our
conbi nes "superel astic" and "pseudoel astic" properties
according to Figure 2H of the patent in suit (for a
definition of "superelastic", see colum 3, lines 23 to
26 of the patent). If the material is cooled down to
tenperatures below M, all "pseudoel astic" properties
nmust di sappear and "superelasticity" as the result of a
sufficient anount of work-hardening prevails (see
colum 5, lines 43 to 49 of the contested patent).
Therefore, the appellant's understanding of claim1l
such that the "work-hardened pseudoel astic state"
shoul d exi st over the whole tenperature range cl ai ned
for frame usage does not agree with the overal

di scl osure of the patent in suit.

Moreover, the clained elasticity of at |east 3%is
based on the assunption of full recovery in accordance
with the definition of pseudoel asticity enployed in the
contested patent (see colum 1, lines 40 to 43 and
colum 5, lines 23 to 33 of the contested patent).

In addition, the conpl eteness and sufficiency of

di scl osure has been confirmed by fornmer opponent 05 who
was able to rework the invention as clainmed in its test
report D29 submitted before the first instance (see
Figure 1 of D29).

Article 100(a) EPC

Novelty has no | onger been objected to in the present
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appeal proceedi ngs. The Board considers the subject
matter of claiml of the patent in suit to be novel
with respect to the available prior art as can be seen
fromthe assessnent of inventive step bel ow

3.2 In the Board' s opinion, enbodi nent 3 of docunent D2
conmes closest to the subject matter of claiml. In this
prior art, there is explicitly described an eyegl ass
frame (see page 1, penultimte paragraph of the English
transl ation) having at |east a portion thereof
fabricated froma nickel-titani um based shape-nenory
all oy (see page 2, penultimte paragraph to page 3,
first paragraph of the English translation) which is
wor k- har dened (see enbodi nent 3 of the English
transl ati on: work-hardened tenpl e extension). Docunent
D2 does not give any details with respect to the work-
har deni ng enpl oyed.

The Board cannot accept the further assunptions which
t he appell ant has based mainly on Figure 1 and

enbodi nent 1 of docunent D2. In particular, no alloy
conposition is specified for enbodinent 3 which - in
contrast to enbodi nent 2 - does not nake any reference
to enbodinment 1 in this context. Therefore, the
pseudoel astic properties of the alloy used in

enbodi nent 3 are al so unknown. In particular, the 6 to
8% el asticity range nentioned for enbodiment 1 rel ates
to annealed material and thus is not applicable.
Furthernore, no conclusions on the anmount of work-

har deni ng can be drawn fromFigure 1 since - again in
contrast to enbodinent 2 of D2 - the tenple extension
according to enbodinent 3 is not pressed flat, but
apparently remains round (see al so page 4, fourth
paragraph of the English translation in this context).

0840. D Y A
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Mor eover, di mensi onal concl usions derived from
schematic drawi ngs would in any case be pure
specul ati on.

The subject matter of claiml therefore differs from
the known frame in that

(1) the alloy is in the work-hardened pseudoel astic
state (i.e. work-hardening has been carried out
between M, and My wi thout further annealing; see
poi nt 2.2 above);

(i) t he ambunt of work-hardening is at |east about
30% and

(itii1) the anount of work-hardening is such that at
| east 3% elasticity over a tenperature range for
eyegl ass franme usage from-20°Cto + 40°Cis
achi eved.

Thus, in accordance with colum 2, lines 29 to 39 of
the patent in suit, the objective problemsolved by the
subject matter of claiml1 nmay be seen in providing
eyegl ass frames or conponents thereof which are highly
resistant to permanent deformati on over the whole
tenperature range of frane usage. In the Board's view,

t he posing of said problemwould be obvious to an
average practitioner.

Starting from enbodi nent 3 of D2 and | ooking for

consi stently high elastic properties over a broad
tenperature range in accordance with the above problem
the Board is convinced that a skilled person woul d not
find any useful further information in the remaining
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di scl osure of docunent D2.

Al t hough docunent D2 broadly refers to a larger elastic
range involving |l ess susceptibility to deformation and
to mai ntenance of an initial shape for a |ong period
(see page 4, third paragraph of the English
translation), this prior art focuses on an optimn sation
of the "earlap segnent” which should be flexible under
very small stress conditions (see in particular the
upper half of page 2 of the English translation).

The only alloy conposition explicitly disclosed in D2
is that for enbodinent 1 which admittedly corresponds
to an M point of about 0°C. The alloy material is work-
har dened by draw ng and pressing, however no details as
to the anobunt and type (col d-working or hot-working) of
wor k- hardeni ng are nentioned. If the anmount of work-
har deni ng were to be concluded fromthe di nensions
given in D2 for enbodinent 2, then a hot-working
process, i.e. work-hardening above M, seens to be
necessary to obtain an anount of about 56% wor k-

har deni ng wi t hout cracking (see the "Pelton

Decl aration” submitted by the respondent before the
first instance). The elastic properties of the
resul ti ng work-hardened naterial are unclear since the
upper curve of Figure 2 of D2 is not conpatible with

t he nunmerical values given in the first paragraph of
"Enbodi nent 1" of said English translation.

In any case and contrary to the patent in suit, the
material provided for enbodinent 1 (and apparently also
for enbodinent 2) is heat-treated after work-hardening
in order to achieve the desired flexibility of the
"earl ap segnent".
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Therefore, taking account of the overall disclosure of
D2, it would not be obvious for a skilled person to
consi der sufficient work-hardening of the alloy of the
tenpl e extensi on of enbodinent 3 of D2 in the

pseudoel astic netal lurgical state w thout subsequent
annealing so as to becone highly elastic over a broad
tenperature range in accordance with features (i) to
(ii1) above.

A broad tenperature range for eyeglass frane usage
(-30°Cto 80°C) is, indeed, the objective of docunent
D21 al though this prior art does not claima m ninmm
amount of elasticity over the whole range but only
asserts the franme's useful ness in said range (see

page 3, penultinmate paragraph of the English
translation of D21). If a skilled person were to

consi der docunent D21 in view of the problem posed, he
woul d learn that Ni-Ti alloys may be col d-drawn, but
hot -drawi ng at 600°C to 850°C and/or annealing at 800°C
to 900°C is preferable in order to achieve an
elasticity of at nost 3% (see claim1 and page 4 of the
English translation). Apparently, higher elasticities
are al so possible, and the M tenperatures of suitable
Ni -Ti alloys may be from-50°C to 100°C (see page 5,
first paragraph and Table |I of said English
translation). However, in D21 there is no indication of
wor k- har deni ng between M, and M, wi t hout further heat-
treatnent, nor is there any anopunt of work-hardeni ng
specified with a view of achieving constant el astic
properties over a broad tenperature range (see features
(i) to (iii) above).

Therefore, the Board holds the view that a conbi nati on
of docunents D2 and D21 would al so not |l ead to the
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subject matter of claim1 in an obvious way.

In the Board's opinion, the remaining docunents
referred to by the appellant in the oral proceedings
are | ess rel evant.

Docunent D6 is a scientific paper which does not relate
to eyeglass franes nor to elastic properties over a
tenperature range for frame usage. A N-Ti alloy (N
content 54.5 w9% having an M tenperature of about 50°C
is apparently col d-worked at roomtenperature, i.e.

bel ow M, to an anmpunt of 35% However, there is no

i ndi cati on of work-hardening between M and M, and of

adj usting the anmount of work-hardening to the

achi evenent of desirable elastic properties over a
broad tenperature range (see features (i) and (iii)
above).

Docunent D14 deals with franme usage between 0°C and
40°C by providing a Ni-Ti alloy (49 to 54 at% Ni
content, however 50 to 50.5 at% N content is
preferred, corresponding to M tenperatures of about
30°C to 50°C; see Figure 3 of D23) and aimng at a | ow
Young's nodulus and a w de elastic reginme of 3%

el asticity (see the English translation of D14, upper
hal f of page 3). Judging fromthe el ongation at UTS
(ultimate tensile stress) of 3 to 3.5% (see Table 1 of
D14), one woul d however assune the effective elasticity
(yield stress) to be less than 3% (see al so page 4,
third paragraph fromthe bottom of the English
translation in this context). The possibility of cold-
drawi ng is nentioned, but hot-drawing is preferred to
apply appropriate work-hardeni ng, the anmount of which
Is not specified. It therefore has to be assuned that
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wor k- hardening is either carried out in the martensitic
state below M in case of cold-drawi ng or above M in
case of hot-draw ng. Hence, none of features (i) to
(ii1) is suggested in docunent D14.

Docunent D16 rel ates to eyegl ass franes havi ng at

normal tenperatures a "superelastic" (= "pseudoel astic"”
in the termnol ogy of the contested patent) N -Ti core
and a N -based cladding in order to avoid disconfort on
the wearer due to plastic deformation of the frane (see
in particular the abstract). After col d-working, the
material is annealed to obtain the desired

pseudoel asticity (see colum 3, lines 15 to 18).
Simlarly, "superelastic" (= "pseudoelastic") nmateri al
conprising NN -Ti alloys is provided in docunent D20
(see claim1 and page 4, |ast paragraph to page 5,

first paragraph of the corresponding English
translation). In order to obtain purely pseudoel astic
behavi our at roomtenperature, the material is hot-
drawn or anneal ed (see upper half of page 6 of said
English translation).

These docunents therefore relate to materials having
conpletely different properties and cannot give any
hint to the clained invention.

Nor would a skilled person be incited by docunent D18
to apply features (i) to (iii): said prior art does
make use of a work-hardened N -Ti alloy for eyegl ass
frames, said material being, however, in the
martensitic state and exhibiting both elasticity and
heat - recover abl e shape-nenory.

Finally, the Board does not consider any one of the
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remai ning prior art docunments available in the present
proceedi ngs to be of particular relevance.

Therefore, the subject-matter of claim1 as granted
i nvolves the inventive step required by Articles 52(1)
and 56 EPC, and claim1l is accordingly allowable.

Dependent clains 2 to 6 concerning specific enbodi nents
of claiml1l and the remaining parts of the patent
specification also neet the requirenents of the EPC

For these reasons it iIs decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

P. Martorana E. Turrini
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