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Summary of Facts and Subm ssi ons

2521.D

The nmention of the grant of European patent

No. O 467 372 in respect of European patent application
No. 91 112 053.3, filed on 18 July 1991 was published
on 19 Cctober 1994.

Claim1l of the patent reads as foll ows:

"Apparatus for machining an annul ar val ve seat and
associ ated concentric val ve guide of a workpiece (W,
with a support (63) for the workpiece, a tool head
(16), nmeans (18, 20, ...) supporting said tool head
adj acent sai d workpi ece support (63) for rotation on an
axis aligned with the val ve guide of the supported

wor kpi ece and for axial novenent toward and away from
t he supported workpiece (W, a tool slide (24), a
cutting tool (14) nmounted on said tool slide, guide
means (26) nounting said tool slide on said tool head
for nmovenent of said tool on a line which intersects
said axis of rotation, and first power neans (28) for
axially rotating said tool head,

characterized by a reamer (12) nmounted on said too
head (16) coaxially with the axis of rotation of said
tool head (16), second power neans (64) operative to
axially nove said tool head (16), third power neans
(66) operative to nove said tool slide (24) along said
gui de neans (26), nmeans (74) operative to axially nove
said reaner (12) relative to said tool head (16), and
control nmeans (80) for coordinating the operation of
said second (64) and third (66) power neans, and said
nmeans to axially nove said reaner, to cause said reaner
(12) to machine said val ve guide and said cutting too
(14) to machine said valve seat."



2521.D

- 2 - T 0102/ 97

Notice of opposition was filed on the grounds of
Article 100(a) EPC on 15 July 1995. In respect of an

al l eged |l ack of novelty and inventive step the
foll owi ng docunents for substantiation of an all eged
prior use concerning an order, a draft of the apparatus
for machining the valve seat and the val ve guide of a
cylinder head and delivery of this apparatus were
relied upon:

Attachnment 1. Order of the conpany BMWNWto the conpany
Ernst G ob GrbH & Co. KG dated 20 June
1989, Order No. 81 61 372

Attachment 2: Technical drawing (draft) No. 3 579 744
dated 11 May 1990 indicating a 4-valve
cylinder head and the apparatus for
machi ni ng the val ve seat and the val ve
gui de of this cylinder head ("offer")

Attachment 3: Extract of the draft of Attachnment 2
concerni ng val ve seat and val ve gui de

machi ni ng appar at us

Attachment 4: Extract of the draft of Attachnment 2
concerni ng val ve seat angl es

Three wi tnesses were nom nat ed:

M V&l demar O fner, enpl oyee of the opponent

M Hans Joachi m Schl esi nger who was the tinme of the
al | eged prior use an enpl oyee of opponent

M Sei bol d, enpl oyee of BMN Minchen
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It was further indicated what the witnesses had to
ascertain.

By a decision posted on 28 Novenber 1996 the Opposition
Division rejected the opposition as inadm ssible. The
Qpposition Division was of the opinion that the notice
of opposition did not neet the requirenents of

Rul e 55(c) EPC in that the evidence given by the
docunents was not sufficient to support and
substantiate the request of revocation of the patent.
It was not clear that "Attachnent 1" and "Attachment 2"
were related to one another. Wth reference to the

nom nation of the witnesses there were neither witten
decl arations nor a conpl ete description of the facts
and circunstances concerning their know edge in
connection with the alleged prior use. Therefore the
facts and the circunstances of the alleged prior use
were insufficiently indicated, and consequently this
requi renent of Rule 55(c) EPC had not been conplied
with.

On 27 January 1997 a notice of appeal was | odged
agai nst the decision together with paynent of the
appeal fee.

The statenent of grounds of appeal was filed on
27 March 1997

The Appel l ant (Opponent) requested that the decision
under appeal be set aside and that the European patent
0 467 372 be revoked.

In a comuni cati on dated 16 June 2000 the Board of
Appeal expressed the prelimnary opinion that
Rul e 55(c) EPC did not require a subm ssion of witten
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statenents of nom nated w tnesses. The Board pointed
out that if at |east one of the actions of the alleged
prior use - the order, the offer, or the delivery -
fulfilled the requirenents of Rule 55(c) EPC rem ttal
of the case to the first instance was envi saged.

In support of its request the Appellant essentially
relied upon the foll ow ng subm ssi ons:

The decision T 328/87 (QJ 1992, 701) indicated what
criteria applied when deciding whether an alleged prior
use conplied with the requirenents of Rule 55(c) EPC,
in particular which facts and evi dence nust be
presented to be conclusive for the admssibility of an
opposition based on an alleged prior use. Taking
account of the docunents cited in support of the prior
used subject-matter, the date, the circunstances of the
prior use, and the offer of further specified evidence
by wi tnesses were conplete in the sense of this

deci sion, even in respect of the |ink between
"Attachment 1" and "Attachment 2" by the term " M0"
found on both documents. The use of such an
abbreviation was quite conmon in the autonotive

i ndustry. Furthernore the notice of opposition clearly
set out the reasons why the subject-matter of claim1l
was considered to |lack novelty or inventive step when
conpared to the subject-matter of the prior use. The
Qpposition Division had exam ned the allowability of
the opposition instead of the adm ssibility, and
consequently its decision had to be set aside.

The Respondent requested dism ssal of the appeal. Its
subm ssions are sunmarised as foll ows:

The opposition was based on the alleged prior use by an
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offer, an order and a delivery of a valve seat bushing
machi ni ng apparatus. The docunents supplied as evidence
(Attachment 2 and Attachnment 1) were only

i nterconnected by the term"Zylinderkopf M0". Since
such a short term "Ms0" was not concl usive and m ght be
used for a large group of different conponents of an
aut onobi | e, an unanbi guous rel ati on between the two
docunents was m ssing. Mreover, Attachnment 1 did not

i ndicate the ordered technical article, and the date on
it did not allow any conclusions as to why the subject
of the order was public at that tine.

The eval uation of decision T 328/ 87 (supra) by the
Appel I ant was wong, and none of the facts and evi dence
submtted with the notice of opposition was sufficient
to fulfill all three criteria nentioned in this

deci sion when an all eged prior use was concerned. The
facts as to what was used when and the further
circunstances of the use were not el aborated to such an
extent that the Opposition Division and the Patentee
were enabled to forma definitive opinion on at |east
one ground of opposition raised, without the need to
make further investigations. Therefore the requirenments
of Rule 55(c) EPC were not fulfilled.

The construction of the valve seat bushing machining
apparatus shown in Attachnment 2, which was allegedly
the result of a project cooperation between the conpany
GROB and the conmpany BMW was neither sufficiently
clear to be understood nor was evidence given that this
construction existed before the priority date of the
patent in suit. Driving nmeans, which were essenti al
parts of the subject matter of the opposed patent, were
| acki ng. According to decision T 541/92 in project
cooperations like this the obligation of confidentially
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between the partners had to be assunmed, and thus the
know edge of the prior use was not publicly avail able.

Reasons for the Decision

1

2.2.

2521.D

The appeal is adm ssible.

Adm ssibility of the opposition

Since the requirenents of Article 99, 100, Rule 55(a)
and (b) EPC are fulfilled the remaining question to be
consi dered here is whether the requirenents of

Rul e 55(c) are met, in particular whether at |east one
of the alleged actions of prior use was submtted in a
manner so that a sufficiently clear "indication" of the
facts, evidence and argunents presented in support of
the | ack of novelty or inventive step could be derived
fromthe notice of opposition.

Consi dering evidence based on an alleged prior use, in
accordance with the case | aw of the Boards of Appea

the notice of opposition nust indicate all the facts
whi ch make it possible to determ ne the date of prior
use, what has been used, and the circunstances relating
to the prior use in order to deci de whether or not the
subj ect of the alleged prior use was publicly avail able
before the priority date of the patent in suit (see

al so decision T 328/87 referred to by the Opposition

Di vi si on).

Furthernore, in relation to the concept of "indication"
mentioned in Rule 55(c) EPC (see for exanple T 204/91,
poi nt 5) the scope and depth of substantiation of the
prior use needs to be such as to enable the patentee
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and the Opposition Division to see clearly just what
attack was bei ng nmounted agai nst the patent, and what
evi dential support was bei ng adduced for the attack.

When considering the "indication" provided in the

noti ce of opposition, the Board draws attention to the
fact that the allegation of prior use is based on three
different actions of a use nanely an order

("Bestel lung", Attachnment 1), an offer ("Angebot",
Attachment 2), and a delivery ("Lieferung”). In the
absence of any evidence in respect of the object of the
order and the delivery in thenmselves it is not

consi dered conclusive as to exactly what was ordered or
del i vered when

Consi dering now in detail whether the information
provided in respect of the machine allegedly offered
and shown in Attachnment 2 neets the conditions
indicated in point 2.2. above, the foll ow ng can be
derived fromthe notice of opposition:

In respect of what was the subject-matter of the prior
use the Board is of the opinion that it is inmmedi ately
apparent to the skilled person fromthe upper draw ng
in Attachnent 2 that an apparatus for nmachining an
annul ar val ve seat and associ ated concentric val ve

gui de i s addressed, which apparatus follows the
definition of the apparatus of claim1l of the patent in
suit.

In respect of when the prior use took place it is
apparent fromthe information in respect of the text
"Entwurf 11.05.90" and "Begutachtung mt Ei nwand
30.5.90" indicated on Attachnment 2 that it was the
Appellant's intention to show that Attachment 2 was
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given to the conpany BMN before the priority date of
the present patent.

In respect of the circunstances of the prior use, thus
answering the question how the prior use becane public,
t he Appellant offered evidence by hearing two

wi t nesses, and indicated that these w tnesses would
confirmthe Appellant's subm ssion that the information
shown in Attachnment 2 was given to the conpany BMWV

wi t hout any obligation in respect of secrecy (see |ast
four lines on page 2 of the notice of opposition).

The Board does not concur with the Opposition
Division's opinion that the Qpponent should have
supplied witten statenments of the w tnesses together
with the notice of opposition. Rule 55(c) EPC
stipulates only the requirenent to present the facts
and evidence within the opposition period which was
fulfilled by nomnating the witnesses submtting their
addresses, and statenments to be ascertained by the

W t nesses.

The respondent further held the view that the draw ng
(Attachnment 2) did not show the apparatus in such a

cl ear manner as to enable the patentee and the
Opposition Division to conpare it with the subject-
matter of claim1l of the opposed patent w thout making
their own investigations. A skilled person would not
consider it to be conparable with the subject-matter of
claiml1, because no power neans were shown or hinted
at. Moreover, the notice "Begutachtung mt Ei nwand”
(Opinion with objection) witten on the draw ng of
Attachnment 2 would indicate that the drawi ng did not
show t he machi ne which was actually ordered but

possi bly nodified after that, and so it would be
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anbi guous what the subject-matter of the alleged prior
use was.

However, the Board is of the opinion that, because both
t he machining tool and a cylinder head are shown on the
sanme drawi ng (Attachnent 2), a skilled person

i medi ately recogni zes for what purpose this machine is
i ntended, nanmely for machining of the valve seat shown
in Attachnent 4 and a val ve gui de having a dianeter of
77 of the cylinder head (indicated on Attachnent 3).
Thi s person knows that the different tools nust be
driven to be operable, and so he supposes self-
evidently that there nmust be power neans to drive the
different tools. In this respect coupling parts are
shown whi ch indicate the purpose of a connection with
power means when the machine is working (see the right
end of the apparatus shown in the upper draw ng of
Attachment 2, "Schnitt A-A", and "Schnitt B-B"). It is
also to be noted that in the notice of opposition the
W tnesses were offered the opportunity to confirmthe
presence of different power neans (page 4, 2nd

par agraph to page 5, 1st paragraph). Anyhow, if in the
drawi ng Attachment 2 one or nore features in comnparison
to the subject-matter of claiml of the patent are
present or obvious to a skilled person or not, is a
guestion of substantiation, and not of "indication"

wi thin the neaning of Rule 55(c) EPC

The Respondent further raised doubts whether the
information provided by Attachnent 2 of the all eged
prior use was publicly avail abl e because, according to
decision T 541/92, in a project cooperation, which
woul d appear to be the case here confidentiality

bet ween the devel opnent partners is to be assunmed if
there is no indication of public availability of the
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information, particularly as the drawi ng Attachnent 2
was obviously an original BMMdraw ng, and had been
submtted to the conpany GROB

However, in its notice of opposition the Appellant
submtted that there was no obligation of
confidentiality between the conpany GROB and t he
conpany BMW and offered evidence by w tnesses to
confirmthis allegation. Again, the question whether

t here was indeed no confidentiality obligation concerns
a substantive issue, and has not to be consi dered under
the adm ssibility of the opposition in accordance with
Rul e 55(c) EPC

Sunmmarising, as set out in point 2.4. above, the notice
of opposition contains sufficient detail, at |east as
regards the offer for a machine tool shown in
Attachment 2, to allow the Patentee and the Qpposition
Division to understand the basis i.e. the facts and

evi dence in support of the attack of |lack of novelty or
inventive step of the subject-matter of claim1 of the
patent in suit. Therefore the requirenment of Rule 55(c)
EPC is net and consequently the opposition is
adm ssi bl e.

Si nce substantive exam nation by the Opposition

Di vi sion has not yet been carried out, the case has to
be remtted to the departnent of first instance for the
substanti ve exam nation of the opposition.

these reasons it 1s decided that:
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1. The deci sion under appeal is set aside.

2. The case is remtted to the departnent of first
i nstance for further prosecution.

The Regi strar: The Chai r man:

M Patin P. Alting van Ceusau

2521.D



