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Summary of Facts and Subm ssi ons

2958.D

The nmention of the grant of European patent

No. 0 412 579 in respect of European patent application
No. 90 118 497.8 filed on 6 Septenber 1986 whi ch was
part of the earlier application with publication nunber
0 214 636, was published on 8 June 1994.

Notice of opposition was filed on 8 March 1995 by
Respondent | (Opponent 1), on the grounds of

Articles 100(a), (b) and (c) EPC and by Respondent 11
(Opponent 11), on the grounds of Articles 100(a) and
(c) EPC. In respect of the objection based on
Article 100(c) EPC Respondent | essentially relied
upon:

El: EP-A-0 214 636

By a decision posted on 28 Novenber 1996 the Opposition
Di vi sion revoked the European patent 0 412 579.

The Opposition Division was of the opinion that the
subj ect-matter of the granted patent extended beyond
the disclosure of the earlier application as filed
because two features could not be derived directly and
unanbi guously fromthe parent application

EP- A-0 214 636. Since these features were included in
each of the clainms 1 of the main request and the
auxiliary requests 1 to 5, the subject-matter of these
clainms did not neet the requirenents of Article 123[2]
EPC.

On 27 January 1997 a notice of appeal was | odged
agai nst the decision together with paynent of the
appeal fee.
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Wth the statenent of grounds of appeal filed on
8 April 1997, the Appellant filed an affidavit by
M Thomas H. Roessler and a sanpl e diaper.

In a comuni cation dated 13 June 2000 the Board
expressed the prelimnary opinion that it was doubtful
whet her the features in question could be derived from
the originally filed docunments, and that the affidavit
and the sanpl e diaper submtted by the Appellant, did
not appear to be suitable evidence to repair
deficiencies in the original disclosure.

Oral proceedings were held on 16 October 2000 in the
absence of Opponent 02, who, although duly summobned,
did not appear (Rule 71[2] EPC)

The Appel |l ant (Patentee) requested that

t he deci sion under appeal be set aside and that the
pat ent be upheld with replacenent claim1l according to
the fourth auxiliary request filed wth letter of

2 Cctober 1996 (nmain request);

auxiliary with replacenent claim1 according to the
fifth auxiliary request filed with letter of 2 Cctober
1996 (first auxiliary request);

auxiliary with replacenent claim1 filed during the
oral proceedings on 16 October 2000 (second auxiliary
request).



- 3 - T 0101/ 97

Claim 1l of the main request reads as foll ows:

"An absorbent garnment article, conprising:

an outer cover (20);

a pair of longitudinally opposed end portions;

a crotch portion situated between the end portions,
said crotch portion including opposed nmargi nal sides
whi ch define a pair of |eg openings;

a first elastic nenber (62) connected to each of said
mar gi nal sides to elasticize said | eg openings to aid
in conformng said garment to a wearer at said |l eg
openi ngs;

a pair of longitudinally extending, second elastic
menbers (56) with each of said second el astic nenbers
spaced inwardly from each respective one of first

el asti c nenbers;

an absorbent structure (22) bonded to said outer cover
(20) in a crotch section of said article,

characterized by said absorbent structure (22)
including a |Iiquid-perneabl e bodyside liner (42), an
absorbent core (38) disposed adjacent said |iner (42);

a liquid-inmpernmeable barrier (44), said absorbent core

(38) being | ocated between said barrier (44) and said
liner (42) and

2958.D Y A
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sai d second el astic nenbers (56) being connected to
said liner (42) along at |east a crotch portion of said
absorbent structure (22) sidewards of the core (38)
between said liner (42) and said barrier (44) and said
el astic nmenbers (56) being applied to said liner (42)
in a tensioned condition when the absorbent structure
(22) is constrained to lie flat,

sai d second el astic nmenbers (56) gathering and form ng
margins on said liner (42) to provide elasticized
mar gi ns whi ch extend spaced from said outer cover (20),
sai d second el astic nenbers hol ding said el asticized
mar gi ns agai nst the skin of the wearer to provide
barriers to reduce the sideways flow of urine and
faeces and restrict | eakage at the | eg openi ngs when
the garnment is securely worn."

The | ast paragraph of each of clains 1 of the first and
second auxiliary request is identical to the | ast
par agraph of claim 1l of the main request.

In support of its requests the Appellant essentially
relied upon the foll ow ng subm ssions:

The feature that the second el astic nenbers 56 were
connected to the liner 42 was fully derivable from
Figures 10 to 12 and the description thereof in the
parent application docunent. Since the second elastic
menbers 56 according to Figure 10 mght alternatively
be bonded to either the bodyside liner 42 or to the
barrier 44 (colum 9, lines 43 to 44 of El) this
alternative disposition of the second elastic nenber 56
in the enbodi ment of Figure 12 lay also within the
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scope of the invention. In regard of this cross-section
of a diaper it was clear that the disclosure of

Figure 12 was not restricted on the bonding to the
barrier 44 as shown but also included the bonding to
liner 42.

Even if the term"margi n® was not disclosed expressis
verbis, a skilled person clearly recognized in
connection with the drawings that this expression
addressed the | ongitudinal side of a structure.

Furthernore, the function of the diaper being "trim
does not gap at the legs or waist and is highly
resistant to | eakage" (columm 4, lines 6 to 11 of EIl)
woul d be an equivalent to the property of a barrier
function providing a tight seal for the wearer to
reduce the sideways flow of urine and faeces.

Having regard to claim1 of the auxiliary requests by
characterising the subject-matter in nore detailed
"structural" features the "functional" features of the
| ast paragraph of claim1l would appear self-evident to
a skilled person so that original disclosure of these
functional features was established by their inplicit
presence in the originally filed application docunents.

The Respondents requested dism ssal of the appeal. The
subm ssi ons rai sed agai nst the second auxiliary request
by Opponent 01 are summari sed as foll ows:

Thi s request should not be admtted because it was |late
filed. Additional features fromthe description which
were not easily to be understood, had been incorporated
into the amended claim1l. This request cane as a
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surprise, and consequently no sufficient tine and
opportunity for proper consideration of the new
anmendnents was avail abl e.

Anyway, the subject-matter of claim1l of the main
request and of the auxiliary requests extended beyond
the content of the earlier application as filed because
nei t her the bonding of the second elastic nenber 56 to
the liner 42 to provide elasticized margins nor said
second el astic nenbers holding said elasticized margins
agai nst the skin of the wearer to provide barriers were
clearly and unanbi guously derivable fromthe disclosure
of the originally filed docunment El

Reasons for the Deci sion

1

2.2

2958.D

The appeal is adm ssible.

Adm ssibility of the second auxiliary request

According to the case | aw of the Boards of Appeal, the
filing of new clains during the oral proceedi ngs can be
refused for reasons of fairness. An Cpponent shoul d not
be surprised at a late state of the procedure with
unexpected anmendnents and be put in a situation in

whi ch insufficient time and opportunity was allowed to
deal with the new anendnents, so as to be able to file
observations or present comments.

However, the Board is of the opinion that in the
present case this request does not give rise to such a
situation. The request was submtted at the begi nning
of the oral proceedings. The amendnents concer ned
features which were easily understandable in
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t hensel ves, and the Appellant explained in detail where
the new features were disclosed in the parent
application in the clained relations. In particular the
di scl osure of the anendnents was supported by those
parts of the description which had already been cited
during the dispute in relation with the ground of
opposition according to Article 100(c) EPC. In
addition, the Respondents had been given sufficient
opportunity to evaluate the anendnments during the

adj ournment of the oral proceedings.

For these reasons filing of the second auxiliary
request was admtted.

Article 100(c) EPC

According to Article 100(c) EPC the subject-matter of

t he European patent granted on a divisional application
may not extend beyond the content of the earlier
application as filed. This neans that the subject-
matter of the present patent should not extend beyond
that disclosed in the parent application 86112378. 4

wi th publication nunber 0 214 636 (El).

In accordance with the case | aw of the Boards of Appea
the addition of an undisclosed feature is prohibited if
it makes a technical contribution to the subject-matter
of the clainmed invention (see e.g. G 1/93, QJ 1994, 541
and T 384/91, Q) 1995, 745) even if the scope of
protection is limted by this addition.
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Mai n request

The Appel |l ant pointed out that the contested claiml
was anmended only in such a way that no technical effect
was caused. The "structural"” features included in
claim1 up to the | ast paragraph were sufficient for a
skilled person to recognize that the "functional"”
features indicated in the |ast paragraph of claiml
woul d be sel f-evident.

The Board cannot agree with this opinion, because this
par agr aph does not only contain "functional" features
directly followwng fromthe earlier nentioned structure
but al so new "structural"” features. The feature
according to which the second el astic nmenbers hol di ng
the elasticized margi ns agai nst the skin of the wearer
to provide barriers is a structural feature defining a
seal function between the bodyside liner 42 and the
skin of the wearer. In restricting | eakage at the |eg
openings this sealing effect has a technical character.
The Board considers that at least this feature is not
clearly and unanbi guously derivable fromthe originally
di scl osed i nventi on.

The Appellant stressed that in the cited parts of the
text of the parent application the barrier with a seal
function was descri bed as inherently included, but the
Board cannot find evidence for this point of view The
board considers publication E1 to render the content of
the original application correctly as there was not
given any reason to doubt its accordance, and the
Appel I ant, al so being the applicant of the parent
application, accepted this docunent to be basis of the
di scussion. In E1 (colum 1, lines 21 to 30) the neat
criteria of a diaper as such are described. However,
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this text is silent about whether the prevention of

| eakage is caused by the barriers formed in connection
with the second el astic nenbers which are not nentioned
there. The sane reasons are valid for the parts of the
description in colum 3, line 55 to colum 4, line 1
lines 5to 11 and lines 25 to 39. The text of colum 5,
lines 32 to 45 relates to the effect of formng a
cupped shape of the absorbent structure by applying an
el astic nmenber to the bodyside liner, however, any hint
to achieve a barrier with a sealing property against
the skin of the wearer for the second el astic nenbers

i S m ssing.

In support of its argunentation the Appellant relied on
several citations of parts of the description. The
Board cannot find sufficient evidence in order to
support the original disclosure in the text. The
description of the enbodi nents of Figures 10 to 12 from
colum 9, line 39 to colum 10, |ine 56, concerns the
adhesi vely bonding of the elastic nenbers 56 to the
bodysi de |iner 42 causing the absorbent structure to
converge and thus functioning as conform ng nmeans, or
respectively, bonding themin a tensioned condition to
the diaper in a flat condition thus formng a cupped
shape of the absorbent structure. Any sealing function
agai nst the skin of the wearer cannot be derived

t herefrom because there is no nmentioni ng between which
parts a seal or barrier should be constructed.

Regarding Figure 17, a seal function to the skin of the
wearer, as put forward by the Appellant, cannot be
recogni zed. According to the description (colum 12,
lines 5 to 16) this drawing particularly relates to the
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fasteners 70, 74, and no conclusion in a direction of
t he sealing function against the skin of the wearer is
unamnbi guousl y derivable fromthis paragraph either.

Addi tionally, the Board considered Figure 19 together
with colum 13, lines 15 to 22 of El1. In this

enbodi nent the second el astic nenbers 56 are abandoned.
However, the prevention of gapping thereby aiding in
elimnating the | eakage of urine and faeces is

enphasi zed. It is clear that the prevention of |eakage
is simlar to a sealing function, and this effect is
achi eved wi thout the second elastic nenbers. This fact
contradicts the alleged disclosure of the special seal
function of the second elastic nenbers hol ding the

el asticized margins against the skin of the wearer to
provi de barriers.

Auxi liary requests

The Appel l ant argued that by incorporating still nore
of the "structural" features which were originally

di scl osed according to E1 into the anended clains 1 of
t hese requests the self-evidence of the "functional"”
features woul d increase, and a skilled person would
clearly recogni ze them as al ready havi ng been di scl osed
in the parent application.

Claim1 according to the first auxiliary request
contains in addition to that of the main request three
additional words in the feature "said second el astic
menbers (56) being connected to the underside of said
liner (42). However, a relation to any seal function
agai nst the skin of the wearer cannot be recognized.
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The | ast paragraph of claiml of this request is
identically with that of claim1 of the main request.
As set out above this paragraph contains not only
functional features but also the structural feature
concerning the seal function provided by the

el asticized margi ns agai nst the skin of the wearer. At

| east this one feature included in this paragraph
cannot be clearly and unanbi guously be derived fromthe
parent application, and therefore it was not originally
di scl osed.

The second and the third paragraph of the
characterizing portion of claim1l according to the
second auxiliary request contain in addition to claiml
of the first auxiliary request further features
concerning the location of the bonding of the Iiquid-

i nper neabl e barrier (44) and the absorbent core (38) in
relation to the bodyside liner (42), the outer cover
(20), and the second el astic nmenber (56), and of the
connection of the second elastic nmenbers (56) to the
liner (42) laterally spaced fromthe core (38).
Evidently al so these terns cannot support a sealing
property to the leg of the wearer because any relation
of the second elastic nmenber with the skin of the
wearer is |acking.

The | ast paragraph of claim1l of the second auxiliary
request being identical to that of claim1 of the main
request, once again at least this one feature
concerning the sealing function to the skin of the
wearer included in this paragraph was not originally
di scl osed.
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4. Sunmari sing, for the above reasons the Board arrived to
t he conclusion that at |east the feature "said second
el astic nmenbers holding said elasticized margins
agai nst the skin of the wearer to provide barriers”
ext ends beyond the originally disclosed docunents.
Consequently each of the clains of the requests filed
by the appell ant does not neet the requirenent of
Article 123[2] EPC, and therefore revocation of the
pat ent under Article 100(c) EPC is justified.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

M Patin P. Alting van Ceusau

2958.D



