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Summary of Facts and Subm ssi ons
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The appeal |odged on 4 Novenber 1996 lies fromthe
deci sion of the Exam ning Division posted on

2 Septenber 1996 refusing European patent application
No. 94 914 619.5 (European publication No. 699 199),
publ i shed as WO A- 94/ 26740.

The deci sion of the Exami ning Division was based on
claims 1 to 12 filed with the letter dated 20 Cctober
1995 and anended according to the letter dated 19 July
1996. The Exam ning Division found that the clains, in
particul ar i ndependent claim1l as anended, of the then
pendi ng request contai ned subject-matter which extended
beyond the content of the application as filed, thus
contravening Article 123(2) EPC. The Exam ni ng Division
hel d that the |lower end of the range of 3 to 6 carbon
atons defining the alkyl group of the substituent X in
claim1 did not find support in the application as
filed and that the groups -COR' and - CONR'R® defi ni ng
the substituent Y in claim1l were not supported by the
origi nal application.

In a comruni cation fromthe Board pursuant to

Article 11(2) of the rules of procedure of the Boards
of Appeal, the Appellant's attention was drawn to
addi ti onal aspects and objections in the assessnent
whet her or not the anendnents nade satisfy the
requirenents of Article 123(2) EPC

At the Oral proceedi ngs before the Board, held on
27 January 2000, the Appellant (Applicant) submtted
fresh clains 1 to 13, claim1 reading as foll ows:
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"1. A conmpound of the chemcal formula (1) or a
phar maceutically acceptable salt thereof:

OR

(1)
wherein Ris C-G al kyl;
X is G-G al kyl having one or two substituents sel ected
from hydr oxy, hal ogen, C;-GC; al koxy, GC,-GC al kanoyl, GC,-GC
al kanoyl oxy, C;-GC; al kylthio, nmono C-G al kyl am no,
di C-G al kyl am no, am no, cyano, azi do;
Ar! and Ar? are each phenyl optionally substituted by
one hal ogen; and
Y is hydrogen, -COR or -CONR'R® (wherein R* and R are
each hydrogen or C-G alkyl) at the 4-, 5- or 6-
position."

The Appel |l ant argued essentially that the anendnents
made found support in the application as filed. Wth
respect to the I ower end of the range of 3 to 6 carbon
atons defining the alkyl group of the substituent X in
claiml as anmended he referred to the list of

i ndi vi dual al kyl groups on page 5, lines 10 to 12 of
the application as filed and with respect to the groups
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-COR* and -CONRR® for the substituent Y in claim1l as
anended he pointed to the possible definition of a
Z(CH,), group for the substituent Y in claim1l as filed,
where p=0 was clearly envisaged and where Z had the
possi bl e definitions -COR and - CONR'RC.

\Y/ The Appel |l ant requested that the decision under appea
be set aside and that a patent be granted on the basis
of clains 1 to 13 of his main and sol e request filed at
the oral proceedings.

VII. At the end of the oral proceedings the decision of the
Board was given orally.

Reasons for the Deci sion

1. The appeal is adm ssible.
2. Amendnents (Article 123(2) EPC)
2.1 The subject-matter of claim1l is based on claim1l of

the application as originally filed. The lower [imt of
t he range, which specifies the nunber of carbon atons
conprised in the al kyl group defining the substituent
X, has been raised from1l carbon atomin claim1l1 as
filed to 3 carbon atonms in claim1 as anended. | ndeed,
page 5, line 11 of the application as filed lists

i ndi vi dual al kyl groups including n-propyl and

i sopropyl. Since both groups represent the only two
possi bl e i soners of an al kyl group having 3 carbon
atons, that specific disclosure in the application as
filed provides a proper basis for claimng 3 carbon
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atons as lower limt of the range of carbon atons
conprised in the al kyl group. The alternative

consi sting of the substitution of that al kyl group by
two substituents and the list of these substituents
indicated in claim1l is backed up by claim2 as filed
and page 6, lines 26 to 29 of the application as filed.
The Iimtation of the substituents Ar! and Ar? in
claiml1l to a phenyl group and to the optiona
substitution thereof by halogen is found on page 6,
lines 24 and 25 of the application as filed.

The substituent Y in claiml has been [imted to the
definitions " hydrogen, -COR or -CONR'R® (wherein R
and R are each hydrogen or C-GC; alkyl)". Caiml as
filed conprises a |list of several alternative
definitions for the substituent Y from which hydrogen
and the group Z(CH,), are preferred according to page 7,
line 3 of the application as filed, thereby clearly
supporting the definition "hydrogen" for the
substituent Y in claiml. Wth respect to the preferred
group Z(CH,), for the substituent Y, claim1l as filed
defines the index p in that group to be "0 to 6", thus
specifically disclosing at the date of filing the
particul ar value of p=0, with the direct consequence
that in this case the portion (CH,), disappears and the
substituent Y is reduced to the group Z. The
definitions "-COR or-CONRR" for the substituent Y in
claiml arise fromexcising certain definitions from
the list givenin claiml of the application as filed
specifying alternative definitions for the group Z
which is identical with the substituent Y for p=0, and,
thus, are directly and unanbi guously derivable fromthe
application as filed. The groups R* and R have been
limted in turn to specific definitions by excising
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certain definitions fromthe respective |list of
alternative definitions given in claiml as filed.

That shrinking of the lists of alternative definitions
di sclosed in the application as filed and the sole
fixing of the index p to the single value of 0O

di scl osed specifically in the application as filed, is
not objectionable as that Iimtation does not result in
singling out a particular conbination of specific
definitions. i.e. a hitherto not specifically nmentioned
sub-cl ass of conpounds, but naintains the remaining
subject-matter of claim1 as generic lists of
alternative definitions differing fromthe origina
lists only by their smaller size (see decisions

T 615/95, point 6 of the reasons; T 859/94, point 2 of
t he reasons, neither published in Q3 EPO).

Therefore, in the Board' s judgenent, the anmendnents
made to claim 1l do not generate new subject-matter

ext endi ng beyond the content of the application as

filed.

The further clainms 2 to 4 and 6 find a basis in

clainms 2, 3 and 5 as filed, respectively. The
preference of the definitions "hydrogen" and "carboxy"
for the substituent Y is found on page 7, line 4 of the
application as filed and that of the definition
"phenyl" for the substituents Ar! and Ar2 on page 6,
l'ine 25, thereof.

The three individual conpounds of claim5 are discl osed
on page 7, lines 12 to 15 and lines 18 and 19 of the
application as filed.
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The section (B) of claim 11l as filed supports claim?7.
In conbination with page 15, lines 25 to 27 and

page 16, lines 16 and 17 of the application as filed
di scl osi ng the optional conversion to a pharmaceutica
acceptable salt, claim1l as filed provides a proper
basis for claim13.

Cainms 8 9, 11 and 12 are based on clains 7 to 10 as
filed, respectively. The alternative presence of a

di luent in the pharnmaceutical conpositions is found on
page 18, line 11 of the application as filed.

The pharnmaceutical activity as a substance P antagoni st
of the conpounds of forrmula (1), the pharmaceutica
acceptabl e salts and conpositions thereof according to
claim 10 is supported by page 4, lines 13, 14 and 27 to
29 of the application as fil ed.

For these reasons, the Board concl udes that the
clains 1 to 13 as anended neet the requirenents of
Article 123(2) EPC

Rem ttal

Havi ng so deci ded, the Board has not taken a decision
on the whole matter since the decision under appeal was
solely based on Article 123(2) EPC. As the Exam ning

Di vi sion has not yet ruled on the other requirenents
for granting a European patent, the Board considers it
appropriate to exercise its power conferred to it by
Article 111(1) EPCto remt the case to the Exam ning
Di vision for further prosecution on the basis of the
clainms according to the fresh main and sol e request, in
order to enable the first instance to decide on the
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out st andi ng i ssues.

O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance for further
prosecution on the basis of clains 1 to 13 filed during
the oral proceedings held on 27 January 2000.

The Regi strar: The Chai r man:

E. Gborgmai er A. Nuss
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