BESCHVWERDEKAMVERN  BOARDS OF APPEAL OF CHAMBRES DE RECOURS
DES EUROPAI SCHEN THE EUROPEAN PATENT DE L' OFFI CE EUROPEEN
PATENTAMI'S OFFI CE DES BREVETS

I nternal distribution code:
(A) [ ] Publication in QJ

(B) [ ] To Chairmen and Menbers
(O [X] To Chairnen

DECI SI1 ON
of 10 January 2001

Case Nunber: T 0018/97 - 3.3.1
Application Nunber: 90123978.0
Publ i cati on Nunber: 0440930

| PC: C07C 45/ 65

Language of the proceedings: EN

Title of invention:
Process for the debrom nati on of 2-substituted-5-Dbrono-6-
met hoxynapht hal enes

Pat ent ee:
Alfa Chemcals Italiana S.r.|.

Opponent :
ZAMBON GROUP S. p. A

Headwor d:
met hoxynapht hal enes/ ZANMBON

Rel evant | egal provi sions:
EPC Art. 56, 113(1)

Keywor d:

"Substantial procedural violation (no)"

"Rei mbur senent of the appeal fee (no)"

"I nventive step (yes) - non-obvious alternative"

Deci sions cited:
G 0004/92, T 0028/87, T 0536/88

Cat chword

EPA Form 3030 10.93



9

European
Patent Office

Européaisches
Patentamt

Beschwerdekammern Boards of Appeal

Case Nunber: T 0018/97 - 3.3.1
DECI SI1 ON
of the Technical Board of Appeal 3.3.1
of 10 January 2001
Appel | ant : ZAMBON GROUP S. p. A
(Opponent) Via Lillo del Duca, 10

Represent ati ve:

Respondent :
(Proprietor of the patent)

Repr esent ati ve:

Deci si on under appeal

Conposi tion of the Board:

P. P. Bracke
P. F. Ranguis
S. C Perryman

Chai r man:
Member s:

| T-20091 Bresso (Mlano)  (IT)

Alfa Chenicals Italiana S.r.|.
Pi azza dell a Repubblica No. 2
| T- 24122 Ber gano (1T

Hucker, Charlotte Jane
G|l Jennings & Every
Boar dgat e House

7 Eldon Street

London EC2M 7LH (GB)

Deci sion of the Opposition D vision of the

Eur opean Patent O fice posted 5 Novenber 1996
rejecting the opposition filed agai nst European
patent No. 0 440 930 pursuant to Article 102(2)
EPC.

Office européen
des brevets

Chambres de recours



- 1- T 0018/ 97

Summary of Facts and Submni ssions

The Appel |l ant (Opponent) | odged an appeal against the
deci sion of the Opposition Division, posted on

5 Novenber 1996, to reject the opposition filed agai nst
t he European patent No. O 440 930 (patent application
No. 90 123 978.0) under Article 100(a) on the ground
that the patent in suit |acked inventive step.

1. The opposition was supported by four docunents:
(1) EP-A-0 203 557,
(2) A R Pinder, Synthesis, 1980, 425-452,

(3) J. March, "Advanced Organic Chem stry", John WI ey
and Sons, 3rd Ed., 1985, 510-511,

(4) DE-A-3 212 170.

L1l The deci sion was based on the Cains 1 to 8 as granted,
I ndependent cl ai mone reading as foll ows:

"Process for the debrom nation of 2-substituted-5-
br onp- 6- met hoxynapht hal enes of fornul a

HaCO

(I
Br

wherein X is a substituent selected fromthe group
consi sting of acetyl, propionyl, 1-carboxyethyl, 1-
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al koxycar bonyl et hyl, 1-cyanoet hyl and 1-

am nocar bonyl ethyl, the nitrogen atomof this latter
group being optionally substituted by al kyl or

hydr oxyal kyl groups, characterized in that these
conmpounds are treated with acceptors of bromne in the
presence of Lew s acids, wherein conpounds sel ected
from al kyl arenes and al koxyarenes are used as acceptors
of brom ne.

The Qpposition Division held in particular that,
starting fromdocunent (4) as the closest state of the
art, the clained invention was not obvious in view of

t he teaching of docunent (1) since the structura

di fference between the starting materials of both
processes, nanely, conpounds being brono-substituted in
a of the keto group in docunent (1) and conpounds
without a bromine atomin & of the keto group as in the
clai med invention was of considerable significance when
one considered the susceptibility of the group COCH,CH,
(and the other groups X) to bromi nation. This finding
was confirnmed by the fact that the brom ne acceptor in
docunent (1) i.e. 2-propionyl-6-nmethoxynapht hal ene was
one of the final products according to the disputed

pat ent .

It was the concl usion of the Qpposition Division, in
that respect, that in applying the process of docunent
(1) to the debrom nation of a starting conmpound
according to the clained invention, it would have been
expected that the final product would interfere in the
reaction in accepting as a side reaction the brono atom
taken out fromposition 5 of the naphthyl noiety of the
said starting conpound. To the Appellant’'s argunent

that this side reaction could not have occurred due to
the use of a stronger brom ne acceptor, such as
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al kyl arenes or al koxyarenes, the Qpposition D vision
hel d that there was no teaching in docunent (1) that,
first, alkylarenes were brom ne acceptors and,
secondl y, that al koxyarenes were stronger brom ne
acceptors than (6-nethoxy 2-naphthyl)-ethyl-ketone, or
i ndeed than al kyl-aryl ketones in general.

The Opposition Division also held that the use of a
Lewi s acid al one was not obvious in view of docunments
(1), (2) or (3), especially in conbination with the
particul ar brom ne acceptors nentioned in the clained
invention. It was observed, in particular, that

al t hough docunent (3) taught that aryl halides could be
dehal ogenated by Friedel and Crafts catal ysts, the
reaction, except for deiodination, was sel domused for
preparative purposes. Mgration of hal ogen was al so
found, both intranol ecular and internol ecul ar.

It was the concl usion of the Qpposition Division that
the clainmed invention mght not be derived in an

obvi ous manner from docunment (1) w thout ex post-facto
anal ysis and that the clained invention net the

requi renments of Articles 52(1) and 56 EPC

In the statenment of grounds of appeal, the Appell ant
submtted in essence that the teaching of docunent (1)
i n conmbination with docunent (2) would have directed
the person skilled in the art to solve the technica
probl em as defined above towards the clai med sol ution.

First, the alleged risk of a sinultaneous brom nation
at the carbon atomin & of the carbonyl group was not
founded for the follow ng reasons: The fact that

al kyl arenes and al koxyarenes were stronger brom ne
acceptors than an al kyl -aryl -ketone did not need to be
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denonstrated. It was furthernore well known from
docunent :

(5) K Peter C. VOLLHARDT "Organic Chem stry", 1987,
WH. FREEMAN and Co., New York, page 913,

that el ectron donating substituents such as hydroxy,

al koxy and al kyl activated the electrophilic aromatic
substitution, while alkylcarbonyl substituents
deactivated the said substitution. It could thus be
deduced that at |east an al koxyarene would be a better
brom ne acceptor than an al kyl -aryl ketone. In view of
docunent (1), it was therefore obvious to use an

al koxyarene as brom ne acceptor to debrom nate the
starting products in the clained invention, wthout the
person skilled in the art fearing a side reaction.

Contrary to the opinion of the Qpposition Division, the
use of a Lewis acid for debrom nating aryl brom des was
wel I known from docunent (2), in particular fromthe
second paragraph in the right-hand col um page 443,
where it was reported that tin(ll) chloride, a commonly
known Lew s acid according to docunent:

(6) J. MARCH "Advanced Organic Chemi stry" 3rd edition,
1985, John Wl ey and Sons, page 229,

was useful for the dehal ogenation of aryl halides. The
conmbi nati on of docunents (1) and (2), therefore,
rendered the clained invention obvious.

It was furthernore pointed out that docunent (2),
page 435, Table 2 cited specifically tin(ll) chloride
for debrom nating a-bronp-ketones. Consequently, the
person skilled in the art would have been strongly
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notivated to use a Lewis acid for debrom nating
conmpounds of fornula (1) while avoiding a-brom nation.

The conbi nati on of docunents (1) and (4) made by the
Qpposition Division to reject the opposition, while the
statenent of grounds of opposition was based on the

| ack of inventive step in view of docunents (1), (2)
and (3), docunment (4) being only cited as a proof of
the fact that it was known to carry out the

debrom nation reaction of this kind of substrates, was
a new line of argunentation. No opportunity was given
to the Appellant to coment. This anpbunted to a
substanti al procedural violation.

In a comruni cation, the Board of Appeal inforned the
parties that

- docunent (4) m ght be considered as the cl osest
state of the art and that, in the |Iight thereof,
t he problemunderlying the patent in suit seened
to consist of providing a further process for the
production of conpounds of fornmula (I1):

HaCO

wherein X is a substituent selected fromthe group
consi sting of acetyl, propionyl, 1-carboxyethyl,

1- al koxycar bonyl et hyl, 1-cyanoet hyl and 1-

am nocar bonyl ethyl, the nitrogen atomof this

| atter group being optionally substituted by al kyl
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or hydroxyal kyl groups,

- t he decision of the Qpposition Division did not
seemto anmount to a substantial procedura
vi ol ati on.

In response, the Appellant declared that he was ready
to accept docunment (4) as the starting point and

mai nt ai ned that the Cpposition Division in rejecting
the opposition on the base of a new |line of
argunentati on wi thout giving the opportunity to the
Opponent to conment on this new argunent had commtted
a substantial procedural violation.

Oral proceedings before the Board were held on

10 January 2001. The Appellant, having been duly
summoned, infornmed the Board that he would not be
represented at these oral proceedings. They thus took
pl ace in the absence of the Appellant (Rule 71(2) EPC).

At the said oral proceedings, the Respondent
(Proprietor of the patent) abandoned its request
related to the dism ssal of the appeal and submtted
two sets of clains as main request and auxiliary
request I. Claiml of the nmain request was the sole
I ndependent claimand read as foll ows:

"Process for the debronm nation of 2-substituted-5-
br onp- 6- met hoxynapht hal enes of formul a
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HaCO

(I)
Br

wherein X is a substituent selected fromthe group
consi sting of acetyl, propionyl, 1-carboxyethyl, 1-

al koxycar bonyl et hyl , 1-cyanoethyl and 1-

am nocar bonyl ethyl, the nitrogen atomof this latter
group being optionally substituted by al kyl or

hydr oxyal kyl groups, characterized in that these
conpounds are treated with acceptors of bromne in the
presence of Lewis acids selected fromthe group forned
by al um niumchloride, ferric chloride, zinc chloride
and titaniumtetrachl ori de, wherein conpounds sel ected
from al kyl arenes and al koxyarenes are used as acceptors
of brom ne."

Mor eover, he submtted anended pages 4, 6, 7 and 8 of
the description of the patent in suit.

The Respondent's argunents in support of the inventive
step submitted in witing and during the ora
proceedi ngs nmay be sunmari sed as foll ows:

- in view of docunment (4) as the closest state of
the art, the technical problemwas to be seen in
the provision of a further process as set out in
poi nt VI above. Regarding the disclosure of
docunent (1) the person skilled in the art would
have noted that the presence of a brom ne atom on
the carbon atomin & of the carbonyl group
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provided a critical difference conpared with the
starting conpounds according to the patent in
suit. Furthernore, a preferred enbodi nent, as
illustrated in the Exanple No. 1, consisted in
transferring the brom ne atom of the 5-position of
the aromatic ring to the carbon in & to the ketone
function of 6-nethoxy-2-naphthyl -ethyl - ket one,
acting as brom ne acceptor. This conmpound was
identical to the desired final product according
to the patent in suit. The person skilled in the
art would have had, therefore, serious reasons to
doubt the applicability of the disclosed process
for solving the above cited technical problem due
to a possible side-reaction. Nor could the person
skilled in the art have | earnt anything concrete
fromthe other exanples which related to the
debrom nation, in the presence of phenols, of

ketal type conpounds and not ketone conmpounds. It
was al so pointed out that the debrom nation
according to docunent (1) involved the use of an
hydrogen halide acid as an essential feature,
whil e the clai ned process required the use of
Lewi s acids selected fromthe group forned by
alum niumchloride, ferric chloride, zinc chloride
and titaniumtetrachl oride. Those selected Lew s
acids were not suggested by the other cited
docunents.

The Appel |l ant requested that the decision under appea
be set aside and the patent in suit be revoked. He
furthernore requested the rei nbursenent of the appea
fee.

The Respondent requested that the decision under appea
be set aside and that the patent be nmaintained as main
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request on the basis of Clainms 1 to 7 of the main
request filed at oral proceedings on 10 January 2001
and anended pages 4, 6, 7 and 8 of the description
filed at oral proceedings on 10 January 2001 and
pages 2, 3, 5 and 9 of the description as granted, or
as auxiliary request on the basis of Clains 1 to 7 of
the auxiliary request filed at oral proceedi ngs on
10 January 2001.

X, At the end of the oral proceedings the decision of the
Board was given orally.

Reasons for the Decision

1. The Appeal is adm ssible.

Mai n request

2. Article 123(2) and (3) EPC

2.1 The Board is satisfied that Clains 1 to 7 are not
anmended in such a way that they contain subject-matter
whi ch extends beyond the content of the application as
filed, and that they are not anended so as to extend
the protection conferred. In particular, Cdaimlis a
conbi nation of the features of Cains 1, 3 and 4 as
originally filed (i.e. Cains 1 and 2 as granted) and
the additional features of dependent Clains 2 to 7 are
supported by Clains 5 to 10 respectively as originally
filed.

2.2 The nodifications nmade to pages 4, 6 to 8 of the
description at the request of the Board put its content

in conformty wth anended Caim 1 and, noreover,

0650. D Y A
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cancel the Exanples Nos. 6 and 8 which rel ated
respectively to a-naphthol and napht hal ene as brom ne
acceptors, those brom ne acceptors being outside the
scope of the anended patent in suit. Those anendnents
meet the requirenents of Article 123(2) and (3) EPC.

Novelty - Article 54(1) and (2) EPC

After exam nation of the cited prior art docunents, the
Board has reached the conclusion that the process as
defined in Cains 1 to 7 is novel, since a nethod for

t he debrom nation of conpounds of fornmula (1) as
defined in aim1l, in the presence of al kylarene or

al koxyarene as brom ne acceptors and Lewi s acids
selected fromthe group formed by al um nium chl ori de,
ferric chloride, zinc chloride and titani um

tetrachl oride, was not disclosed in any of the cited
prior art docunents.

Since this was not disputed, it is not necessary to
gi ve detail ed reasons for this finding.

I nventive step - Article 56 EPC

O the six citations, docunment (4) is the sole one

whi ch ains at the sane objective as the cl ained

i nvention, nanely the preparation of the 2-(6-nethoxy-
2-napht hyl ) -propionic acid which is one of the fina
conmpounds obt ai ned by the cl aimed process and therefore
docunent (4) represents the closest state of the art.

Docunent (4) discloses a process for the preparation of
2- (6- net hoxy- 2- napht hyl ) - propi oni ¢ acid by

debrom nati on of 2-(5-brono-6-nethoxy-2-naphthyl)
propionic acid by neans of reduction with various
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hydr ogenati on systens, in a basic nmediumat a
tenperature between roomtenperature and 100°C (see
page 10, lines 20 to 36).

In view of docunent (4), the problemunderlying the
application in suit is to be seen in providing a
further process for produci ng conpounds of forrmula (11)
(see point VI above).

In view of the Exanples Nos. 1 to 5, 7, 9 to 17 and the
general description of the application as filed, the
Board is satisfied that the clainmed invention
represents a solution to the probl em above defi ned.

It remains to be decided whether a skilled person in
the art starting fromdocunent (4) and by follow ng the
suggestions nmade in the cited prior art, when trying to
solve the indicated technical problem would arrive at
t he cl ai med sol ution.

Docunent (1) relates to a process for the preparation
of (6-nethoxy-2-naphthyl)-(1-brono-ethyl)-ketone and
ketal s thereof, wherein

(5- br ono- 6- met hoxy- 2- napht hyl ) - (1- br onp- et hyl ) - ket one
or ketals thereof are selectively debromnated in the
5-position by neans of a brom ne acceptor and an acid,
in an inert organic solvent (see Claim1l). As brom ne
acceptors nmay be used:

- ( 6- met hoxy- 2- napht hyl ) - et hyl - ketone or its ketal
(see page 2, lines 18 to 25 and page 4, lines 6 to
9) or

- aromati ¢ conpounds active to electrophilic
substitution such as phenols, phenol ethers, aryl
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ket ones, aryl-al kyl ketones and nore specifically
phenol , ani sol e, naphthols, cresols, acetophenone,
benzophenone, tetrahydronaphthal ene and the |ike
(see page 6, lines 11 to 14).

As suitable acids may be used hal ogenohydric acids,
HSO,F, CF;SO,H or systens conprising hal ogenohydric acids
and Lewi s acids such as HBr+ZnBr, and HC +Al O ; (see
page 4, lines 1 to 3).

First, the fact that reference is nmade in the

i ntroduction of the description of the patent in suit
(and also in the application as originally filed) to
docunent (1) cannot be rated to the Respondent's

di sadvant age as a nei ghbouring field nerely on account
of this reference (see T 28/87, QJ EPO 1989, 383, in
particul ar reasons 5.4). This does not, indeed, spare
the Board the need of exam ning the content of this
docunent. The Respondent argued that the products
referred to in this docunent having a brom ne atom on
the carbon atomin & of the carbonyl group rendered
difficult or even inpossible any substitution on this
carbon, while the products involved in the clained
process possessed a nethylene group in a of the
carbonyl group, one of the hydrogen atom of this group
being labile and liable to be substituted. There was,
therefore a critical difference between the technica
field to which docunent (1) bel onged and that of the
patent in suit. The Appellant submtted, by contrast,
that the patent in suit related to the debrom nation in
position 5 of the naphthal ene nucl eus, nanely the sane
reaction as docunent (1). In the Board's judgnent, it
is not permtted to define the technical field in such
general terns. It is however the opinion of the Board
that the technical field to which docunent (1) bel ongs
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is sufficiently close to the technical field of the
patent in suit because they both relate to the

chem stry of Naproxen, a drug possessing anti -

infl anmat ory and anal gesic activity. It is reasonable
to assune that the person skilled in the art working on
the chem stry of this drug considers the prior art
related to it.

Docunent (1) actually teaches two kinds of brom ne
acceptors for debrom nating

(5- br ono- 6- met hoxy- 2- napht hyl ) - (1- br onp- et hyl ) - ket one
or ketals thereof, nanely phenol ethers or phenols on
one hand and (6-nethoxy-2-naphthyl)-ethyl-ketone or its
ketal on the other hand.

In line with the established case | aw of the boards of
appeal , when investigating inventive step it should be
borne in mnd that the technical disclosure in a prior
art docunent should be considered inits entirety, as
it would be done by a person skilled in the art and
that it is not justified arbitrarily to isolate parts
of such docunent fromtheir context in order to derive
fromthemtechnical information which would be distinct
fromthe integral teaching of the docunent (see
decisions referred in the conpendi um "Case Law of the
Boards of Appeal"” (3rd edition 1998) at page 126, point
6.3).

Wiile it is true that docunent (1) teaches a

debrom nati on route using phenols or phenol ethers as
brom ne acceptors in the presence of hal ogen halide
acids, possibly in mxture with a Lew s acid such as
AlCd; the person skilled in the art woul d have

recogni sed that applying this nethod to the 2-acetyl -5-
br onp- 6- met hoxynapht hal ene woul d have yi el ded the 2-
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acetyl - 6- et hoxynapht hal ene, which is precisely the
brom ne acceptor of one of the debrom nation routes
according to docunent (1). Therefore, in the Board's
judgnent, there exists a priori a clear risk that the
brom ne atom taken out of the aromatic ring attacks the
carbon in a of the carbonyl in order to give the
correspondi ng & bronoketone as a side reaction.

The Appel lant argued that this alleged risk of side
reaction did not actually exist given that al kyl arenes
and al koxyarenes were stronger brom ne acceptors than
al kyl -aryl ketone. This fact was well known on the basis
of the general know edge of the person skilled in the
art represented by docunent (5). Regardi ng docunent
(5), the Board notes that it relates in its Table 20-2
to the reactivity and orientation induced by
substituents in electrophilic aromatic substitution.
Thi s docunent teaches at a theoretical |evel that the
substituents -OH and -OR are strong activators to the
ortho and para direction and the substituents -C(=0-R
are strong deactivators to the neta direction. The
Board seeks in vain any information regarding the
conpounds carrying sinmultaneously an al koxy or al kyl
group and an acyl group. Furthernore, the Board notes
that the Appellant's contention is in contradiction
with the teaching of docunent (1) insofar as

acet ophenone is deened to be as efficient as phenol or
ani sol e as a brom ne acceptor (see page 6, lines 13 to
14). It is, therefore, the Board's conclusion that the
Appel lant failed to show that the clear risk of a side
reacti on woul d be di sregarded.

The Appel lant also argued that it was obvious to use a
Lewis acid in view of docunent (2), related to
dehal ogenati on of organic halides, for preventing any



4.12

4.13

0650. D

- 15 - T 0018/ 97

brom nation on the carbon in a of the carbonyl group
(see page 435, Table 2). However, the Board cannot
share the concl usion of the Appellant at |east in view
of the fact that none of the Lewi s acids nentioned in
the present clains are cited anong the conpounds for
conducti ng hydrogenol ysis of &-bronoketones according
to this docunent.

The Appellant al so argued that the use of Lew s acids,
in particular tin (Il1) chloride, for debrom nating aryl
brom des was wel | - known from docunent (2) (see
paragraph 4.4, in particular the second paragraph in
the |l eft-hand col um on page 443). It is true that tin
(I'l) chloride is cited as a dehal ogenati on agent (the
type of halide being unspecified). However, contrary to
the Appellant's contention, this cited paragraph does
not provide any information either regarding the
specific aryl bromdes at issue in the present case, or
the Lewis acids involved in the present Caim1, or the
specific halide i.e. a bromne atom In the Board's
judgnment, such a generalisation can all the | ess be
made, given that docunent (3), another textbook,

t eaches on page 510 that, although aryl halides can be
dehal ogenated by Friedel-Crafts catal ysts, this
reaction is seldomused for preparative purposes except
for deiodination and mgration of halogen is also
found, both intranolecular and internol ecular. This

| ast information mght, noreover, reinforce the fears
of the person skilled in the art of a side reaction in
debrom nating the starting product of Caim1l.

From t he above and as correctly recogni sed by the
Qpposition Division, it is seen that the trend of

t hought in docunent (1) teaches away fromthe sol ution
proposed in the clains at issue. The Appell ant
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subm tted no convincing argunent to rebut this opinion
a priori, neither as concerns the brom ne acceptors,
nor the now selected Lewi s aci ds.

4. 14 It is therefore the Board' s conclusion that the person
skilled in the art faced with the problemto provide a
further process for obtaining the desired products (see
poi nt 2 above) woul d not have been directed towards the
solution defined in daim1l in viewof the prior art
cited.

4.15 Thus, it follows fromthe above considerations, that
the subject-matter of present Claim1l involves an
i nventive step within the neanings of Articles 52(1)
and 56 EPC

Furthernore, for the sanme reasons, the Board al so
concl udes that the subject-matter of dependent Clains 2
to 7 involves an inventive step too.

Auxi |l i ary request

5. The Board is satisfied that the clains of the main
request neet the requirenments of the EPC. No need
arises to consider the auxiliary request.

6. Request for reinbursenent of the appeal fee

6.1 According to Rule 67 EPC the rei nbursenent of the
appeal fee shall be ordered where the Board of Appea
deens an appeal to be allowable and if such

rei mbursenent is equitable by reason of a substantia

procedural violation.

6.2 The Appel l ant argued, in particular, that the

0650. D Y A
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conbi nati on of documents (1) and (4) by the Opposition
Division to reject the opposition was a new |ine of
argunent ati on upon whi ch no opportunity to comment had
been given to the Appellant.

The Board observes, first, that the opposition was
based on the alleged | ack of inventive step of the
patent in suit and that the decision of the Opposition
Division rejects the opposition on the ground that the
said patent neets the requirenents of Article 52(1) and
56 EPC. Therefore, the decision was not based on a new
gr ound.

Secondly, docunent (4), nentioned in the Statenent of
Grounds of Opposition, was considered as cl osest prior
art in the patent in suit, and used as the prior art
docunent in relation to which Caim1 defined the

clai med invention. According to established case | aw
(see decision T 536/88 (QJ EPO 1992, 638) and ot her
cases referred to in the conpendium "Case Law of the
Boards of Appeal” (3rd edition 1998) at page 312), this
docunent forns part of the opposition proceedi nhgs even
if not cited by a party, still nore if this docunent
was cited as in the present case.

That the Opposition Division would start from docunent
(4) fromwhich the disputed patent started, could
reasonably be expected and does not anpbunt to a
substanti al procedural violation.

The rei nbursenent of the appeal fee is refused.

Article 113(1) EPC

The Board holds that the present decision to maintain
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the patent on the basis of a set of clains anended
during oral proceedings in the absence of the Appellant
does not conflict with the principles laid down in the
deci sion of the Enlarged Board of Appeal G 4/92 (QJ EPO
1994, 149), whereby a decision nay not be based on new
facts put forward for the first tinme during the ora
proceedi ngs. The subm ssion of restricted clains is
neither a fact nor can it be evidence within the

meani ngs of the above decision. The Appellant had
reasonably to expect that the Respondent would try to
overcone the objections based on the | ack of inventive
step in restricting the scope of the clains by

conbi ning the features of Clains 1 and 2 as granted
(see point 2.1 above). Consequently, the absence of the
Appel  ant at the oral proceedings did not prevent the
Board fromtaking a decision.

Or der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The matter is remtted to the first instance with the
order to maintain the patent on the basis of:

d ai ns: Clains 1 to 7 of main request as filed

at oral proceedings on 10 January 2001.
Descri ption: pages 4, 6, 7 and 8 as filed at oral

proceedi ngs on 10 January 2001.
pages 2, 3, 5 and 9 as granted.
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3. The request for the reinbursenment of the appeal fee is
r ef used.

The Regi strar: The Chai r man:

N. Maslin P. P. Bracke
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