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Summary of Facts and Subm ssi ons

2922.D

The appellant (= proprietor of the patent) | odged an
appeal agai nst the decision of the Opposition D vision
revoki ng European patent No. O 554 341 (Application
No. 91 919 432.4).

An opposition had been fil ed against the patent as a
whol e and based on Article 100(a) EPC since the subject
matter of the patent in suit allegedly | acked novelty
and inventive step, respectively.

The Opposition Division held that the grounds for
opposition nentioned in Article 100(a) EPC prejudiced
the mai ntenance of the patent in that the subject
matter of claiml as granted in accordance with the
mai n request or as anended in accordance with the
auxiliary requests did not involve an inventive step
when taking account of the foll ow ng docunents (using
the nunbering of the Opposition D vision):

Dl: FR-A-1 121 696

D2: JP-U 1-38 574 (and English translation thereof
(= docunent D2a) furnished by the opponent with
the notice of opposition), and

D3: WO A-87/04 806.

During the appeal proceedings, the Board referred to
the follow ng further docunent:

D4: FR-A-1 087 904
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whi ch had al ready been cited in the notice of
opposi tion.

In the conmuni cation pursuant to Article 11(2) of the
Rul es of Procedure of the Boards of Appeal annexed to
the sumons dated 12 August 1999, the Board poi nted out
that in its provisional view anmended clains 1, 4 and 5
submtted by the appellant with the statenent of
grounds of appeal offended against Article 123(2) EPC

Furthernore, the subject matter of claim1l seened to
differ fromthe closest prior art, i.e. docunent D2 in
conmbination with its English translation D2a, only by
si npl e workshop nodi fications which were e.g. known
from docunment D1 disclosing the possibility of using
bent eyelets and screws as a fastening neans for
connecting lenses to a wire frame. The Board therefore
consi dered the existence of an inventive step to be
questionable. Finally, the additional features of the
dependent clainms were not seen to provide any

suppl enentary support for patentability.

The respondent (= opponent) who had advanced counter-
argunents agai nst the appellant's grounds of appea
with its letter dated 4 July 1997, wi thdrew the
opposition by the letter of 15 July 1999.

In reaction to the Board' s communi cati on, the appell ant
filed an anended set of clains and infornmed the Board
of his intention to practically denponstrate the

di fferent anount of nechanical stresses present in |lens
nmounti ngs according to the patent in suit and the prior
art, respectively, at the schedul ed oral proceedings.
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Oral proceedi ngs took place on 17 Novenber 1999, at the
end of which the Board's decision was given.

The appel | ant requested that the decision under appea
be set aside, and that the patent be nmaintained in
amended formon the basis of the set of clains
submtted at the oral proceedings.

The wording of claiml1 on file at the tine of the
present decision reads as foll ows:

"1. Spectacles having two | enses (3, 15) each connected
to atenple (2, 14) by neans of a tenple nounting
menber, and a bridge (7, 22) interconnecting the

| enses, the tenples (2, 14), the tenple nounting
menbers (6, 16) and the bridge (7, 22) bei ng nmade of
wire material, characterized in

i) that the lenses (3, 15) are nade of a plastic
material in which | enses (3, 15) threaded bores (11)
are drilled directly between the front and back
t her eof

ii) that the tenple nounting nenbers (6, 16) are
made of single piece wire material curved or bent to
provi de eyelets (4) for supporting the heads of
respective screws (8), and are connected through bent
portions thereof and hinge joints to the tenples (2,
14),

iii) that the bridge (7, 22) is made of single
piece wire material curved or bent to provide eyelets
(5) for supporting the heads of respective screws (9),
and

iv) that the tenple nounting nenbers (3, 16) and
the bridge (7, 22) are connected to the lenses (3, 15)
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by nmeans of said respective screws (8, 9) received in
said eyelets (4, 5) of said tenple nounting nenbers and
said bridge, respectively, each of said respective
screws conprising a shaft of a yielding plastic
material adapted for formfit engagenent with a
respective threaded bore (11) and conprising said head,
whi ch screws (8, 9) are screwed into the threaded bores
(11) so as to hold the lenses (3, 15) and the tenple
nmounting nenbers (6, 16) firmy together, and the

| enses (3, 15) and the bridge (7, 22) firmy together."

Clains 2 to 7 are appended to claim 1.

The appel lant's argunent in support of his requests may
be sunmari sed as foll ows:

The state of the art acknow edged in the introductory
part of the patent specification is to a great extent
equi valent to that considered in the present appea
proceedi ngs. In particular, docunent D1 does not

di scl ose any rel evant additional subject matter, and
the prior art referred to in docunent D2 corresponds
nore or less to GB-A-760 625 cited in the patent in
suit.

The object specified in the contested patent originates
fromthe prior art as disclosed in docunent D3. A
reduced risk of breaking or splitting for the | enses
nmust be understood to nean the prevention of nechanica
stresses in the I enses. As can be seen fromthe state
of stresses of nmounted | enses, which has been nade
visible at the oral proceedings for different nounting
concepts with the aid of an optical standard instrunent
utilising polarised light, the |l ens nounting disclosed
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i n docunent D3 suffers from severe stress probl ens,
whereas the above object is clearly achieved by the
teaching of the patent in suit.

Havi ng regard to docunent D1, there are a nunber of

i nportant differences. In particular, the holes are not
threaded in D1, but the screws are fixed by nuts.
Therefore, the lens material nust be glass in the prior

art.

Furthernore, the frame disclosed in D1 consists of two
el ements, i.e. a presumably planar front elenent 1

ext endi ng between the tenples and a supporting wire

el ement 4 integrated with elenent 1 for increasing the
frame stiffness. It nust be underlined that plate
frames have stiffness properties entirely different
fromthose of thin wire frames and therefore woul d not
be taken into account by a skilled person concerned
with problens of the latter

Even if elenment 1 as shown in Figures 6 and 7 of D1
were considered to consist of wire as well, then this
el enent cannot be said to have eyelets. On the other
hand, the supporting elenent 4 having eyelets is not
connected to the tenples "through bent portions thereof
and hinge portions”, but only via front elenent 1.

The technol ogy of docunent D2 also relates to plate
frames havi ng punched-out or sol dered protrusions.

Al though it is assunmed in the inpugned decision that
the | enses of D2 consist of plastic material, the
appel lant is not convinced that this is the case since
the prior art technique of form ng the heads of the
fastening elenents is not suitable for plastic | enses

2922.D Y A
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due to the relatively high nelting point of nylon.
Docunent D2 nust be read in its entirety. It starts
fromthe "flexible rivet" solution having the advant age
of crack prevention due to the elasticity of the rivet
material, and the shortcom ngs of dirt accunul ati on due
to the rivet heads and abrasion of |ens coatings by
sai d heads due to the free notion of the rivets in
their holes. In order to overcone these drawbacks,
docunent D2 provides a rivet-like nylon pin in

conbi nation wth a threaded bore, the pin being forced
into the threaded bore in order to hold | enses and
frame firmy together wwth the aid of heads forned
after insertion of the pins.

As the appellant has established by tests and
denonstrated at the oral proceedings, a firm
integration is indeed achieved by the prior art, and
the deforned pins are difficult to unscrew. However,

al t hough there may be sone flexibility due to the nylon
material, the problemunderlying the patent in suit is
not solved since severe stresses are caused in the |lens
material by jammng the pin into the threaded bore, in
particular if the lens consists of conventional plastic
material (which is, however, not admtted to be

di scl osed in D2).

The reason for the generation of these stresses is
quite plausible: the elastic nylon pin having a greater
di aneter than the threaded bore is not perfectly cut by
the thread of the bore since the lens material is not
hard and sharp enough, but partly squeezed. Although it
Is true that the anbunt of cutting and squeezi ng
depends on various material paraneters |like the
respective Shore hardnesses, the respective elastic
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properties and the respective geonetric di nensions,
generation of a certain anobunt of stresses in the

| enses is inherent to the nethod of docunent D2.
According to the patent in suit, such stresses are
avoi ded by using perfect screws as has al so been
denonstrated at the oral proceedings.

Therefore, starting fromDl, a skilled person would
realise that the problemof stress prevention is not
solved in D2 and consequently woul d discard the
teaching of D2, in particular the use of threaded
bores. Since it is not foreseeable for a skilled person
that no such stresses are generated by the tightening
of screws, he would go in a different direction, e.g.
by reconsidering the use of rivets or nuts and bolts.

Reasons for the Deci sion

1

2922.D

Adm ssibility of Appea

The appeal neets the requirenments of Rule 65 EPC and is
t heref ore adm ssi bl e.

Wt hdrawal of the opposition

In accordance wth established case | aw of the boards
of appeal, w thdrawal of an opposition does not affect
appeal proceedings if the opponent is the respondent
(see the decisions referred to in "Case Law of the
Boards of Appeal of the European Patent O fice",

3rd edition 1998, European Patent O fice 1999,

Chapter VII, D 11.2). As a consequence of the
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wi t hdrawal , the respondent and forner opponent ceases
to be party to the appeal proceedings as far as the
substantive issues are concerned (see T 789/89, QJ EPO
1994, 482).

Articles 123 and 84 EPC

The Board considers the anended version of the clains
to conply with the requirenents of Article 123 EPC and
to be sufficiently clear.

Article 54 EPC

The Board al so holds the view that the clai ned subject
matter is novel with respect to the available prior art
as can be seen fromthe follow ng discussion of

i nventive step. In fact, novelty has not been contested
in the present proceedings.

Article 56 EPC

Cl osest prior art

In the Board' s opinion docunment D2 (in conbination wth
its English translation D2a) cones cl osest to the
subject matter of claim1. This docunent already
relates to the problemdefined in the patent in suit
(see colum 2, lines 5 to 11 of the contested patent
and page 5, |last paragraph to page 6, first paragraph
of docunent D2a) and provides at |east a partia
solution to said problemas will be pointed out bel ow.

Docunent D2 (see Figures 1 and 2 and associ ated text of
D2a) al ready di scl oses spectacles having two | enses 5
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(only one is shown in the Figures, however a
symmetrical configuration nust be considered inplicit
to a skilled person), each connected to a tenple 4 by
nmeans of a tenple nounting nenber, and a bridge

i nterconnecting the | enses, the tenple nounting nmenbers
and the bridge being fornmed by an interconnected netal
franme 1 as is the case in Figure 1 of the patent in
suit. It is admtted that in D2/ D2a neither the tenples
nor frane 1 are described to be made of wire material,
and that the tenples as shown in the Figures certainly
do not have a wire-like appearance. However, judging
fromthe Figures, frame 1 gives well the inpression of
a slender flexible rod which falls under the definition
of wre material. In the Board's view, apart fromthe
fact that Figures 3 and 4 of D2 appear to be schematic,
a skilled person, i.e. in the present case a spectacle
desi gner having the necessary extent of nechanical and
optical know edge, would not necessarily assune a
circular cross-section for wire material, nor would the
fastening of protrusions to a wire frane, e.g. by

sol dering, be excluded as the appellant believes.
Therefore, the Board considers the tenple nounting
menbers and the bridge of the prior art spectacles,

i.e. frame 1, to be also made of wire material. Such
material is in any case conventional in the technica
field concerned as can be seen fromall of the
remai ni ng docunents identified above.

The | enses of the known spectacles are al so provided
with threaded bores 6 drilled directly in the |enses
between the front and back thereof. Fromthis fact, it
must be concluded that the prior art |enses are nade of
a plastic material since the formation of threaded
bores would be rather difficult in optical glasses. The
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form ng of heads on the nylon pins in accordance with
the prior art does not seemto conflict with this

concl usion since careful |ocal application of heat to
the nylon pin should be conpatible with plastics |enses
as well. In any case, lenses of transparent plastic
material are well-known in the art (see e.g. docunent
D4) and woul d be a skilled person's first choice if

t hreaded bores were to be forned.

Furthernore, in accordance wth the above concl usi ons,
the known tenpl e nounting nenbers and the bridge, i.e.
frame 1, are also made of single piece wire nateri al
and are provided with eyelets 2, 3 for supporting the
heads 8 (see Figure 4) of respective engagenent nenbers
(nylon pins) 7, and frame 1 is connected through bent
portions thereof and hinge joints 13 to the tenples 4.

Finally, frame 1 is connected to the |lenses 5 by neans
of said respective engagenent nenbers 7 received in
said eyelets 2, 3, each of said respective engagenent
menbers 7 conprising a shaft of a yielding plastic
material (nylon) adapted for formfit engagenent with a
respective threaded bore 6 and conprising said head 8,
whi ch engagenent nenbers 7 are screwed (= inserted by
turning) into the threaded bores 6 so as to hold the

|l enses 5 and the frame 1 firmy together (see D2a,

page 5 to page 6, first paragraph).

In consequence, the subject matter of claiml differs
fromthe closest prior art essentially in that

(1) the tenples are nade of wire nmaterial whereas the
known tenples have a plate-like configuration;
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(ii) the eyelets are formed by curving or bending the
wire material of the frame whereas the known
eyel ets are protrusions of the frane, the way
they are formed wth, or connected to, the frane
bei ng not disclosed in D2; and

(iii) the lenses are connected to the franes by neans
of screws whereas the known "engagenent nenbers”
are plain thin nylon pins which are "screwed" by
force into the threaded bores and provided with a
head only after the screwin operation.

The techni cal probl em

The probl em solved by feature (i) nay be seen in an
al ternative construction which possibly lends itself to
sinmplified production.

Difference (ii) also seens to relate to an alternative
desi gn which nmay be correlated with a hi gher overal
elasticity of the |ens nounting.

As has been denonstrated by the appellant at the ora
proceedi ngs, renmaining feature (iii) gives rise to the
effect that stresses in the | enses caused by the fixing
el ements thensel ves are prevented or at |east reduced
wher eas such stresses plausibly exist in the case of
the known nylon pins janmmed into the threaded bores,
thereby being partially cut and partially squeezed.
Thus, al though the known specific fixing elenent, i.e.
the "screwed-in" nylon pin, already serves the purpose
of avoiding damage to the lenses due to its elastic
deformation in case of shock after insertion, it may
normal |y be expected to inherently produce a higher
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amount of stresses in the | enses when inserted than a
real screw. Therefore, the problemof reducing the risk
of breaking or splitting the | enses appears to be only
partially solved in the prior art, and the effect of
feature (iii) may be seen in further inproving the
result achieved by the teaching of docunent D2 in that
the initial stress state of the nounted | enses caused
by the fixing elenents is avoided, thereby contributing
to the above-nentioned risk reduction.

The partial problens derivable fromthe effects
associated with differences (i) to (iii) do not seemto
be interrelated, at |east insofar as features (i) on
one hand and features (ii) and (iii) on the other hand
are concer ned.

Since the provision of alternatives is trivial, and the
dr awbacks of the prior art, in particular the
phenonmenon of stress production, would have been
readily di scovered by a skilled person when

i nvestigating the prior art |ens nounting, the
formul ati on of the above problens cannot contribute to
the existence of an inventive step. This finding was
not contested by the appellant at the oral proceedings.

Assessnent of inventive step

Starting fromdocunent D2, a skilled person would
realise that the initial problens of dirt accunul ation
and abrasion nentioned in D2 have been solved by the
use of the specific prior art |ens nounting concept. A
skill ed person woul d however also realise that stresses
exist in the | enses nounted in accordance with the
teaching of D2, and that these stresses nust be due to



2922.D

- 13 - T 0003/ 97

el astic forces exerted by the nylon pin on the walls of
the threaded bore. This is all the nore so as stresses

in the |l enses can easily be nmade visible by neans of an
optical standard instrunent (see point X, supra).

Contrary to the appellant's opinion, the Board is
convinced that in such a situation, a normal skilled
person would not return to the rivet or nut and bolt
solutions in order to solve the stress problemat the
expense of revitalising the problens already overcone
in D2. A skilled person would rather try to further

i nprove the known nounting concept taking account of
the fact that risk of shock danage to the lenses is
al ready reduced by the elasticity of the prior art

nylon material .

Nor would a skilled person consider the threaded bore
to be the elenent primarily responsible for producing
the stresses observed. In accordance with its
nmechani cal know edge, the skilled person would

associ ate the stress problemw th forces caused by the
inperfect fit of the partially cut nylon pin in the
thread of the bore as has already been pointed out
above since a perfect screw does not cause substantive
| ateral forces to the threaded walls of the bore when
being screwed in, and the final stress state can be
easily controlled by regulating the tightening force of
the screw. The Board is convinced that this belongs to
the basic technical know edge of the skilled person as
defined in point 5.1.2, supra.

In addition, a skilled person nust be assuned to be
famliar wth the conventional technique of fixing
| enses to spectacle franmes by nuts and bolts (see e.qg.
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docunent D1, Figure 6 and associ ated text or docunent
D4, page 1, |eft-hand col um, second paragraph). Hence,
the skilled person woul d expect a screw connection to
be generally suitable for the nounting of |enses, such
screw connections consisting either of nuts and bolts
or - as an equivalent alternative - of screws and

t hr eaded bores.

The Board thus arrives at the conclusion that the
substitution of a real screw for the jamed-in nylon
pin of D2 would be an obvious renedy to the stress
probl em encountered in the prior art spectacles.

Mor eover, an additional incentive for proceeding in
this way may be seen in the fact that the difficulty
referred to by the appellant (see also colum 1,
lines 37 to 46 of the patent in suit) of locally
applying heat for formng the heads of the nylon pins
wi t hout damagi ng the |l ens surfaces would al so be

avoi ded.

Therefore, the inplenentation of feature (iii) cannot
be consi dered inventive.

Features (i) and (ii) relate to sinple independent

wor kshop nodi fications which as such in conbination
with their respective associated effects are well-known
in the prior art. This can be seen with respect to

- feature (i) fromdocunent D1, Figures 1 and 6
apparently showing wire tenples and page 1, left-
hand col um, second paragraph referring to wire
frames in general; docunent D3, page 2, first and
second paragraphs discl osing the advantage of
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wire material in general and wire tenples in
particular in the context of frame production;
and docunent D4, page 1, |eft-hand colum, second
paragraph also referring to wire franmes in
general ;

- feature (ii) fromdocunent D1, Figure 7 and
associ ated text describing the advantage of bent
eyel ets 6, for shock absorption; and docunent D4,
page 1, left-hand columm, second paragraph
mentioning the fact that | enses are fixed to wire
frames nost frequently by neans of "small ears”

t hrough which screws are passed.

The Board therefore holds the view that adopting such
alternative design neasures falls well within a skilled
person's conpetence. Even if feature (ii) were seen to
contribute to crack prevention in a general sense, its
separate effect has been described in docunent D1 so
that the collocation of this feature with neasure (iii)
woul d constitute an obvious further inprovenent.

Since, starting fromdocunent D2 and attenpting to
solve the partial problens remaining wiwth respect to
the closest prior art, none of the above independent
differences (i) to (iii) involves an inventive step,
claim1 cannot be considered allowable (Article 56
EPC) .

For these reasons it is decided that:

2922.D
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The appeal is dism ssed.

The Regi strar: The Chai r man:

P. Martorana E. Turrini

2922.D



