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Summary of Facts and Subm ssi ons

3040. D

Eur opean patent application No. 89 402 087.4 in the
name of TERUMO KABUSHI KI KAI SHA whi ch had been filed on
21 July 1989, claimng priority froma JP application
filed on 22 July 1988, resulted in the grant of

Eur opean patent No. 352 199 on 18 January 1995, on the
basis of the followwng Clains 1 to 7:

"1. A hydrophilic material, characterized in that a

bl ock copol ymer containing a material (X) having a
hydrophilic polynmer chain and a material (Y) having a
hydr ophobi ¢ pol yner chain, and/or these materials (X
and (Y) are coupled as graft chain to the surfaces of a

substrate (Z) of a polyner materi al

2. A hydrophilic porous nenbrane conposed of the
hydrophilic material according to claim1,
characterized in that said substrate (Z) is a porous
menbr ane substrate, and said bl ock copol ynmer and/or the
materials (X) and (Y) are coupled as graft chain to at

| east part of the surfaces of said porous nenbrane
substrate (Z) and inner pore surfaces of said porous

menbr ane substrate (2).

3. The hydrophilic porous nenbrane according to claim
2, characterized in that said substrate (Z2) is conposed
of a hydrophobic polyner material with a threshold
surface tension of 5 10* NNcm (50 dyn/cn) or bel ow and
a water absorption factor of 1.0% or below, and said
porous nenbrane has a bubble point of 1.96 10° to 1.96
10° Pa (0.2 to 20.0 kgf/cnf), a menbrane thickness of 20
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to 300 mm and a porosity of 20 to 80%

4. A hydrophilic porous nmenbrane according to claim 2
or 3, characterized in that said substrate (2) is
conposed of a hydrophobic polyner material mainly
conposed of pol ypropyl ene.

5. A material fitted to |iving bodies conposed of the
hydrophilic material according to claim1l.

6. A met hod of manufacturing a hydrophilic materi al
characterized by conprising a first step of subjecting
at | east part of the surfaces (la) of a substrate (2)
of a polynmer material to a plasma treatnent to thereby
produce a polyner radical on said surfaces, a second
step of causing graft polynerization with said polyner
radi cal as point of initiation of polynerization by
suppl ying a hydrophilic nononer (X) in gaseous phase to
the substrate (Z) and a third step of causing graft

pol yneri zati on subsequent to the second step with the
pol ymer radical present at the point of growmh of the
hydr ophi l'i ¢ mononer (X) and/or radical on the surfaces
of the substrate (Z) as point of initiation of

pol ynmeri zati on by suppl yi ng a hydrophobi ¢ nononer (Y)

i n gaseous phase to the substrate (2).

7. The met hod according to claim6, characterized in
that said second and third steps are perforned
repeatedly in the nentioned order after said third

step.”

Notice of Qpposition requesting revocation of the
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patent, extending to Clains 1 to 5, on the grounds of
Article 100(a) EPC was filed by AKZO NOBEL FASER AG on
17 Cctober 1995.

On 7 Cctober 1996 the Qpposition Division issued a
witten decision, conprising:

(1) a first page conprising EPO Form 2330 entitled
"Decision rejecting the opposition
(Article 102(2) EPC)",

(i) a second page conprising EPO Form 2339. 3
identified as an interlocutory decision within
the ternms of Article 106(3) EPC

(tit)a third page conprising EPO Form 2339. 4 headed
"page 2 of the interlocutory decision"

(1v) five pages of the "Grounds for the decision” on
EPO For m 2916,

(v) "Annex |" conprising a set of seven clains in
typed (not printed) formshow ng the filing date
of 17 Decenber 1993, the wording of which

confornms with that of the granted cl ains,

(vi) "Annex II" conprising a set of (anmended) seven
clains as filed by the Patentee on 22 May 1996
wth his subm ssion dated 21 May 1996, and

(vii)pages 1 to 8, as well as Figures 1 and 2 of the Bl
version of the opposed patent, the only

anmendnent therein being the deletion of |ines 55

3040.D Y A
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to 58 on page 8 (i.e. the beginning of the
claims-portion of the patent).

The clains of "Annex |II1" of that decision read as
follows (wWwth respect to the version of the clains as
granted, statements in bold have been added, statenents
i n [ square brackets] have been del eted):

"1. A hydrophilic material[, characterized in that]
whi ch conprises a bl ock copol ymer containing a materi al
(X) having a hydrophilic polynmer chain and a materi al
(Y) having a hydrophobi c pol ymer chain, said bl ock
copol yner being [and/or these materials (X) and (Y)
are] coupled as a graft chain to the surface[s] of a
substrate (Z) of a hydrophobic polynmer material.

2. A hydrophilic porous menbrane conposed of the
hydrophilic material of [according to] claiml, wherein
[ characterized in that] said substrate (Z) is a porous
menbr ane substrate[ ,] and wherein said bl ock copol yner
[ and/or the materials (X) and (Y) are] is coupled as a
graft chain to at |least part of the surfaces of said

[ porous membrane] substrate (Z) and i nner pore surfaces

of said [ porous membrane] substrate (2).

3. The [ hydrophilic porous membrane according to]
menbrane of claim2, wherein [characterized in that]

t he hydrophobic material of said substrate (2) [1s
composed of a hydrophobic polymer material with] has a
threshol d surface tension of 5.10* NNcm (50 dyn/cm or
bel ow or [and] a water absorption factor of 1.0% or

bel ow, [and] said [ porous] nenbrane ha[s]ving a bubble
point of 1.96.10" to 1.96.10° Pa (0.2 to 20.0 kgf/cnf), a

3040.D Y A
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[ membrane] thickness of 20 to 300 mm and a porosity of
20 to 80%

4. The [ A hydrophilic porous] nenbrane [according to]
of claim2 or claim3, wherein [characterized in that
said] the hydrophobic material of substrate (Z2) is

[ composed of a hydrophobic polymer material] mainly

conposed of pol ypropyl ene.

5. A material fitted to living bodies, which is
conposed of the hydrophilic material of [according to]
claim1.

6. A nmet hod of manufacturing a hydrophilic materi al
whi ch conpri ses [characterized by comprising] a first
step of subjecting at |east part of the surface[s] (1la)
of a substrate (Z) of a polynmer material to a plasna
treatnent to thereby produce a polyner radical on said
surfaces, a second step of causing graft
polyneris[z]ation with said polynmer radical as point of
initiation of polyneris[z]ation by supplying a

hydr ophi i ¢ nononer (X) in gaseous phase to the
substrate (Z) and a third step of causing graft

pol yneri s[ z] ati on subsequent to the second step with
the polyner radical present at the point of growth of

t he hydrophilic nononer (X) and/or radical on the
surfaces of [the] substrate (Z) as point of initiation
of polyneris[z]ation by supplying a hydrophobi c nononer

(Y) in gaseous phase to the substrate (2).
7. The nmethod of [according to] claim6, wherein

[ characterized in that] said second and third steps are

performed repeatedly in the nmentioned order after said

3040.D Y A
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third step.”

The foll ow ng statenents appear in that deci sion:

In point 5 of Section |I. "Facts and Subm ssions":

“In the letter of 21/05/96 the proprietor submtted a
new set of clainms 1 to 7, the text of which is appended
to this decision (Annex I1), and requested that the

pat ent be maintained on the basis of the anended

claims 1 to 7 since the subject-matter of the contested

pat ent was novel and inventive."

In point 2 of Section Il. "Reasons for the Decision"

"The claimversion on file (Clains 1 to 7; 21/05/96)
conplies with Article 123(2) and (3) EPC ..."
In point 6 of Section Il. "Reasons for the Decision”

"The Opposition Division is therefore of the opinion
that, taking into consideration the anendnent nmade, the
patent and the invention to which it relates neet the

requi renents of the EPC "

On 10 Decenber 1996 the Opponent (Appellant) | odged an
appeal against the decision of the Opposition D vision
and sinul taneously paid the appeal fee. On 1 February
1997 he submtted the Statenent of G ounds of Appeal.
Wth a letter dated 15 July 1997 he suppl enented his

subm ssi ons.

The argunents of the Appellant may be summari zed as

foll ows:

3040. D
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Al t hough, pursuant to page 1 the decision under appeal
was identified as one rejecting the opposition under
Article 102(2) EPC, it was actually an interlocutory
deci sion for maintenance of the patent in anended form
according to Article 102(3) EPC and was based on the
clainms as filed with the Patentee's letter dated 21 My
1995. The description, however, had not been adapted to
these clains. Prior to that decision the Opposition
Division did neither issue a request for adaptation of
t he description to the anended clains according to

Rul e 58(2) EPC nor invite the parties to comment,
according to Rule 58(4) EPC, on the proposed version of
t he anmended patent.

Thus, the Opponent/ Appel | ant had not been given an
opportunity to coment on the formin which the
Qpposition Division intended to maintain the patent,
whi ch ambunted to a substantial procedural violation
which justified the rei nbursenent of the appeal fee.

The Patentee' s/ Respondent's argunent that there was no
need for an adaptation of the description was contrary
to the facts, since by defining that, according to

claim1, the substrate (Z) was "of a hydrophobic

material"” the patent was restricted to one of the
originally disclosed alternatives, a fact that was not
reflected in the statenments on page 3, lines 7 to 19 of

the granted version of the patent description.

In the Appellant's opinion, he was entitled to the
appeal because the instant decision would |l ead to | egal
i nsecurity, not only because the wong use of the

3040.D Y A
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designation "rejection of the opposition" could |ead
third parties to the conclusion that the patent was
mai nt ai ned unanended, but al so because Article 69 EPC
for the proper interpretation of the scope of
protection conferred, relied upon the description,
which, in the present case, was however not in
agreenent with the clains as required by Article 84
EPC. That an Opponent was adversely affected by an
insufficient adaptation of the description, because
this was harnful to his comercial interests, was
recogni zed in decisions T 273/90, dated 10 June 1991,
and T 996/92, dated 23 March 1993, both not published
in the Q3 EPO

Since the Appellant was inforned only by the decision
under appeal of the formin which the Opposition
Division intended to naintain the patent, the first
opportunity he had to advance his respective objections
was by appeal ing that decision. The Respondent's
reproach that he, the Appellant, should have raised his
obj ections before the first instance was unfounded,

since he was not given an opportunity to do so.

VIIl. The argunents of the Respondent (Proprietor of the

patent) may be summarized as foll ows:

According to Rule 58(2) EPC there was no absol ute
obligation on the Opposition Division for requiring the
Patentee, in a comuni cation pursuant to Article 101
EPC, to file an anended description, because that Rule
provi des for such action only "where appropriate" and

to the extent it is "necessary".

3040.D Y A
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In the present case, however, it was neither
appropriate nor necessary to adapt the description to

t he amended clains, since it was clear fromthe granted
version of the patent in suit, page 3, lines 54 to 55
and page 4, lines 1 to 2, that the substrate of the
claimed hydrophilic material was nmade of a hydrophobic
mat eri al .

As to Rule 58(4) EPC, the Respondent argued that "this
communi cation is useful only if the Opposition D vision
consi ders that the conpl ete docunent expressly approved
by the patent proprietor, on which the opponent has
been able to comment, still requires anendnents”
(counterstatenment of appeal, page 2, fourth paragraph).
In the present case, there was thus no need for a
communi cati on under Rule 58(4) EPC, since the Appell ant
in the four and a half nonths between the reply of the
Proprietor (21 May 1996) and the decision under appeal
(7 October 1996) "chose [by his letter of 27 June 1996]
not to comment on the letter of the Proprietor, hence

not to conment on the text submtted by him"

Furthernore, according to the Respondent, the patent in
suit in the formas anended net the requirenents of
Article 84 EPC, since the word "hydrophobic" in the

cl ai e nmust have the sane neaning as the identical word
in the description. No problemof interpretation under
Article 69(1) EPC could therefore arise, which
interpretation, as pointed out in T 442/91 (of 23 June
1994, not published in the QJ EPO, was noreover not

wi thin the conpetence of the EPQO

A legal insecurity could also not arise fromthe

3040.D Y A
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i nadvertent use, as first page of the decision under
appeal, of EPO Form 2330 (destined for a rejection of
t he opposition according to Article 102(2) EPC),
because it was clear fromthe remai nder of the
docunents sent by the EPO on 7 October 1996 that the
patent in suit was to be maintained in anended form

The Respondent furthernore stated that the Appellant,
in his letter of 27 June 1996, should have inforned the
Qpposition Division of his objection rather than filing
an unjustified appeal.

In a communi cati on of 23 Decenber 1997 the Board i. a.
made the followi ng prelimnary conments:

"1l. Despite the wong EPO formused as first page
there can be no doubt, in view of the other parts of
the decision, that the decision under appeal is an

i nterlocutory decision concerning the Qpposition
Division's intention to maintain the opposed patent in
amended form i.e conprising the description and

drawi ngs as granted and the clains as filed with
Patentee's letter dated 21 May 1996."

"4. It appears that, in contravention of Art. 84 EPC,
the anended clains are not clearly supported by the
description. Wiile there are sone statenents in the
description of the patent in suit according to which
the substrate (Z) consists of a hydrophobic pol yner
(see particularly page 4, last two |lines and page 6,
lines 2 to 6), there are other statenents which | eave
it open whether the polynmer of the substrate (2) is

hydrophi lic or hydrophobic. The latter conclusion is

3040.D Y
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i.a. based on the fact that, when referring to the

mat eri al of the substrate (Z) on page 3, lines 11 to 19
and on page 5, lines 8 to 16, the hydrophobi c character
of the substrate is only defined in connection with the
preferred enbodi nents covered by granted Clains 3 and 4
(see also the word "suitably" on page 3, lines 14 and
18). Moreover the sentence on page 4, lines 54 to 56:
"Further, by the term "hydrophilic porous nmenbrane"
according to the invention is nmeant a nmenbrane havi ng
surfaces which are nore hydrophilic, ... than the

pol ymer substrate (2)" inplies that the substrate (2),
before grafting, may be hydrophilic in character.

That the possibility of the substrate (Z) being
hydrophilic was within the scope of the granted patent
(and thus within the scope of the (unanended) granted
description) was admtted in the Patentee's subm ssion
dated 21 May 1996: on page 1 in the paragraph "2. New
set of clains" he stated: "* claim1l has been |imted
to one of its alternatives ... to recite that (i)

and (ii) substrate (Z) is made of a hydrophobic pol yner

material"."

"5. The Appellant was thus in a twofold fashion
entitled to appeal against the Qpposition Division's
decision. First, the Opposition Division by not

communi cating to himthe version in which it intended
to maintain the patent in suit violated his right under
Art. 113 (1) EPC and, secondly, the non-conpliance of
this version wwth the requirenents of Art. 84 EPC
adversely affected his conmercial interests (T 273/90,
T 996/92)."

3040.D Y
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"6. It therefore appears that the decision under
appeal nust be set aside, that the description nust be
adapted to the anended clains and that rei nbursenent of
the appeal fee is to be ordered.”

X. In response to this conmmunication of the Board the
Respondent, with his letter dated 28 April 1998,
subm tted anmended pages 3 to 6 of the description.

Nevert hel ess, he protested against the Board' s opinion
according to which Article 84 EPC obliged himto adapt
the description to the anmended clainms; in his view,
interpretation of the clainms was governed by Article 69
EPC and was within the conpetence of National Courts

only.

Xl . In reaction to the Respondent's afore-nentioned
subm ssion the Appellant asked for further anmendnent of
t he description, because, in his view, sone passages it
contained were still inconsistent with, respectively,
Caim1l and 2.

Xl In a further communication of 16 June 1998 the Board
acceded to the objections of the Appellant, referred to
in the precedi ng paragraph, and conmented on the
observations nade by the Respondent in his subm ssion
of 28 April 1998 as foll ows:

"1l. The Board concurs wth the opinion set out in the
Appel l ant's subm ssion of 11 May 1998 and herewi th
requests the Respondent to further anend the
description of the patent. Accordingly, the statenents

on page 3, lines 9 and 12 "and/or these materials (X)

3040.D Y A
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and (Y) are" should respectively be replaced by "is"
and the sentence on page 5, lines 5 to 7 "Further,
surfaces."” shoul d be del et ed.

2. Article 102(3) EPC states that the patent as
amended in opposition proceedi ngs nust "neet the

requi rements of this Convention". Therefore the patent
as anended nust also neet Article 84 EPC, which
requires that the clains be "supported by the
description". O course, "supported by the description”
nmeans that the description as a whole shall support the
clainms, and this requirenment of Article 84 EPC cannot,
t herefore, be deened to be net, when the description
conprises conflicting statenents or statenents of
obscure scope.

3. The present case is thus one of Article 84 EPC and
not one of Article 69 EPC. Quite contrastingly, it is
about avoi ding possible |ater problens under Article 69
EPC. The decisions of the Boards of Appeal cited in the
Respondent's letter of 28 April 1998, page 3, 2nd and
3rd paragraph fromthe bottom do therefore not apply.
No "violation of the Respondent's rights" did therefore

occur.

4. While there are admttedly several statenents in
the specification of the patent which confirmthat the
pol ymer substrate (Z) is a hydrophobic pol yner
material, there were quite a few which all owed sone
specul ati on about the respective character of this
material (cf. the Board' s communi cation of 23 Decenber
1997, point 4). These statenents have now been anended

and, in this respect, Article 84 EPC is satisfied.

3040.D Y A
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There remai ns, however, the problemof the term "and/or
these materials (X) and (Y)" which term has been
deleted fromCains 1 and 2 as granted, but - in
contravention of Article 84 EPC - is still in the

description (cf. point 1 supra).”

XIll. Wth his letter dated 17 July 1998 the Respondent filed
further anended pages 3, 4 and 5 of the description
whi ch t ook account of the observations nade in the
Appel l ant's subm ssion of 11 May 1998 and confirned in
the Board' s comuni cation of 16 June 1998.

XIV. Until the date of the present decision, i.e. wthin a
period of nore than three nonths after the | atest
subm ssion of the Respondent was communicated to him
with EPO Form 3345 dated 24 July 1998, the Appell ant
has not reacted thereto.

XV. In the Statenent of G ounds of Appeal the Appellant
request ed
(i) setting aside of the decision under appeal and

(i-1)remttal to the first instance with the order to
adapt the description to the clains as filed

with Patentee's subm ssion dated 21 May 1996, or

(i-2)revocation of the patent to the extent of Clains 1
to 5,

(1) oral proceedings (as an auxiliary neasure), and

(tii)reinmbursenment of the appeal fee.

3040.D Y A
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After the adaptation of the description in the appeal
proceedi ngs the above requests (i) and (ii) are w thout
object, and only request (iii) remains valid.

The Respondent originally requested that the appeal be
di sm ssed and the deci sion under appeal be confirned.
Wth letter of 28 April 1998 he w thdrew his previous
requests for oral proceedings.

By submtting an anended description the Respondent
obvi ously has changed his requests to one for
mai nt enance of the patent in suit in the follow ng

ver si on:

C ai ns: 1to 7, filed with letter dated 21 My
1996,

Description: pages 2, 7 and 8 as granted, pages 3 to 5
as filed with letter dated 17 July 1998,
page 6 as filed with letter dated 28 Apri

1998,

Fi gures: 1 and 2 as granted.

Reasons for the Decision

1. Admissibility

The Appellant was entitled to appeal pursuant to
Article 107 EPC, because, as set out bel ow, he was

3040.D Y A
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adversely affected by the inpugned decision in a

twof ol d way:

Firstly, he was not given an opportunity to conment on
the formof the anended patent as required by

Rul e 58(4) EPC (cf. point 4 below) and, secondly, by
deciding on the allowability of the patent in a form
contravening Article 84 EPC, his interests had been

j eopardi zed (cf. T 273/90, Reasons point 1; T 996/92,
Reasons point 1; T 113/92 of 17 Decenber 1991, Reasons
point 2; all these decisions not published in the AJ
EPO) .

Since the further formal requirenents are also net, the
appeal is adm ssible.
Article 113(1) EPC

A decision is possible

(1) wi t hout hol di ng oral proceedi ngs because the
Respondent has dropped his respective request
and the Appellant's request was an auxiliary
one, operative only in the event that his
substantial request for adaptation of the
description to the anended cl ai ns woul d be

unsuccessful, this not being the case;

(i) because the Appellant had sufficient opportunity
(nore than three nonths) to comment on the
further anended pages of the description
(meeting the Appellant's previous objections:
cf. Sections XI to XIV supra) submitted with the
Respondent's letter of 17 July 1998 and

3040.D Y A
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communi cated to the Appellant by the Board's
registry on 24 July 1998 (cf. T 263/93 of
12 January 1994, not published in the QJ EPO).

Category of the decision under appeal

Wiile there is admttedly an inconsistency between the
first page of the decision under appeal, identifying a
decision rejecting the opposition under Article 102(2)
EPC (EPO Form 2330) and the second and third pages,
identifying an interlocutory decision under

Article 102(3) EPC (EPO Fornms 2339.3 and 4) (cf.
Section Ill, items (i) to (iii) supra), there can be no
doubt fromthe whole content of the "Facts and

Subm ssions"” and the "Reasons for the Decision" that

t he deci sion was neant to be one according to

Article 102(3) EPC, nanely deciding that, taking into
consi deration the anendnents made by the Proprietor of
the patent during the opposition proceedings, the
patent and the invention to which it relates net the
requi renents of the EPC (cf. Section V supra).

Rule 58 EPC

According to paragraph (4) of this Rule, the Qpposition
Di vi sion, before deciding on the nai ntenance of the
patent in anmended form shall informthe parties that
it intends to do so and shall invite themto state
their observations within a period of two nonths if

t hey di sapprove of the text in which it is intended to

mai ntai n the patent.

Paragraph (5) of this Rule stipulates that if

3040.D Y A
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di sapproval of the text communi cated is expressed,
exam nation of the opposition may be continued. That
is, if necessary, the witten proceedings set out in
paragraph (2) of this Rule - according to which the
Proprietor shall be invited to file, where necessary,
t he description, clains and drawi ng in anmended form -
are to be resuned in such a case.

In the present case during the first instance
opposition proceedings the Patentee, with his letter
dated 21 May 1996, filed an anended set of clains and
requested that the patent be maintained on their basis
(cf. page 7, point 7 of the Patentee's "Reply Brief"
attached to his aforementioned letter). In reaction
thereto, the Opponent in his letter dated 27 June 1996
expl ained, that he did not intend to comment on the

Pat entee's af ore-nenti oned subm ssion ("Der

Ei nsprechende teilt mt, dal er nicht beabsichtigt, zum
Schrei ben des Patentinhabers vom 21. 05.1996 Stellung zu
nehmen") .

This renunciation to conment on the contents of the
Patentee's letter of 21 May 1996 is clearly only
directed to this step in the opposition proceedi ngs,
i.e. to the Qpponent's request to naintain the patent
on the basis of the anended clains, which request is
silent on the fate of the description, and cannot
consequent|ly be construed as a waiver of the Qpponent's
vested rights under Rule 58(4) EPC

The Respondent's argunent (cf. point VIII supra, third
par agraph) that the Proprietor had forfeited his right

to file observations by deliberately not conmenting "on

3040. D
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the text submtted by him' (cf. Respondent's subm ssion
of 22 May 1997, page 2, sixth paragraph) is beside the
poi nt, because no "text", i.e. no conplete set of
docunents (clainms, description, draw ngs) had been

subm tted.

Not wi t hst andi ng, on 7 October 1996 the Opposition
Division issued a decision (the appeal ed decision) to
mai ntain the patent in amended form i.e. with Cains 1
to 7 received on 22 May 1996 and pages 1 to 8 of the
description as granted as well as two sheets of

drawi ngs as granted. \Wether the Opposition D vision
acted in this manner because they considered that no
adaptation of the description was necessary or for sone
ot her reason is of no consequence for the factual

si tuati on.

Fromthe history of the file it is thus evident that
the Opposition Division failed to respect the

requi renent of Rule 58(4) EPC, in that it did not
informthe parties, the Qoponent inclusive, of its
intention to maintain the patent with the anended
clai s and an unanended description. Thereby, the
Qpposition Division contravened the requirenent of
Article 113(1) EPC, that the decisions of the EPO nay
only be based on grounds on which the parties concerned

have had an opportunity to present their coments.

This anmounts to a substantial procedural violation
justifying the rei nbursenent of the appeal fee (Rule 67
EPC) .

The obligation that an opponent is to be given
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sufficient opportunity to comrent on the proposed new
text was stressed in G 1/88, point 6 of the Reasons (QJ
EPO 1989, 189) and is al so enphasi zed in the Cuidelines
for Exam nation, Chapter VI, Section 7.2.1, first

par agraph and Section 7.2.2, second paragraph.

Article 102(3) EPC, Article 84 EPC

Article 102(3) EPC stipulates that a patent can only be
mai ntai ned in amended formif it neets "the

requi rements of this Convention"”. This was al so
stressed in the Enlarged Board' s decision G 9/91 (QJ
EPO 1993, 408, Reasons: point 19). It is thus clear
that the anended patent has to conply with Article 84
EPC.

This Article, however, i.a. requires that the clains
shal | be supported by the description, inplying that
these two parts of the patent are to be consistent.

This requirenment was not fulfilled by the docunents of
t he patent on which the decision under appeal was
based, because the description contained statenents
which conflicted with or obscured the neani ng of the
subject-matter of the clains (cf. the respective
points 4 of the Board's comrunications of 23 Decenber
1997 and 16 June 1998, both quoted in, respectively,

Sections I X and XlI| supra).

The Respondent's argunent that after the issuance of
t he i mpugned deci si on the patent was beyond the
conpet ence of the EPO (cf. Section X supra), is not

accept abl e, because an adm ssi bl e appeal was filed
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agai nst that decision; according to Article 106(1) EPC
appeal s have suspensive effect. Hence, the existing

i nconsi stency between the clains and the description
was not a matter of interpretation to be carried out by
t he National Courts applying the principles enshrined
in Article 69 EPC, but was a matter to be settl ed under
the aegis of Article 102(3) EPC

| nsofar, the Respondent's reference to T 442/91 (cf.
supra, Reasons point 3) is without relevance to the

i ssues under consideration, because the provisions of
Article 69 EPC need not be invoked here.

However, since the anended pages of the description
subm tted by the Respondent during the appeal
proceedi ngs no nore suffer fromthe deficiencies
objected to by the Appellant, the reasons causing the

present appeal do no | onger exist.
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Or der

For these reasons it is decided that:

1. The appeal ed decision is set aside.

2. The case is remtted to the first instance with the

order to grant a patent in the follow ng version:

Cl ai ns: 1to 7, filed before the first instance
with letter dated 21 May 1996,

Description: pages 2, 7 and 8 as granted, pages 3 to 5
as filed with letter dated 17 July 1998,
page 6 as filed with letter dated
28 April 1998,

Fi gur es: 1 and 2 as granted.

3. The rei nbursenent of the appeal fee is ordered.

The Regi strar: The Chai rman:

E. Grgmaier C CGérardin
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