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Summary of Facts and Subm ssi ons

2321.D

Eur opean patent No. 0 328 849 was granted on the basis
of 13 clains in respect to European patent application
No. 88 810 875.0. Caim1l reads as foll ows:

"Use of a racem c m xture of al pha-D- gl ucopyranosyl -1,
6- manni tol and al pha- D- gl ucopyranosyl -1, 6-sorbitol in
a sugarl ess | ow noi sture absorbi ng chew ng gum
conposition in an anount of from 10 to 70% by wei ght,
with respect to the weight of the chew ng gum
conposition, to texturise and nmaintain said conposition
in a substantially anhydrous formand to provide an

i nproved structural gum surface for a confectionery
coating, the conposition further conprising a high
intensity sweetener and from 10 to 75% by wei ght of the
conposition of a gum base.

Clainms 2 to 7 are dependent clains directed to
el aborations of the use according to claiml.

| ndependent claim8 is worded as foll ows:

"Use of a racem c m xture of al pha-D- gl ucopyranosyl -1,
6- manni t ol and al pha-D- gl ucopyranosyl -1, 6-sorbitol in
a confectionary coated sugarl ess | ow noi sture absorbi ng
chewi ng gum conposition in an anmount of from 10 to 70%
by weight, with respect to the weight of the chew ng
gum conposition, to texturise and maintain said
conposition in a substantially anhydrous formand to
provi de an inproved structural gum surface for a
confectionery coating, the conposition further
conprising a hard shell confectionary coating."
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Clainms 9 to 13 are dependent clains directed to
el aborations of the use according to claim8.

The di saccharide al cohol used in the above-nentioned
clainms and designated in the patent in suit either in
terms of chem cal nonenclature "racem c m xture of

al pha- D- gl ucopyranosyl -1, 6-mannitol and al pha-D

gl ucopyranosyl -1, 6-sorbitol", or by its generic nane
"lsomalt", or by its tradenane "Palatinit® (see
especially page 5, lines 12 to 31), is hereinafter
referred to as PalatinitR

Qppositions to the grant of the patent were filed by
appel l ant 01 and appellant 02 on the grounds of |ack of
novelty (Articles 100(a); 52(1); 54 EPC), |ack of

i nventive step (Articles 100(a); 52(1); 56 EPC) and

i nsufficiency of disclosure (Articles 100(b); 83 EPC).

The oppositions were supported, inter alia, by the

foll ow ng docunents:

(2) H Bollinger, Palatinit®(lsomalt) - ein
kal ori enreduzi erter Zuckeraustauschstoff -
t echnol ogi sche und physi ol ogi sche Ei genschaften,
Teil 1; Gordian, My 1987, pages 92-95

(3) H Bollinger, PalatinitR(Ilsomalt) - ein
kal ori enreduzi erter Zuckeraustauschstoff -
t echnol ogi sche und physi ol ogi sche Ei genschaften
und seine Verarbeitung in SiRwaren, Teil 2;
Gordi an, June 1987, pages 111-114

(7) Extracts (32 selected technical sheets) fromthe
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"Pal atinitR- Infopac", published by Siddeutsche
Zucker AG

| V. In a decision notified on 17 Cctober 1996 the
opposition division rejected the oppositions. The
substance of its reasoning was as foll ows:

As to the ground for opposition under Article 100(b)
EPC, the alleged insufficiency of disclosure was, in

t he absence of any experinental evidence, only
insufficiently supported by the statenment in the

par agraph bridgi ng pages 7 and 8 of the McG ew

decl aration, filed by appellant 02 on 23 August 1996,
because this statenent nerely represented the author's
personal view on this issue.

The cl ainmed use of PalatinitRfor the specific purpose
of providing an inproved structural gumsurface for a
confectionery coating of the particular chew ng gum
conposition specified in claiml was not directly and
unanbi guously derivable fromany docunent cited in the
opposition proceedi ngs. The novelty of the clained
subject-matter in the patent in suit had accordingly to
be acknow edged.

Concerning inventive step, the article by Hartnut
Bol I i nger, published in two parts in docunents (2) and
(3), was considered to be the closest state of the art.
Docunent (3) disclosed in paragraph 1.5 the use of

Pal atinit® for the purpose of inproving the structure of
a sugarl ess, | ow noisture absorbing chew ng gum

conposi tion and noreover recomended in paragraph 1.2
that the surface of fillings (inserts) for chew ng gum

2321.D Y A
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dragées be preferably sprinkled with Palatinit®? powder
before being coated with a confectionery coating to

bi nd the noi stness and form an uninterrupted coveri ng.
On the basis of this disclosure in (3), the skilled
person could not reasonably and necessarily concl ude
that the use of PalatinitRin large quantities in the
body of the gum conposition would simlarly result in a
gum surface which contained | arge quantities of
Pal ati nit® and whi ch, accordingly, exhibited the sanme or
at least simlar properties as described for the gum
surface in paragraph 1.2 of docunent (3). Hence, the
known use of Palatinit®R powder for sprinkling the
surface of gumfillings for dragées disclosed in (3)
coul d not reasonably be said to suggest to a person
skilled in the art to advantageously solve the probl em
of providing an inproved structural gumsurface for a
confectionery coating by sinply incorporating PalatinitR
in large quantities in the chewi ng gum conposition per

Se.

Docunent (7), the so-called "PalatinitRInfopac", could
not be taken into consideration since no convincing

evi dence was provided that it was nade available to the
public before the priority date of the patent in suit.

Bot h appel | ant (opponent) 01 and appel | ant (opponent)
02 filed notice of appeal and requested the arrangenent
of oral proceedings.

In a fax received on 2 August 1999 in advance of the
oral proceedi ngs scheduled for 1 Septenber 1999,
appel l ant 01 infornmed the board that it would not be
represented at the oral proceedings.
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At the beginning of the oral proceedings, appellant 02
wWthdrew its earlier requests that Ms Dubitzky be
heard as a witness for the appellant's assertion that
docunent (7) was made avail able to the public prior to
the priority date of the patent in suit, and that (7)
be admtted into the proceedings as state of the art.

Upon inquiry of the chairman appellant 02 confirned
that it did not wsh to maintain insufficiency of
di scl osure as a ground for opposition.

The argunents presented by the appellants can be
sunmmari sed as foll ows:

In the context of the production and the physico-

chem cal properties of PalatinitR docunment (3)
contained in the first colum on page 111 an explicit
reference to docunent (2). In accordance with the
"CQuidelines for exam nation in the EPO', Chapter 1V,
7.1, the conbi ned teaching of docunents (2) and (3) was
therefore to be regarded as a single reference for the
assessnent of novelty.

The opposition division determned in the inpugned
decision that all the features of claim1l, wth the
possi bl e exception of the intended use of PalatinitR for
t he purpose of inproving the structural gum surface for
a confectionary coating, were disclosed in citation

(3). However, contrary to what was stated at page 9,
penul ti mat e paragraph, extending onto page 10 of the

I mpugned decision, it was quite clear fromthe
specification of the patent in suit that the "inproved
structural gumsurface for a confectionary coating”
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ascribed to the chewi ng gum conposition in claim1l was
not sone inexplicably inproved surface structure, but
descri bed nothing nore than a firmer surface of the
conposition. In any case, it was admtted by the

opposi tion division and by the respondent itself that

t he non- hygroscopic nature of PalatinitR was well known
at the priority date of the patent in suit and that it
provided firmess to gum pell ets because of its non-
hygr oscopi ¢ nature.

The distinction nmade by the opposition division between
a chewi ng gum conposition which was firm enough to be
coated and one having an inproved structural gum
surface for a confectionary coating was neither
understood nor raised in the patent in suit. The patent
specification and the respondent in it's subm ssions
made it quite clear that what was really rel evant was
the textural firmess of the gum provi ded by the non-
nmoi sture pick-up resulting fromthe use of PalatinitR

As had al ready been stated in paragraph 1.2 of citation
(3), coating the gumfillings with Palatinit® "binds the
noi sture and forns a closed surface". Gven that the
virtual elimnation of noisture was an inherent and

wel | -known quality of PalatinitR when used in
confectionery products, it was evident that there was
no di fference whether the Palatinit® was included within
the gum product or sinply coated on the surface,

because the use of Palatinit®in large quantities in the
gum pel l et per se neant that the surface contained

| arge quantities of PalatinitR The result fromthe use
of Palatinit®Rwas in both cases the sane, nanely no

sti cki ness.
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In the appellants' subm ssions all clainms of the patent
in suit |lacked novelty and, independently of the |ack
of novelty, were obvious in the |light of docunent (3).

The respondent essentially argued that the subject-
matter of claiml1l as granted was novel over the cited
state of the art, since at |east the use of PalatinitR
for inproving the structural gum surface was not

di sclosed in the closest prior art according to (3).
The specific purpose of using PalatinitR stated in
claim1, nanely "to provide an inproved structural gum
surface for a confectionary coating", was self-

expl anatory and neant that the use of PalatinitR had the
effect of inproving the structure of the gum surface. A
clear distinction had to be nmade between the use of
Palatinit® for this new purpose and its use for the

pur pose of texturising the gum conposition described in
claim1. The latter related to the "firner, but
acceptably chewabl e texture” of the gum product to
enhance processing and packaging, as referred to in the
pat ent specification on page 3, lines 52 to 54, and
page 5, lines 32 to 39.

Al t hough it was not perm ssible to conbine citations
(2) and (3) for the assessnment of novelty, the clained
use of PalatinitRin the patent in suit would not be
antici pated, even if the teachings of (2) and (3) were
conbi ned.

The cl osest state of the art was the reference in
paragraph 1.5 of (3) to a chewi ng gum conposition
containing Palatinit® as the bul ki ng agent/sweet ener.
VWhile it was possibly derivable fromthe cited
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reference that the use of Palatinit® had the effect of
i nproving the structure of a sugarless, |ow noisture-
absor bi ng chewi ng gum conposition, nothing was said
about the structure and properties of the gum surface
itself as a result of using Palatinit® The distinction
made by the opposition division between a chewi ng gum
conposi tion which was firm enough to be coated and one
havi ng an inproved structural gum surface for a
confectionery coating was correct, because firmess of
the gumitself did not necessarily facilitate easy
coating of the gum surface.

As coul d be derived from paragraph 1.2 of docunent (3),
the real problemto be solved by the invention was to
be seen in the provision of a chewi ng gum conposition
whi ch did not have to be pretreated to all ow for easy
coating. The clainmed use of Palatinit® for inproving the
structural gum surface for a confectionery coating was
not obvious to a person skilled in the art and was,

nor eover, advant ageous, because the need for a
pretreatnment such as sprinkling the gumsurface with
Pal atinit® powder to bind the noistness and form an

uni nterrupted covering so as to facilitate the
subsequent coating process could successfully be

avoi ded.

Bot h appellant 01 (nmain request) and appellant 02 (sole
request) requested that the inpugned decision be set
asi de and the patent be revoked in its entirety.

As an auxiliary request, filed with the grounds for
appeal , appellant 02 requested that the purpose of
using PalatinitR "to texturise and maintain said
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conmposition in a substantially anhydrous fornt be
del eted from both i ndependent clains 1 and 8.

The respondent requests that the appeal be di sm ssed.

Reasons for the Deci sion

1

2321.D

The appeal is adm ssible.

Qpposition under Article 100(b) EPC, insufficiency of

di scl osure

The board sees in the subm ssions of appellant 02
during the first instance opposition proceedi ngs no
basis for an objection under Article 83 EPC. Since

i nsufficiency of disclosure as a ground of opposition
was not resuned by the appellants at the appeal stage,
there is no need for further detailed substantiation of
this matter.

The state of the art according to docunents (2) and (3)

In the heading on docunent (3), it is explicitly

i ndicated that (3) is part 2of an article by

H Bollinger, entitled "Palatinit® (Ilsomalt) - ein

kal ori enreduzi erter Zuckeraustauschstoff". Foll ow ng
the summary, the text of docunent (3) starts in the

| eft-hand col um on page 111 with the specific
reference that the production of Palatinit® (lIsonalt),
its physico-chem cal properties and its nutritiona
physi ol ogi cal characteristics are reported in detail in
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part 1 of the sane article by H Bollinger, published
one nonth earlier in the preceding issue of the sane
journal, nanely Gordian 87/5, pages 92 to 95 (ie
docunent (2) in the proceedings).

When assessing novelty, the disclosure of a particular
prior docunent nust normally be considered in
isolation; in other words it is only the actual content
of a docunent, as understood by a skilled person, which
destroys novelty. It is not perm ssible to conbine
separate itens of the prior art together. However, in a
case such as the present, where there is a specific
reference in one prior docunent to a second prior
docunent indicating that docunents (2) and (3) relate
to parts 1 and 2 respectively of the sane article by
the sane author and, noreover, that both parts of that
article were published in two consecutive issues of the
same journal, when construing docunents (2) and (3) (ie
determning their neaning to the skilled person), these
two docunents nust actually be considered to represent
a single itemof prior art.

Qpposition under Article 100(a) EPC. | ack of
patentability

The use of PalatinitR as the bul ki ng agent/ sweet ener
(bul k sweetener) in chewi ng gum conpositions is already
known in the state of the art. Mre specifically, the
cl osest state of the art discloses in paragraph 1.5 on
page 113 of docunent (3):

(i) the use of PalatinitR
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(i) as the bul ki ng agent/sweet ener (bul k sweet ener)
i n an anmount of 63% by weight, with respect to
t he wei ght of the conposition,
I n a sugarl ess,
| ow noi st ure absor bi ng chewi ng gum conposi tion,
which is cut into strips or shaped as fillings
(inserts) for dragées (gum pellets, Type Chiclet;
see especially (3), line 3 and end of
par agraph 1.5: "Dragee-Ei nl agen")

(iii) the composition further conprising aspartane as a
hi gh intensity sweetener and 25% by wei ght of the
conposition of a gum base (Type 3442, Dreyfuld).

That Palatinit®is used in docunent (3) for the purpose
of giving the particular chewi ng gum conposition body
and texture (ie "to texturise" the conposition) is

i kewi se directly and unanbi guously derivable for the
skilled reader fromthe disclosure of (3), as is the
use of PalatinitR for the purpose of maintaining said
conposition in a substantially anhydrous form

More specifically, it is clear fromthe reference in
the first two lines in paragraph 1.5 of (3) to the use
of Palatinit® as the "crystalline phase" in chew ng gum
m xtures, as well as fromthe references in (2) and (3)
to the use of PalatinitR as the bul k sweetener for the
manuf acture of such m xtures that PalatinitR
"texturises" a chewing gum (see, for exanple, (3),
Sunmary, lines 1 to 2: PalatinititRist ein
.............. massegebendes Siflungsmittel™; lines 9 to
10: "Bevorzugte Ei nsatzgebiete fir PalatinitR sind vor
allem................... Kaugunm ") .
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Further, it is also disclosed inlines 7 to 8 of

paragraph 1.5 that PalatinitR inmparts an inproved, nore
flexible structure over an extended tinme period to the
gum as conpared to conventional sugarless chew ng guns.

Palatinit® is described in the cited docunents as | ow
hygroscopi ¢ or even non-hygroscopic (see, for exanple,
| eft-hand col um on page 94 of (2), lines 10 to 11).
The technical term"hygroscopic" is defined in Chanbers
Techni cal Dictionary as neani ng "absorbi ng water
readily". Accordingly, by definition, non-hygroscopic
nmeans | ow noi sture absorption. In this context
reference is also made to Figures 1 and 2 on page 111
of (3) which denonstrate that Pal atinitRwhen used as

t he bul ki ng agent in confectionery products has the
capability of maintaining such products in a
substantially anhydrous form It is thus clear that
Palatinit® is | ow noi sture absorbing and as such
functions to maintain the gum conposition disclosed in
paragraph 1.5 of docunent (3) in a substantially
anhydrous form

In conclusion, the technical teaching actually nade
avai l able to the public in docunent (3) is that the use
of Palatinit® as the bul k sweetener in an amount falling
within the range specified in claim1l in conbination
with a gum base likewise in an anmount falling within
the range specified in claiml and a high intensity
sweet ener provides a substantially anhydrous, sugarless
chewi ng gum conposition which can be cut into strips or
shaped as fillings or inserts for dragées (gum pellets)
and which has a firm flexible texture and structure

and | ow noi sture pick-up.
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VWhat was i ndeed not nmade available to the public in
docunent (3) is an explicit disclosure or teaching to
the effect that Palatinit® when used as the bul king
agent in a chewi ng gum conposition per se, possibly
exerts sone beneficial inpact on the structure of the
gum surface or, differently expressed using the wording
inclaiml, that PalatinitR can possibly be used "to
provi de an inproved structural gum surface for a
confectionery coating”. This was not contested by the
appel | ant s.

On the basis of the above-nentioned statenent in
claiml as to the particular intended use of PalatinitR
t he respondent sought to identify in the patent in suit
a possi bl e techni cal problemunderlying the clained

i nventi on.

In the context of the application of Palatinit® as a
confectionery coating nmass for the preparation of

coat ed goods (dragées) in general, including hard
caranels, toffees, chew ng candies or chewing gum the
aut hor of (3) reconmmends, inter alia, in paragraph 1.2
that, if the surface is sticky ("Ist die Qoerfl ache
klebrig"), the fillings (inserts) for dragées be
preferably sprinkled with Pal atinit® powder before being
coated with a confectionary coating to bind the

noi stness and form an uninterrupted surface.

The respondent, relying on this disclosure, argued
during the oral proceedings before the board that,
prior to the priority date of the patent in suit, sone
pretreatnment of the fillings (inserts) for chew ng gum
dragées (gum pel |l ets) was considered by the notionally
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skilled person to be conpulsory to facilitate their
subsequent coating with a confectionery coating. The
techni cal problem seen by the respondent was therefore
that of providing a chew ng gum conposition which
allows for easier coating wthout the need for any
pretreat nent.

The board notes that this problemis not nentioned in
the application as filed or in the text of the granted
patent, nor was it introduced into the proceedi ngs by
any party prior to the oral hearings before the board.
It is further noted that the use as clained in claim1l
of the contested patent does not include the step of
converting the chewing gum conposition into dragées
and, accordingly, claim1l contains no limting
technical feature so as to exclude a possible
pretreatnment of the chewi ng gum conposition specified
inthe claimto facilitate a subsequent coating
process.

Apart fromthe fact that the problem relied on by the
respondent, cannot be derived fromthe disclosure of
the invention in the application as filed or in the
granted version of the patent in suit, the person
skilled in the art starting fromthe cl osest state of
the art, nanely the chew ng gum conposition disclosed
in paragraph 1.5 of (3), was not confronted with such a

probl em at all

Even upon careful study of the conpl ete docunents (2)
and (3), the skilled reader is given no hint or
suggestion leading himto the conclusion that the
surface of the particular gum conposition disclosed in
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(3) was in any way sticky or tacky requiring a
pretreatnment of any kind to allow for coating with a
confectionery coating. By contrast, the skilled person,
bei ng aware of the known use of Palatinit® for the

pur pose of giving a chewi ng gum conposition body and
texture and maintaining said conposition in a
substantial |l y anhydrous form (see point 4.1 above), had
no reason to doubt that the gum conposition discl osed
in (3) had a firmflexible texture and structure and
its surface was neither sticky nor tacky as the direct
result of using PalatinitRas the bulk sweetener. As is
known to the skilled practitioner, surface stickiness
i's caused by npisture absorption. It was shown in the
cited state of the art that the virtual elimnation of
nmoi sture absorption is a known quality of PalatinitR
when used as the bul king agent in confectionery
products (see especially (3), Figures 1 and 2). As is

t hus apparent fromthe disclosure of the state of the
art, the avoi dance of npisture absorption overcones the
probl em of stickiness and tackiness as well.

Further, if the teaching in the state of the art is
repeated by preparing a chewi ng gum conposition
according to the recipe given in paragraph 1.5 of
docunent (3), the skilled person will immedi ately be
aware that the gumsurface is neither sticky nor tacky.

In view of the foregoing, the conclusion nust be drawn
that the particular technical problemidentified by the
respondent vis-a-vis the state of the art according to
(2) and (3) is neither disclosed in or contenpl ated by
the patent in suit nor does it actually exist as such.
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The board does not recognise in the patent in suit

anot her techni cal problemwhich had to be solved by the
skilled person in order to arrive at the clained

I nvention, not yet having been solved by the state of
the art according to (3).

Havi ng regard to the observations in points 4.1 and 4.2
(above), reference is usefully made to decisions G 2/88
(QJ EPO 1990, 93) and G 6/88 (QJ EPO 1990, 114). In

t hese decisions the Enlarged Board of Appeal took the
view that the new use of a known conpound may reflect a
new y di scovered technical effect described in the
patent. The attaining of such technical effect should
then be considered as a functional technical feature of
the claim |If that technical feature has not been nade
avai l able to the public, then the clained invention is
novel , even though such technical effect may have

i nherently taken place in the course of carrying out
what has previously been nmade available to the public.
In other words, novelty can only be acknow edged if
both requirenents are net, ie if

(1) the clai ned use as such is new, and

(1) if it reflects a newy discovered technica
effect described in the patent.

Concerni ng the question of whether the particul ar

i ntended use stated in claiml1l ("to provide an inproved
structural gumsurface for a confectionery coating")

i ndeed reflects in the present case a technical effect
whi ch has not previously been nmade available to the
public, the board's finding is as follows.
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No expl anati on was given by the respondent in the
entire course of the proceedings of what in fact is
meant by "an inproved structural gum surface for a
confectionery coating"”. The nature or characteristics
of such an inproved surface structure are nowhere
explained in the patent specification or in the
respondent’s subm ssions during the proceedings.

If one scrutinises the specification of the patent in
suit to find an answer to this question, the follow ng
di scl osures appear particularly rel evant:

On page 3, lines 19 to 20, it is said that "the use of
the present invention provides both | ow noi sture pick-
up and a firmer texture which result in facilitating
coating process for hard confectionery coated

pel l etized gunt.

On page 5, lines 6 to 11, the description goes on to
say: "The key to the present invention is the use of a
| ow noi sture pick-up sweetener bul king agent in the
formof a racem c m xture of al pha-D gl ucopyranosyl -1,
6- manni tol and al pha- D- gl ucopyranosyl -1, 6-sorbitol

whi ch can be conbined with glycerin or |ow anounts of
sugar al cohol in a sugarless gum conposition to: (1)
significantly reduce the noisture pick up over a period
of tinme and (2) to provide structural firmess in
textural and structural integrity of the gum surface
and matrix to allow for easy coating with confectionery
coati ng conpositions.”

Further, on page 7, lines 4 to 11, it is stated: "The
pur pose of these hardness tests was to denonstrate that
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the use according to the present invention provides
chewi ng gum conpositions which retain their firmmess
over an extended tinme period such that the coated
process can be facilitated. Since the conpositions in
which Pal atinit®R was used were initially firmer, and due
to the presence of the non-hygroscopic bul king agent in
the required flavorants, the noisture | evel renmained
relatively low WMisture pick-up would result in a
reduction of the gum s firmess, making coating with a
confectionery coating nore difficult and |ess
effective.”

As is apparent fromthe above quotations and further
simlar disclosures in the contested patent, there is
no reference in the specification of the patent in suit
to anything other than the known technical effects
resulting fromthe known use of PalatinitR al ready

di sclosed in citation (3) and nenti oned above, nanely
its effect or capability of inparting a firmtexture
and structure to the gum conposition and maintaini ng
the conposition in a substantially anhydrous state and,
accordingly, maintaining its firmess over an extended
period of tine.

No distinction is raised in the patent in suit between
t hese known technical effects, on the one hand, and the
one which is possibly responsible for providing an

i nproved structural gum surface for a confectionery
coating, on the other. It is, however, entirely clear
to a person skilled in the art that no such distinction
exi sts and the known effects of PalatinitR will also
have sone inpact on the structure of the surface of the
gum conposi ti on, because a firmer structure and a | ow
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noi sture pick-up of the conposition per se wll
inevitably result in a firmer structure and texture of
the surface to allow for easy coating.

Consequently, the clained use of PalatinitR for the

pur pose of "providing an inproved structural gum
surface for a confectionary coating" cannot reasonably
be considered to be based on or to reflect a technica
effect which is described for the first time in the
contested patent and as such can be distingui shed from
the known effects already described in (2) and (3) in
association with the known use of PalatinitR The
finding that the known use of PalatinitR claimed in the
patent in suit possibly results in an inproved
structural gum surface for a confectionary coating can
nerely be regarded as the ex post facto attenpt to
explain the known effects resulting fromthe known use
of Palatinit®R already disclosed in paragraph 1.3 of
docunent (3).

The above considerations are, in the board's judgnent,
inline wwth the conclusions in decision T 254/93 (QJ
EPO 1998, 285, see especially Reasons, point 4.8) where
it is stated that "the nere expl anation of an effect
obt ai ned when using a conmpound in a known comnposition,
even if the effect was not known to be due to this
compound in the known conposition, cannot confer
novelty on a known process if the skilled person was
aware of the occurrence of the desired effect”.

The board wi shes to draw attention to the fact that the
present case is entirely different fromthe cases
underlying decisions G 2/88 and G 6/88. In the
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situations which the Enlarged Board had in mnd in
these decisions a new use reflecting a newy di scovered

techni cal effect was actually present:

In the case giving rise to the referral (T 59/87, QJ
EPO 1988, 347), the use of a certain substance as a
rust-inhibiting additive was already known in the state
of the art. Based on the newly discovered friction-
reduci ng effect of the sane substance, clains directed
to the hitherto unknown, new use of that substance as a
friction-reducing agent in a lubricant conposition were
held in the final decision (T 59/87, QJ 1991, 561) to
be novel within the nmeaning of Article 54(1) EPC
Whereas the known use of the substance served to

i nhibit rust, the problemunderlying the clained

i nvention was to reduce the friction between sliding
surfaces in engines. Lubricants may be applied for
numer ous purposes and either of the two effects nay be
important in quite different situations. Thus, there
exi st, based on two distinctly different effects, two
distinctly different applications or uses for the sane
subst ance, which can clearly be distinguished from each
ot her.

In the second case, decision T 231/85 (QJ EPO 1989, 74;
mentioned in G 2/88, reasons, point 9.1 and G 6/ 88,
reasons point 7.1), the use of certain substances for

i nfl uencing plant growth was known in the state of the
art. Based on the newy discovered fungicidal effect of
t he same substances, clains directed to the use of

t hese substances for the hitherto unknown, new purpose
of controlling fungi and preventive fungus control were
held to be novel within the neaning of Article 54(1)
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EPC.

Again, in T 231/85 there existed, based on two
distinctly different effects, two distinctly different
applications or uses for the sane substances, which
could clearly be distinguished fromeach other. The

ci rcunstances in which the substances are applied for

t he purpose of controlling fungi are in fact different
fromthose in which they are applied for the purpose of
regul ati ng plant growt h.

In conclusion, the clainmed invention ains at the

provi sion of a sugarless | ow noi sture absorbi ng chew ng
gum conposition having an i nproved structural gum
surface for a confectionary coating. However, as
denonstrated above, this problem has already been
solved in the cited state of the art in exactly the
same way as proposed in the patent in suit, nanmely by
using PalatinitR as the bulk sweetener. A definite

di stingui shing technical feature, which confers novelty
on the subject-matter of claiml1l wthin the neaning of
Article 54(1) EPC is not recognisable in the patent in
suit.

Since a decision can only be taken on a request as a
whol e, there is no need to look into the patentability
of the other clains.

t hese reasons it is decided that:
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1. The deci si on under appeal is set aside.

2. The patent is revoked.

The Regi strar: The Chai r man:

P. Martorana P. A M Lancgon
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