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Summary of Facts and Subm ssi ons
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The appel | ant | odged an appeal agai nst the decision of
t he Exam ning D vision refusing European patent
application No. 91 104 573.0 (publication

No. EP-A-0 448 123) under Article 97(1) EPC

The Exam ning Division based its decision on the fact
that the appellant filed further amended clains 1 and 2
Wi thin the period which was given to the appellant at
the end of oral proceedings before the first instance
in order to "state his approval of the text of the
application as annexed to the m nutes of the ora
proceedings and to file fair copies of the anended
docunents, so that as the next step the communi cation
under Rule 51(6) EPC can be issued" (see the m nutes of
sai d oral proceedings).

The Examining Division held that at this stage of the
proceedi ngs no consent can be given, under Rule 86(3)
EPC, to the filing of still further anended cl ai ns
whi ch anmendnents were not occasi oned by Rule 88 EPC

As can be seen fromthe file, the inpugned decision was
i ssued by the Exam ning Division without any further
oral or witten comunication after having received the
appellant's letter of 15 March 1996 containing the
new y anended cl ai ns and detail ed reasons for said
further amendnents.

In the statenment of grounds of appeal, the appellant
requested that the decision under appeal be set aside
and that a patent be granted on the basis of the
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amended docunents as submtted wth the letter of
15 March 1996. As an auxiliary neasure, oral
proceedi ngs were requested for the event that the
patent was not to be nmintained as requested on the
basis of the witten subm ssions.

In a phone call dated 2 July 1999, the appell ant was

i nformed by the Board that the inpugned decision seened
to of fend against Article 113(1) EPC, and the Board was
therefore considering remttal of the case to the
departnent of first instance because of a substantia
procedural violation.

The appel l ant declared its consent to withdraw the
auxiliary request for oral proceedings if the case was
to be remtted.

The appel lant's argunents, insofar as they are rel evant
to the present decision, may be summari sed as fol |l ows:

Since not all of the amendnents suggested by the

Exam ning Division in a communi cati on under Rule 51(4)
EPC were acceptable for the appellant, further
anmendnents were discussed and finally agreed upon. The
appel l ant' s approval of the anended docunents was then
decl ared so that the issue of a conmunication under
Rul e 51(6) EPC was expected. However, due to a change
of mnd of the Exam ning Division, the appellant was
sumoned to attend oral proceedings instead. At said
oral proceedings, a set of clains considered allowable
by the Exam ning Division was subnmitted by the
appel l ant, the set containing in particul ar independent
claims 1 and 2 prepared by the appellant's
representative during the oral proceedings.
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This nmeans that the applicant itself, a conpany
domciled in Japan, had no possibility to coment on
these clains. Therefore, the representative did not
state his approval during the oral proceedings so that
t he procedure was continued in witing. Wen the
representative informed the applicant about the result
of the oral proceedings, it becane apparent that the
wor di ng of the clains m ght be m sunderstood by a
skilled person so that further clarifications were
requi red. However, the application was refused by the
Exam ning Division in reaction to the appellant's

| etter requesting such further clarifications, and the
appel l ant thus was no longer allowed to file clains
deviating fromthose prepared at the oral proceedi ngs.

Bearing in mnd that only one official comunication
had been issued before the comunicati on under

Rul e 51(4) EPC, this procedure does not seemto be fair
and does not correspond to the usual conduct of
proceedi ngs before the EPO

Reasons for the Deci sion

1

2.1

1654.D

Adm ssibility of appea

The appeal conplies with the provisions nentioned in
Rul e 65 EPC and is therefore adm ssible.

Amendnents filed after disapproval of the text notified
under Rule 51(4) EPC

In the present case, the appellant (applicant) had not
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given its approval of the text notified under

Rul e 51(4) EPC, but proposed further anendnents to the
appl i cation docunents within the period set in the
51(4)-communi cation. After a sonewhat involved

di scussion of said further amendnents which were first
accepted and then rejected by the Exam ning Division
until a "final" version was agreed upon during ora
proceedi ngs consi dered expedi ent by the Exam ning
Division, the latter exercised its discretion under
Rul e 86(3) EPC not to admt further anmendnents to
clainms 1 and 2 after said oral proceedings.

2.2 Pursuant to Rule 51(5) EPC, the Exam ning Division has
the discretion not to consent under Rule 86(3) EPC to
amendnents proposed by the applicant within the period
set by the communi cation under Rule 51(4) EPC. However,
in that case, Rule 51(5) EPC explicitly provides that
"the Exam ning Division shall, before taking a
deci sion, request the applicant to submt his
observations within a period it shall specify and shal
state its reasons for so doing."

These provisions have to be seen in the light of the
general regulation of Article 113(1) EPC pursuant to
whi ch "the decisions of the European Patent O fice may
only be based on grounds or evidence on which the
parti es concerned have had an opportunity to present
their conments”

2.3 Therefore, in exercising its discretion under
Rul e 86(3) EPC in a negative way, an Exam ni ng Divi sion
may only refuse an application if before issuing a
decision it has infornmed the applicant about the fact
that the further anendnents requested will not be

1654.D N
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adm tted and about the reasons for not admtting said
anmendnents, thereby taking due account of the
applicant's reasons for such late filing of further
anmendnents. If the applicant maintains its request and
its counterargunents are not considered convincing by
the Exam ning D vision, the application has to be
refused under Article 97(1) EPC since it contains no
clains to which the applicant has agreed. This
procedure is also set out in the Guidelines for

Exam nation in the European Patent O fice, Part C, June
1995 (see CG-VI, 15.1.3, referring to CGVI, 4.6 et seq.,
in particular 4.12).

In this context, it is clear that further amendnents
cannot be excl uded whol esal e i n advance, but the

di scretion under Rule 86(3) EPC has to be exercised on
a case-by-case basis bal ancing the EPO s and the
applicant's interests agai nst one another (see decision
G 7/93 of the Enlarged Board of Appeal, QI EPO 1994,
775; point 2.5 of the reasons).

Substantial procedural violation

In the present case, the Board cannot retrieve any
trace in the file that the appellant had been i nforned
I n a reasoned conmmuni cati on about the inmm nent
rejection under Rule 86(3) EPC of the further
anendnents to clains 1 and 2. Rather it appears that
the Exami ning Division nore or | ess decided on the spot
not to consent to the further anendnents requested and
refused the application. The reasons for the negative
exercise of the Exam ning Division's discretion were
first conmunicated to the appellant in the reasons of
t he i npugned deci si on.
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As has been pointed out above, this conduct of the
proceedi ngs involves a substantial procedural violation
since Article 113(1) EPC in general and Rule 51(5) EPC
in particular nust also be conplied with in the case of
a refusal under Rule 86(3) EPC, irrespective of how
cunbersone the proceedi ngs may have been bef or ehand
(see decision T 946/96, not published in QJ EPO

point 2 of the reasons).

Remttal of the case to the first i nstance and

rei mbursenent of the appeal fee

In view of the procedural violation and in order to
all ow the appellant to argue its case before two

I nstances, the Board w thout any comment as to the
nmerits of the inpugned decision nmakes use of its

di scretion under Article 111(1) EPC to remt the case
to the Exam ning Division for further prosecution.

If no consent is to be given under Rule 86(3) EPC to
the |l ate anendnents requested, it wll be necessary to
communi cate the Exam ning Division's intention and the
reasons on which the intention is based to the
appel l ant and to reconsider the appellant's
observations on this intention before issuing any
deci si on.

In accordance with G 7/93 (supra), the Division's

di scretion under Rule 86(3) EPC should be exercised so
that a fair bal ance of interests is achieved, whereby

an overall convergi ng tendency of the procedure shoul d
not be ignored in the Board s view

Under the circunstances of the present case, the Board
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consi ders the requirenents of Rule 67 EPC to be net
and, accordingly, the appeal fee shall be reinbursed.

O der

For these reasons it I s decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the departnent of first
i nstance for further prosecution.

3. The rei nbursenent of the appeal fee is ordered.
The Regi strar: The Chai r man:
P. Martorana E. Turrini
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