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Summary of Facts and Subm ssi ons

1675.D

The appeal was | odged by the applicants agai nst the
deci sion of the exam ning division dated 24 June 1996
wher eby the European patent application

No. 89 903 396. 3, published as Internationa
application WD 89/07647, was refused according to
Article 97(1) EPC. Basis of the decision were clains 1
to 7 filed on 31 Cctober 1995.

Claiml, 6 and 7 read as foll ows:

"1. A nethod of determining a correlation between a
phenotypic trait in maize and a restriction fragnent
| engt h pol ynor phi sm [ RFLP] conpri si ng:

(a) digesting genomc DNA froma nmaize plant with a
restriction endonucl ease that produces a
restriction fragnent | ength pol ynorphi sm
di gestion pattern that is associated with said
trait;

(b) separating the fragnents obtained fromsaid
digestion in step (a);

(c) detecting said restriction fragnment |ength
pol ynorphismw th a hybridi zati on probe contai ni ng
sequence information capable of hybridizing to and
identifying said RFLP, thereby generating a
restriction pattern; and

(d) correlating the presence or absence of said RFLP
in said digest wwth the respective presence or
absence of said trait;
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wherein said trait is yield."

"6. A nethod for identifying individual maize plants
whi ch have the desired genotype of at | east one genetic
mar ker | ocus associated with a desired quantitative
trait, conprising the steps of:

constructing a preferred RFLP profile for each
sel ected genetic marker associated with the desired
trait;

determ ning the RFLP profiles of individual plants
In a segregating popul ati on of plants versus the
sel ected genetic nmarkers; and

sel ecting individual plants which have RFLP
profiles which nost closely match the preferred RFLP
profile;

wherein said trait is yield."

"7. A nmethod according to claim6 for identifying

i ndi vi dual nai ze plants which have the desired genotype
at a genetic marker |ocus associated in the inbred
performance with a trait identified in the foll ow ng
table, the nethod conprising the steps of:

constructing a preferred RFLP profile with respect
to one or nore of the genetic markers listed in the
follow ng table under the heading of the said trait;

[ Tabl e report ed]

determning the RFLP profile of individual plants
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In a segregating popul ati on of plants versus the one or
nore genetic markers; and

sel ecting individual plants which have RFLP
profiles which nost closely match the preferred
profile."

Clains 2 to 4 concerned particul ar enbodi nents of the
met hod according to claim 1. |Independent claim5 was
directed to a nethod for identifying and mappi ng
quantitative trait loci (QIL) for a phenotypic trait in
specific maize plants, the phenotypic trait being
"yield".

Caim1l as originally filed did not contain a
limtation to any specific trait. The limtation to
yi el d had been introduced during exam nati on before the
first instance in order to neet a non-unity objection
whi ch had been repeatedly raised under Article 82 EPC

The exam ni ng di vision considered that the subject-
matter of clains 1 to 6 did not neet the requirenents
of Articles 56 and 84 EPC. Reference was nade in the
decision to the follow ng prior art docunents:

(7) Helentjaris T., TIG August 1987, Vol. 3, No. 8,
pages 217 to 221

(8) Quantitative CGenetics in Miize Breeding, A R
Hal | auer and J. B. Mranda, Fo., lowa State
Uni versity Press, 1981, page 116.

The exam ning division held that, as docunent (7)
descri bed the use of the correlati on between the
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restriction fragnent |ength pol ynorphi sm (RFLP) and any
desired trait, including a "conplex" trait, ie atrait
with low heritability, the application of this known
approach to the trait "yield" did not involve an
inventive step. Caiml as well as clains 2 to 6 were

i n any case considered to be nerely the paraphrase of
the problemof finding a correlation between a
guantitative trait and RFLP, and to | ack the features
whi ch were necessary to solve the said problem

Wth the statenment of grounds of appeal, the appellants
filed a new main request and two auxiliary requests.

The mai n request consisted of clains 1 to 7 which
differed fromthe clains refused by the exam ning
division in that they stated that the selected trait
could be, in addition to "yield", also "ear

ci rcunference, ear dianeter, ear |length, cob

ci rcunference, cob dianmeter, kernel row | ength and
kernel depth".

The first auxiliary request consisted of clains 1 to 7
identical to clains 1 to 7 of the claimrequest refused
by the exam ning division.

The second auxiliary request consisted of clains 1 and
2, of which claim1l was the conbination of clains 6 and
7 as refused by the exam ni ng division. Dependent
claim2 specified the naize plant.

On 17 February 1999 the board i ssued a commruni cation
pursuant to Article 11(2) of the rules of procedure of
the board of appeal with a provisional, non-binding
opinion on the matters at issue. In this comunication,
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in addition to a reference to docunent (7), the
foll ow ng docunents were cited:

(3) N enhuis J. et al., Cop Sci., 1987, Vol. 27,
pages 797 to 803;

(4 Stuber C. W et al., Cop Sci., 1987, Vol. 27,
pages 639 to 648.

Oral proceedi ngs, which had been requested by the
appel l ants in case the board should not be inclined to
grant a patent on the basis of the main request, were
schedul ed to take place on 13 July 1999.

On 1 July 1999 the appellants informed the board that
they would not attend the oral proceedi ngs. These took
place on 13 July 1999. The appellants did not appear.

The appellants submitted in witing that, as there was
no suggestion in the prior art of a correlation between
RFLP and low heritability traits, such as eg yield, the
cl ai med net hod was inventive. The problemto be sol ved
was that of predicting whether hybrid plants were
likely to express conplex traits such as high yield,

ear circunference and ear dianeter etc, ie traits of

|l ow heritability. The appellants had found that these
traits could be correlated with RFLPs. Docunent (7)
established a correlation between RFLPs and traits such
as plant hei ght which were not [ow heritability traits.
Nothing in this docunents pointed to the trait "yield"
and there was no reasonabl e expectation that the
correlation of RFLPs with a |ow heritability trait
woul d be successful. For this reason, the main request
had now been extended to include, in addition to
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"yield", other low heritability traits (cf docunent
(8)). In viewof the contribution to the art, a fair
| evel of protection could only be obtained if broader
clains were to be granted.

It was observed that the exam ning division had not
used correctly the problemsolution approach in their
anal ysis of inventive step as, in fornulating the
probl em the solution was anticipated (cf decision

T 99/85 QJ EPO 1987, 413). They had wongly regarded
the several traits listed in the patent application as
bei ng all equivalent alternatives, which was not true.
The invention lay in the selection of a particular
approach (correlation with conplex traits) from anong
various alternatives.

As for the Article 84 EPC objection, if it was accepted
that the appellants had nmade the inventive connection
between | ow heritability traits and RFLPs, the steps
set out in the clains defined precisely the invention.

If the broader outline of the clains was considered not
to be inventive, it was certainly inventive to
correlate "yield" wth an RFLP (first auxiliary
request) or to provide a set of QILs which could be
used in the correlation (second auxiliary request).

The appel |l ants requested that the decision under appea
be set aside and that a patent be granted on the basis
of the main request, or in the alternative, on the
basis of the first or second auxiliary request.
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Reasons for the Deci sion

Mai n request

1675.D

The appel l ants put forward on appeal this request
because they considered that, as the contribution to
the art by their application was the finding of a
connection between low heritability traits and RFLPs,
they were entitled to clains covering, in addition to
the enbodinent related to the trait "yield", also a
nunber of other low heritability traits (cf Section VII
supra). An identical request had al ready been put
forward during exam nation before the first instance on
6 March 1995 (cf. also letter filed on 3 Novenber

1994). This request had then been repl aced by the
appel l ants on 31 Cctober 1995 with a request restricted
to the trait "yield" in response to the exam ni ng

di vision's objections (cf Section |I supra).

Thus, the appellants have now reintroduced on appea
matt er which, having been objected to under Article 82
EPC by the exam ning division, had not been further
prosecuted by them In the board's judgenent, adm ssion
of this request into the proceedi ngs should be refused
in the exercise of the board's discretion under

Rul e 86(3) EPC (cf decision T 63/86, QJ EPO 1988, 224).
This is because, as is clear fromthe European Patent
Convention, in particular Article 96 EPC, and has been
stated in point 4 of the Enlarged Board of Appea

deci sion G 10/93 (QJ EPO 1995, 172), it is the task of
the exam nation division, and not that of the appea
board, to carry out a full exam nation as to
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patentability requirenents. Proceedi ngs before the
boards of appeal in ex parte are primarily concerned

wi th exam ning the contested decision. Therefore, where
an applicant has avoi ded an objection of non-unity from
the exam nation division by restricting a broad cl aim
to avoid the objection, the applicant cannot be all owed
on appeal froma decision refusing the restricted claim
on sone other ground, such as here | ack of inventive
step, to put forward a request which reverts to the
broader claimand thus re-introduces matter open to the
obj ection of |lack of unity.

To allow an applicant to do this would face the board
of appeal with the choice of either having to consider
the question of non-unity w thout the benefit of a
reasoned deci sion by the exam ning division on this
poi nt, or of |engthening the proceedings by remtting
the case for the exam ning division to decide on non-
unity. Neither possibility is acceptable. Rather an
applicant faced with an objection of non-unity nust
obt ai n an appeal abl e deci sion on the point, possibly by
putting forward to the exam ning division both a main
request with the broad claimand an auxiliary request
to the restricted claim if he wi shes the board of
appeal later to consider the issue. This should not
cause the exam ning division nmuch extra work if they
have conplied with Rule 51(3) EPC which requires that
the comuni cation pursuant to Article 96(2) EPC contain
a reasoned statenent covering, where appropriate, al

t he grounds agai nst the grant of the European patent.
If the applicant chooses to avoid having a decision on
non-unity fromthe exam ning division, he nust content
himself with the possibility of filing divisiona
applications: he cannot have the question of non-unity
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re-opened on appeal .

First auxiliary request

1675.D

This request is identical to the claimrequest rejected
by the examning division. It has thus to be decided
whet her the argunents put forward by the appellants are
sufficiently convincing to refute the reasons given in
t he decision under appeal so as to lead to its being
set aside.

The board agrees that docunent (7) represents the nost
appropriate starting point for an inventive step

anal ysis. This docunent describes the application of
the correlation between a given phenotypic trait of

mai ze plants and RFLPs in genetic analysis of maize.
The docunent indicates that this can be used to
determ ne the location of a quantitative trait |ocus
and evaluate its relative effect upon the overal
variance for a conplex trait, and characterise its gene
action as being additive or dom nant/recessive. In
particular, the correlation of plant height with RFLPs
I's described (cf Fig. 4).

The board agrees with the appellants that in order to
assess inventive step, the technical problemnust be so
formul ated as not to contain pointers to the solution
(cf T 99/85, supra). In the present case, the problem
is defined as finding a way to predict whether a |ocus
associated with the trait "yield" is likely to be
present and thus expressed in individual maize plants.
The sol ution proposed is based on the determ nation of
its correlation with RFLPs (cf in particular clains 1
and 6).



- 10 - T 1051/ 96

6. In the appellants' view, the inventive step lies in the
unexpected realisation that a low heritability trait
such as yield can be correlated with RFLPs. However,

t he board does not share this view for the foll ow ng

reasons.

(a) The use of nolecular markers |ike isozynes and
RFLPs for investigations of quantitative trait
loci (QTL) in maize plants was known in the art.
Docunent (4), for exanple, described the use of
i sozynme markers to | ocate QILs associated with
grain yield and 24 yield-related traits in maize
pl ants. Docunment (7), as already stated, described
the application of the correl ation between a given
phenotypic trait of maize plants and RFLPs.

(b) The use of RFLPs as a selection criterion for
traits wwth low heritabilities in tomato plants
was described in docunent (3).

(c) Thus, there was a broad hint in this prior art to
study the correlation between RFLPs and the
quantitative trait of "yield" in maize plants.

Yi el d being an agronomically inportant trait of

mai ze plants (cf docunment (4)), the skilled person
had every notivation for trying to establish such
a correlation according to the approach descri bed
in docunent (7) and woul d al so have had a
reasonabl e expectation of success.

7. For these reasons, the board cannot accept that the

nmet hods outlined in general terns which formthe
subject-matter of the clains at issue, in particular of

1675.D N
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clainms 1 and 6, constitute an inventive selection from
anong various alternatives. Rather, the board considers
that the cl ai red net hods woul d have been derived in an
obvi ous manner fromthe prior art by a skilled person.
Consequently, this request is refused under Article 56
EPC

Second auxiliary request

O der

This request contains a limtation to the use in the
claimed nethod of a |ist of specific genetic markers
which are admttedly known and available in the art (cf
page 12 of the application). In the board' s judgenent,
the use of known nol ecul ar probes to identify QILs
within the framework of a non-inventive general nethod
(cf points 6 and 7 supra) was for the skilled person
nmerely a matter of routine optimsation and woul d have
been derived by himor her fromthe prior art in an
obvi ous manner. Consequently, an inventive step cannot
be acknow edged, and the second auxiliary request also
is refused under Article 56 EPC

For these reasons it i s decided that:

The appeal is dism ssed.

The Regi strar The Chai r per son:

1675.D
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U. Bul t mann U M Kinkel dey
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