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Summary of Facts and Subm ssi ons

1764. D

This appeal is fromthe decision of the Opposition
Division to revoke European patent No. 0 383 999. The
deci si on was based on an anmended set of 5 clains, the
only i ndependent cl ai mreading:

"1l. Procedure of the bleaching of sul phate pulp, in
whi ch procedure an oxi dating bl eachi ng chem cal
containing chlorine is used, characterized in that in
order to reduce the amount of toxic conpounds in the
wast ewat ers of the bleaching step and to reduce

chem cal oxygen demand in wastewater treatnment a
chem cal with a chlorine dioxide content of at |east
70%is used in the first oxidation stage, that the
sul phate pulp is subjected to hem cel |l ul ase enzyne
treatment before the oxidation, and after the oxidation
and enzyne treatnent, the pulp is treated with an

al kali."

The Opposition Division held that the subject-matter of
Claim 1 did not exclude an oxygen pre-treatnment before
t he enzyne treatnment and, therefore, |acked novelty in
vi ew of Exanple 9 of docunent

(2) EP-A-0 368 888

which is state of the art according to Article 54(3)
EPC.

By letter of 26 Novenber 1999, the Board indicated its
intention to confine the proceedings to this issue.
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During the oral proceedings held on 27 June 2000, the
Appel lant (Proprietor) filed a new set of five clains
as an auxiliary request, Caim1l of which differs from
that of the main request by deletion of "in order to
reduce the anmount of toxic conpounds in the wastewaters
of the bleaching step and to reduce chem cal oxygen
demand in wastewater treatnment".

The Appellant's argunents submtted in witing and
orally can be sunmarized as foll ows:

- The functional feature contained in Claim1 of the
mai n request was part of the technical teaching
all owi ng optim zation of the bleaching process.

- The first step in the bl eaching procedure of
Exanpl e 9 of docunent (2), was a delignifying
oxygen treatnent, followed by an enzyme treatnent
and thereafter a conventional treating sequence
usi ng chl orine dioxide to oxidise chronophores.

- The oxygen treatnment in docunment (2) was not an
i ndependent pretreatnent, but the first oxidation
stage applied in the bleaching of a pulp resulting
froma kraft process (which is a synonym for
sul phate pul p).

- By contrast, the first oxidation stage in the
claimed process is the one using a chemical with a
chlorine content of at least 70 % prior to which
the pulp is treated with an enzyne.

- Consequently, according to the patent in suit the
enzynme is added to a pul p having a nuch higher
lignin content than in Exanple 9 of document (2).
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The Respondents (Opponents) supported the opinion set
out in the contested decision and presented, in essence
the follow ng further argunents:

- The meaning of the term"first oxidation stage"
was not clear in the context of Claiml.

- Claim 1 defined a core sequence of bl eaching steps
wi thin the whol e sul phate pul p bl eachi ng procedure
wi t hout, however, excluding an oxygen pretreatnent
as disclosed in docunent (2).

- Contrary to the requirenents of Article 123(2),
there existed no basis in the application as
originally filed for amended Claim1l to be so
interpreted that the treatnment with
chl orine/chlorine dioxide represented the first
oxi dation stage within the overall bl eaching
procedure.

- On the other hand, said treatnment with chlorine/
chl orine di oxi de was the only oxidation stage
mentioned in Claim1. If this treatnment should be
interpreted as the "first oxidation stage" wthin
the core sequence, this sane definition applied to
docunent (2).

- The oxygen treatnment step of docunent (2) was
either not an oxidation stage in a bl eaching
sequence, in which case Exanple 9 of docunent (2)
antici pated the novelty of the subject-matter of
Claim1l1, or could be a treatnment with chlorine
dioxide. In the latter case, the general
di scl osure of docunent (2) was novelty destroying.
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- Mor eover, the general teaching of docunent (2)
i ncl uded ot her process nodifications covering that
of Claiml of the patent in suit.

- As a precaution the Respondents submtted that the
subject-matter of Claim1l1 of the patent in suit
| acked an inventive step as well as |acking
sufficiency of disclosure.

The Appel |l ant requested that the decision under appeal
be set aside and that the case be remtted to the
Qpposition Division for further prosecution on the
basis of Clains 1 to 5 as annexed to the decision under
appeal (main request) or alternatively on the basis of
Clains 1 to 5 as filed during the oral proceedings
(auxiliary request).

The Respondents request that the appeal be di sm ssed.

Reasons for the Decision

1764. D

Mai n Request - Admissibility

According to Article 102(3) EPC, clains nodified during
the Opposition Proceedings nmust satisfy all the
requirenents of the EPC, including Article 84 EPC.

Claim1l1 of the main request differs fromgranted
Claim1 by specifying that the process be applied to
sul phate pulp, by limting the enzyme to hem cel | ul ase,
by defining a first oxidation stage and by introducing
a functional feature defining the follow ng technica
result "... to reduce the anmount of toxic conpounds in
the wastewaters of the bleaching step and to reduce



-5 - T 1026/ 96

chem cal oxygen demand in wastewater treatnent”.

1.2 Article 84 EPC requires the clains to define the matter
for which protection is sought in the sense that the
essential features of the invention nust be contained
in the independent claimas inplenmented by Rule 29(3)
EPC.

Further, Article 84 EPC requires the clainms to be
clear. The latter practically neans that a person
skilled in the art shoul d understand what is neant by
t he | anguage of a claim This also applies to
functional features, where clarity depends on the
qguesti on whether the feature provides technical

i nstructions which are sufficiently clear for the
expert to reduce themto practise w thout undue burden
(T 68/85, Q) EPO 1987, 228, reasons No. 8.4.3). This
inplies that the practical neaning of a functional
feature has to be assessed in the light of the general
techni cal know edge of those skilled in the art as well
as of the whole disclosure of the patent concerned.

1.3 As correctly indicated by the Qpposition D vision, the
functional feature is equivalent to the object of the
invention as stated in the patent in suit (page 2,
lines 36 to 38) which object is said to be achieved by
t he characterizing portion of granted Claim1l (page 2,
line 39). The latter is conposed of three technical
features, nanely an oxidation stage, an enzyne
treatment and an al kali treatnent.

1.4 The Appel lant argued that the functional feature in
guestion was part of the technical teaching insofar as
it helped the skilled person to optim ze the process
steps once he knew the purpose thereof.

1764.D Y A
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However, the Appellant did not provide any evidence

i ndi cati ng what additional technical features a skilled
person could apply according to the existing comon
general know edge in order to optim ze the process
features of Claim1. Nor does the patent in suit
suggest any such additional instructions, except those
defined in the dependent clains and those of applying
the process to sul phate pulp, defining the first

oxi dation stage and the selection of hem cellul ase as
the enzyne to be used.

Since these latter features are included in pending
Claim 1, the functional feature creates uncertainty as
to whether or not the technical features of Claim1l in
fact supply a full definition of the clained subject-
matter in the sense of Article 84 and Rule 29(3) EPC
which - if not - could anount to an insufficient

di scl osure of the invention (Article 83 EPC), or

whet her the functional feature is sinply redundant and
shoul d be deleted fromthe claimto conply with the
requi renent of conciseness set forth in Article 84 EPC

It follows fromthe above that the functional feature
renders Claim1l either unclear or inconcise contrary to
the requirement of Article 84 EPC, so that the main
request has to be rejected.

Auxi | i ary Request

The Respondents raised objections to Caim1 under
Article 84 EPC and 123(2) EPC with respect to the term
"first oxidation stage". They further raised objections

under Article 54(3) EPC in view of docunment (2).

Adm ssibility and Article 84 EPC



1764. D

-7 - T 1026/ 96

The Respondents argued that the process steps of
Claim 1 described a core sequence within the whole

bl eachi ng process. Therefore, it was not clear whether
the term"first oxidation stage" referred to the whole
process or only to said core sequence.

Moreover, the term "oxidation" was used in Caim1l on
di fferent occasions, nanmely once in the preanble where
use of an oxidating bl eaching chem cal containing
chlorine is nmentioned, and twice in the characteri zing
portion where a first oxidation stage is identified and
where the term"oxidation" is nentioned in relation to
an enzynme and al kali treatnent preceding or,
respectively following it. The Respondents objected
that there was no indication how these different terns
were interrel ated.

Having regard to the fact that the only oxidation stage
explicitly nmentioned in Claiml is said to be the first
one in the clainmed procedure of bleaching a sul phate
pul p and taking into account that process steps which
are intended in the first place to delignify this pulp
will also result inits bleaching, the Board finds that
this first oxidation stage is the very first one in the
whol e working up of a sul phate pulp resulting froma
kraft process. The Board, therefore, considers that the
"oxi dati ng bl eaching chem cal containing chlorine"
mentioned in the preanble of Claiml is either applied
in said first oxidation stage together with at | east
70% chl ori ne dioxide and/or in a separate, |ater

oxi dation stage, which is not further specified.
Therefore, the term"the oxidation" as used in
connection with the enzynme and al kali treatnent

relates, in the Board' s opinion, exclusively to said
first and only intentionally nentioned oxidation stage.
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Shoul d a skilled reader of Caim1, nevertheless, still
have doubts remaining whether Claim1l1 relates to the
overal | process of bleaching/delignifying a sul phate
pul p or only a part of it (core sequence of bl eaching),
he woul d avail hinself of the description of the patent
in suit in accordance with Article 69 EPC. Page 2,
lines 5 to 7 state:

"Especially pul p obtained froma sul phate pul pi ng
process is of brown colour, which is mainly due to the
lignin remaining in the pulp. Ligninis renoved from
the pul p by bleaching, which is a process consisting of
several stages."

And in line 36 of the sane page, he woul d have found:

"It is the object of the invention to provide a
procedure for the bleaching of pulp ... ."

This makes it clear that, in the terns of the patent in
suit, "bleaching" enconpasses delignification of the
pul p and further that the bl eaching process of daiml
is applied to the (crude) pulp obtained froma sul phate
pul pi ng process and, thus, neans the overall process
and not a part (core sequence) of it.

In the Board' s considered understanding, Claim1l

t herefore defines a pul p bl eaching process covering a
hem cel | ul ase enzyne treatnment step which is foll owed
(not necessarily directly), firstly, by the first

oxi dation step of the whole process in which first

oxi dation step a chem cal containing at |east 70%
chlorine dioxide is used and, secondly, by an al kal
treatment step
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It follows that the subject-matter as clainmed according
to the auxiliary request conplies with the clarity
requi renent of Article 84 EPC.

Adm ssibility and Articles 123 EPC

The gi st of the Respondents' argunents is that,
dependi ng on the nmeaning given to the term"first

oxi dation stage", subject-matter could be introduced
whi ch ext ended beyond the content of the application as
filed.

It is, therefore, necessary to establish whether or not
the definition given above under 2.1 finds support in
the application as originally filed.

The term"first oxidation" is used twice in the
application as originally filed, nanmely in Exanple 1
(as stated by the Opposition Division) and, in
addition, on page 3, line 2 of the application as
originally filed. Wilst the Exanpl e al one does not
unequi vocal Iy indicate whether or not the birch

sul phate pulp before being treated with the enzyne had
al ready been subjected to any conventional pretreatnent
whi ch, possibly, includes oxidative steps, it is

i ndi sputably clear fromthe | ast paragraph on page 2
and the first paragraph on page 3 of the original
application that the enzyne treatnment of the pulp as
obtained fromthe digester precedes any oxidative
steps. This is corroborated by the statenent
(application as filed, page 3, second paragraph) that
t he bl eaching process can be perforned in conventional
manner, except for the enzyne treatnent. Consequently,
there is a clear teaching in the application as
originally filed that the enzynme treatnent nust be the
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first process step to which the pulp is subjected

wi t hout any pretreatment steps in advance to it (see
al so the correspondi ng passages in the patent in suit:
page 2, lines 41 to 43, lines 49 to 50 and lines 54
to 56).

G ven this disclosure, the Respondents cannot succeed
with their argunent that the nmentioning of oxygen
within the alkali treatnment stages (patent, page 6,
lines 10 to 14) woul d suggest an oxygen treat nment
anywhere in the whol e bl eaching process, including in
advance of the enzyne treatnent.

The above cited passages (application, page 2, |ast

par agraph to page 3, first paragraph) further teach
that after the enzyne treatnment alternate oxidation and
al kali treatnent stages are applied in the conventional
manner and that, in the oxidation stage, a chemcal is
used with a chlorine dioxide content of at |east 70%
(application, page 2, |ast paragraph). The treatnent
with enzynes as defined in the patent in suit, e.g.

hem cel |l ul ase, is not an oxidation stage. None of the
Respondents ever contested this. It follows, by
inplication, that there exists one first oxidation
stage in the procedure, nanely after the enzyne

treat nent.

According to Experinents 3 and 4 of Exanple 1, the pulp
is subjected to an oxidating treatnent after the enzyne
treatment using a mxture of 90% chl ori ne di oxi de and
10% chl ori ne gas, thereafter applying an al kal

treatnment and then repeating the oxidation and al kal
phases. The sane is disclosed in Exanple 2 with an

oxi dative m xture of 80% chl orine di oxide and 20%

chl ori ne gas. None of the exanpl es suggest using any
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ot her chem cal in the oxidation stages than those
m xtures of chlorine dioxide and chlorine gas (see al so
Tables 1 and 2).

Consequently, the Exanples use a chem cal having a
content of at |east 70%chlorine dioxide in all of the
oxi dation stages in the procedure and, hence, also in
the first one, thereby providing a basis for the
respective anmendnent in Caima1l.

It follows that the term"first oxidation stage" does
not extend beyond the content of the application as
filed. It further brings about a restriction of the
scope of the clainms as granted. Therefore, this
amendnment conplies wth the requirenments of

Article 123(2) and (3) EPC.

As concerns the remai ning anendnents, the Board is
satisfied that they also conply with the requirenents
of Articles 84 and 123(2)(3) EPC. This not being
contested, no detailed reasoning is required.

Novel ty

The only point to be decided here is whether or not the
process of Claim1l is novel over docunent (2).

Docunent (2) discloses a pulp bleaching process
including an enzynme treatnent which is preferably
preceded or followed by a treatnment with oxygen or an
oxygen containing gas (Claim1l), the preceding
treatment being preferred (page 4, lines 16 to 19).
There was no di sagreenent between the parties
concerning the facts that the process of docunment (2)
is in particular applied to "kraft pul p" (page 2,
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line 13 and exanpl es) which is a synonym for "sul phate
pul p* and that the xylanase enzyne used in docunent (2)
is a hemcellulase (page 3, lines 24 to 26). In a
further aspect of this process, the lignocellulosic
material resulting fromat |east the oxygen and the

xyl anase treatnments undergoes an al kali ne extraction
step (page 5, lines 8 to 12).

2.4.1 The Respondents' novelty objection focussed on the
foll owi ng three aspects:

- Firstly, the oxygen treatnent in docunent (2) was
not to be considered for the assessnment of novelty
since it was not part of the bleaching procedure
and, therefore, not an oxidation in the same sense
as in the patent in suit. The enzyne treatnment was
consequently the first step of the bl eaching
procedure of document (2).

- Secondly, docunent (2) disclosed a variety of
additional treating stages to be conbined in any
order with the enzyne and oxygen treatnents
(page 4, line 52 to page 5, line 21), thereby
covering the clainmed bl eaching sequence with an
initial enzyme treatnment, followed by the
oxi dation stage using a chem cal containing at
| east 70% chl ori ne di oxide and a subsequent
al kaline treatnment. These additional treating
stages were, further, arbitrarily interchangeabl e,
hence al so in conparative Exanple 5 of
docunent (2), where substitution of the stage
using a m xture of chlorine and chlorine dioxide
by a stage using chlorine dioxide al one would
result in the clained subject-matter

1764.D Y A
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- Thirdly, being an oxygen-contai ning gas, chlorine
di oxi de coul d be used in the oxygen treatnent
stage of docunent (2).

As al ready explained in point 2.1 above, Caim1 covers
and is confined to an overall process of bl eaching

sul phate (kraft) pulp - including its delignification -
in which the kraft pulp resulting fromthe digestion
process is subjected to a hem cellul ase enzyne
treatnment prior to the very first oxidation step. This
first oxidation step nakes use of a chem cal having a
chlorine di oxide content of at |east 70% Consequently,
no process for working up sul phate pul p conprising an
oxidation step prior to a treatnment with hem cel | ul ose
- be it designated as bl eaching, delignification, pre-
treatnment or whatever - is covered by Caiml.

As a consequence, the enbodi nent according to Exanple 9
of document (2) wherein the pulp is initially,

subj ected to an oxygen treatnent and then to an enzyne
treatnment, is distinguished fromthe clained process by
a different sequential order of the enzyme treatnent
step and the first oxidation. Contrary to the
Respondent s’ opinion, this exanple does not destroy the
novelty of Claim1.

The second aspect is based on the fact that according
to docunent (2) the described treatnment with oxygen and
xyl anase may be acconpani ed by one or nore additional
treatnments, inter alia with chlorine dioxide or with a
m xture of chlorine and chlorine dioxide, either before
or between said oxygen and xyl anase treatnents or,
preferably, thereafter (page 4, line 52 to page 5,

line 7).
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Thi s discl osure does not, however, clearly and
unanbi guously descri be the particul ar conbi nati on of
reacti on stages where fromall suggested additional
treatment steps the internediate treatnment with
chlorine dioxide is selected and applied to the
particul ar sequence of initial enzynme treatnent and
subsequent oxygen treat nment.

Further, while stating that "the material resulting
fromat |east the oxygen and enzyne treatnents”

(page 5, lines 8 to 12, enphasis added) is subjected to
an al kaline extraction stage, docunent (2) does not
unequi vocal | y di scl ose such an al kaline extraction to
be also applied if the oxygen treatnment was preceded by
a treatment with chlorine dioxide, contrary to what is
mandatory in the process clained in the patent in suit.

Finally, the Respondents submtted that Exanple 5 of
docunent (2) anticipated the process of the patent in
suit. This exanple is a conparative one and not one
according to the invention taught in docunent (2). It
di scl oses the bl eaching of a xylanase treated pulp in a
so-called CD stage by a m xture of chlorine and

chl orine dioxide (page 10, lines 56 to 58), in which

t he amount of chlorine (2.14% exceeds by far that of
chlorine dioxide (0.09% contrary to what is required
for the process of the patent in suit. Any
consideration that this C D stage could be repl aced by
one of the "additional treatments” disclosed in
docunent (2) and, therefore, also by a treatnment with
(pure) chlorine dioxide is flawed since these
"additional treatnments” are only disclosed in relation
to the process invention of citation (2) and have no
connection to the conparative process of Exanple 5.
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Referring to page 4, lines 16 to 17 of citation (2),

t he Respondents al so argued that the oxygen containing
gas to be used in the oxygen treatnent stage of
docunent (2) could be chlorine dioxide, since the

nol ecul es of the latter contain oxygen. The Board
cannot accept this argunent. The respective passage
reads:

"In the process according to the present invention, the
treatment with xyl anase may precede the treatnment with
oxygen or an oxygen-containing gas."

There cannot be any doubt that the term oxygen denotes
a gas conposed of oxygen nol ecul es. According to norma
rules for construction of a technical text, a
particular termw |l maintain its nmeaning throughout
that text provided there is no information to the
contrary avail able. The Board is not aware of such
information nor did the Respondents point to any
passage in docunment (2) to that end. Therefore, the
term oxygen has the sanme nmeani ng as gi ven above
whenever it appears in docunment (2). It follows that
"oxygen-contai ni ng gas" denotes a gas containing

nmol ecul ar oxygen, perhaps al so containing, but not
consi sting of, chlorine dioxide. This finding is
corroborated by page 4, line 27 of citation (2), where
air, which is doubtless a gas containing nol ecul ar
oxygen is nmentioned as the only exanple of an oxygen-
cont ai ni ng gas.

The Board therefore concludes that the processes

di scl osed in docunment (2) differ fromthe clai med one

i nsofar as they include an oxidation treatnent prior to
any oxidation with a chem cal containing at |east 70 %
chlorine di oxide. For these reasons, the Board decides
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that the invention as set out in accordance with the
auxiliary request is not anticipated by the disclosure
of document (2).

3. The contested decision is, consequently, set aside.
Since the other grounds for opposition under
Article 100(a) EPC have not yet been considered by the
OQpposition Division, the Board exercises its discretion
under Article 111(1) EPC and remts the case to the

|atter for further prosecution on the basis of the
auxiliary request.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the Opposition Division for
further prosecution on the basis of Cainms 1 to 5 of
the auxiliary request.

The Regi strar: The Chai r man:

G Rauh P. Krasa
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