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Summary of Facts and Subm ssi ons
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Thi s appeal is against the rejection of the opposition
to European patent No. 308 979.

In the notice of opposition the opponent (now
appel l ant) had requested revocation of the patent in
its entirety on the grounds that the subject-nmatter of
the clains of the patent was not new and did not

i nvol ve an inventive step (Article 100(a) EPC) having
regard in particular to the following prior art
docunent s:

JP-A-62 137 718

D1: English translation of JP-A-62 137 718 filed by
appel | ant

D2: EP-A 0 098 307.

The patent has not been anmended. Claim 1, the sole

I ndependent claim reads as follows, the features of
the claimbeing |abelled in accordance with a schene
adopt ed by both parties:

"1l. A magnetic disc conprising (A a substrate and
magnetic | ayers which are forned on both surfaces of
the substrate and (B) conprises a sponge |ike structure
wi t hout anisotropy in circunferential direction (C) of
ferromagnetic netal powder, a liquid |ubricant and a

bi nder resin, wherein (D) the ferronmagnetic netal

powder conprises iron, has an average particle size of
0.1 top (sic) O4 pmand (E) is contained in the
magnetic |ayer in an anmount of 25 to 40 % by vol une,
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and (F) the lubricant is contained in the nmagnetic
| ayer in an anpbunt of 80 to 500 ny/nt. "

Oral proceedings were held before the board on
23 March 1999.

The appel |l ant argued essentially as foll ows:

The opposed patent did not include all the information
required to nake the clained magnetic disk. In
particul ar, the opposed patent totally ignored the

i nportance of the porosity and the pore size. The
phrase "w thout anisotropy in circunferential direction
of ferromagnetic powder"” in claiml was uncl ear and
coul d only mean gl obul ar nmagnetic particles. The |ack
of proper definition of the invention in the clai mnmade
the di sclosure of the opposed patent unclear also. It
was therefore necessary and justified to nake

cal cul ations to conpare the subject-matter of claim1l,
expressed in indirect terns such as vol %of iron-
contai ning ferromagnetic netal powder, with the
teaching of D1 which was expressed directly in the

rel evant quantities of porosity and pore size. The

pri macy of these paraneters was denonstrated in Table 1
of D1 which showed that decreasing the pore size

i nproved the high pass nodul ati on by reduci ng drop-outs
whereas too I ow a porosity led to poor durability
because of the reduction in |ubricant.

Features A to D were disclosed in detail in D1 as
foll ows:

- Feature A was disclosed in D1 at page 1, clains 1
and 5 in connection with page 30, lines 15 and 16
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whi ch taught that the coating filns were fornmed on
both sides of the base filmto produce doubl e-

si ded sanpl es.

- Feature B was disclosed in D1 at page 9, lines 10

to 14. Since the magnetic |ayer of D1 had been
subj ected to the sanme random orientation treatnent
as was used by the opposed patent (cf. page 3,
lines 19 to 33 of the latter docunent) feature B
was known from D1.

- D1 al so described feature C, cf. page 12, lines 8
to 21; page 2, claim9; page 5 I1Il to page 6, 1YV,
page 10, line 7 to page 11, line 24; and page 30,
lines 11 to 22.

- Feature D was disclosed on page 12, lines 8 to 21
in connection with page 14, lines 4 to 9 in DL.
The iron alloy needl e magneti c powder of nagnetic
coating conposition 2 - see D1, page 28 - also had
an average particle size within the range
specified in feature D.

Hence features Ato D at |least were explicitly
di scl osed in D1 and belonged in the prior art portion
of a claimproperly delimted with respect to D1.

Furthernore features E and F were at least inplicitly
di scl osed by D1 for the follow ng reasons:

As regards feature F the lubricant content of

exanple 13 in Table 1 of D1 could be calculated to be

of the order of 280 ng/nt (cf. page 10 of the opposition
statenent). The proprietor's criticismof that
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cal cul ati on based on the argunent that it did not take
i nto account l|ubricants present in the binder and
magneti c particle conpositions was not valid since even
if a higher fatty acid nodified silicone oil acted as
an additional l|ubricant the density of the total

| ubricant was not significantly changed since the

nodi fied silicone oil had a density in or about the
range of oleic acid or oleyl oleate. The cal cul ated

val ue of the lubricant content of exanple 13 woul d
therefore in any case lie within the wide range (80 to
500 ng/nt) specified in feature F of the opposed patent.
This feature was therefore at least inplicitly

di scl osed in exanple 13 of Dl for the person skilled in
the art.

As regards feature E, the volune content of the iron
al | oy needl e magneti c powder of exanple 13 of Table 1
of D1 had been cal culated as 23.7 % by vol une (cf.
pages 7 to 9 of the opposition statenent) using as
specific gravity of the iron-containing ferromagnetic
nmet al powder the value 6.3 nentioned in the opposed
patent at page 5, line 35. This cal cul ated val ue of
23. 7% just failed to fall explicitly within the clai ned
range of 25 to 40% However, exanple 13 should not be
read in isolation but in the context of the genera
teaching of D1 (cf. decision T 332/87 dated 23 Novenber
1990, not published in Q3 EPO reasons 2.2), in
particul ar the general teaching derivable from Table 1
that reduced pore size led to enhanced electrica
performance. The paragraph bridgi ng pages 27 and 28 of
D1 indicated a variation of the mxing ratio of binder
to magnetic powder to obtain nedia with different
magnetic | ayer porosities. This indication had to be
read in the |ight of page 10, lines 4 to 6 which
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di scl osed that the anpbunt of magnetic powder shoul d
range from 100 to 900 preferably from 150 to 600 parts
by wei ght, per 100 parts by wei ght of the binder. For
magneti c coating conposition 2 described in D1,

page 28, the ratio of nmagnetic powder to the binder
conpound shoul d therefore be at least in a ratio of 1:1
for the preparation of sanple 13 in Table 1. If further
sanples with different m xing ratios of binder and
magneti ¢ powder were prepared the anount of the
magneti c coating conposition 2 would have to be
increased fromat least 1:1 up to 9:1, preferably
between 1,5:1 to 6:1. Conparison of exanples 9 and 13
of Table 1 al so suggested that sanple 13 m ght have
better durability if the porosity was decreased, i.e.

if the volune content of the iron-containing
ferromagnetic netal powder was increased. A nmagnetic
coating conposition in which the anount of the magnetic
powder was slightly higher than that of exanple 13
woul d have an iron-containing ferromagnetic netal

powder in an anmount lying wthin the range disclosed in
feature E of the contested patent. Feature E was
therefore inplicitly disclosed by DL because the latter
docunent taught the person skilled in the art not just
the specific values of exanple 13 but the appropriate
variations to achi eve specific design choices, e.g.
with regard to electrical performance and durability.

It was inportant to note that the above argunent was
not an anal ysis based on hindsight. On the contrary,
the inventors of the opposed patent had effectively
reworded the disclosure of DL using the paraneters "%
by volune" and "g/nt" instead of "m xture ratio" and
"porosity", thus necessitating and justifying the above
cal cul ati ons.
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The subject-matter of claim 1l was accordingly not new,
or alternatively, if the above argunent on feature E
was not accepted, did not involve an inventive step
since the person skilled in the art, starting from
exanple 13 of Table 1 of D1 would vary the conposition
I n accordance with the general teaching of that
docunent so as to solve the problem of achieving
enhanced durability while retaining good electrica
recordi ng characteristics and thus arrive, as expl ai ned
above, at a magnetic disk within the terns of claiml.
In this connection it should be noted that D1 and the
opposed patent addressed the sane problem cf. D1,
page 4, at the bottom ("...enhancing durability.."),
and the opposed patent at page 2, line 20 ("..to
provide....excellent durability").

The respondent objected to the introduction of a new
ground of opposition (insufficiency - Article 100(b)
EPC) and argued essentially as follows:

D1 disclosed feature A but the respondent did not
accept that any of the remaining features of claim1l
were disclosed. In particular feature E was neither
known nor derivable fromDl. DL and in particular
exanple 1 referred to three different nmagnetic coating
conpositions and did not allow a proper recal cul ation
of the material to rework those exanples. The specific
gravity and the conposition of the iron alloy needle
magneti c powder were not known. The paragraph bridging
pages 27 and 28 pointed to Table 1 and the severa

di fferent sanples which were prepared by varying the
magnetic field treatnment and the mxing ratio of the
bi nder and magnetic powder in order to obtain nedia
havi ng different magnetic | ayer porosities. However,
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neither Table 1 nor any of the series of sanples

i ndi cated the specific weight ratio of the binder and
the magnetic powder. Thus, it was not possible to
rework the conpositions in order to evaluate the
correctness of the data given in Table 1.

The description of D1 taught that a magnetic recording
medi um having a magnetic | ayer containing a needle
magneti c powder and a binder on a nonmagnetic substrate
shoul d have appropriate porosity and pore areas. The
pores should preferably be filled with a lubricant. D1
did not recognise the inportance of the volune % of the
i ron-containing ferromagnetic netal powder for inproved
el ectrical performance and durability.

The appel | ant requested that the decision under appea
be set aside and that the patent be revoked.

The respondent requested that the appeal be dism ssed.

Reasons for the Deci sion

1

1013.D

The appeal is adm ssible.

The issues in this appeal are novelty and inventive
step with respect to the prior art docunent D1. In
order to succeed the appellant nust at |east show that
a magnetic disk having feature Eis either old or
obvious. Since it is clear fromthe subm ssions of the
parties that this feature is critical the board will in
the first place confine itself to consideration of
novelty and inventive step in relation to this feature
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of the clained disk, since consideration of other
features is not necessary if the appellant does not
succeed on this critical feature.

Novel ty

The appel |l ant has sought to show that D1 discl oses a
magneti ¢ recordi ng nedi um havi ng i ron-containi ng
ferromagnetic nmetal powder "contained in the nmagnetic

| ayer in an anmpbunt of 25 to 40% by vol une" as specified
inclaiml (feature E) by cal culating the vol unme % of
iron-containing ferromagnetic netal powder present in
exanpl e 13 of Table 1 of D1. In the judgenent of the
board the disclosure of D1 does not permt this
calculation to be carried out directly and

unanbi guously. The instructions given at pages 28 to 29
of D1 for making "Magnetic coating conposition 2" - the
conposition used in exanple 13 - do not specify a
magneti ¢ powder to binder ratio. The proportions by

wei ght of the iron alloy needl e nagneti c powder proper,
t he di spersant, and the solvent are |isted and a m xi ng
procedure is described for these nmaterials. The

descri ption proceeds:

"Separately, a binder conmpound was prepared by fully
m xing the following ingredients into a solution."”
There follows a list of six materials with their
respective parts by weight and then the conmment:

"They were thoroughly m xed with the nagnetic powder
m xture for one hour in a high speed m xer. The

resul ting magnetic coating conposition was mlled and
di spersed for four hours using a sand m|ll."



3.2

1013.D

-9 - T 0993/ 96

The only reference in DL to the nagnetic powder/ bi nder
ratio in quantitative terns is the general teaching at
page 10:

"I n the present invention, the anpbunt of magnetic
powder ranges from 100 to 900 parts by weight, and
preferably 150 to 600 parts by wei ght, per 100 parts by
wei ght of the binder."

In the calculation nmade at pages 7 to 9 of the
opposition statenent which resulted in a value of 23.7
vol % which is just belowthe lower Iimt of 25%in
claim1, the appellant tacitly assunmed that the parts
by wei ght given in the separate lists of ingredients
for magnetic powder and bi nder respectively were on a
comon parts by weight scale. The board agrees with the
respondent that this assunption is of doubtful

validity. In the judgenent of the board the disclosure
of D1 is at best anbiguous on this point. It has to be
borne in mnd that D1 is primarily a teachi ng about
pore surface area, porosity and |ubricant content which
is why the nunerical data in the exanples of Table 1
relate to these paraneters. Although D1 includes the
statenent at pages 27/28. "As shown in Table 1, severa
di fferent sanples were prepared by varying the magnetic
field treatnent and the mxing ratio of the binder and
magneti c powder in order to obtain nedia having

di fferent nmagnetic |ayer porosities."”, neverthel ess the
reader is not instructed to use a specific magnetic
powder/ bi nder ratio to reproduce the respective
exanples in D1, ie to achieve a given pore surface
area, porosity or lubricant content. It is therefore
not possible to reverse engi neer these exanples so as
to determ ne the nagnetic powder/binder ratio and a
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fortiori it is not possible to determ ne unanbi guously
the vol % of iron-containing ferromagnetic netal
powder .

The respondent al so contests the use in this
calculation of the specific gravity value of 6.3 -
taken fromthe opposed patent - for the iron all oy
needl e magnetic powder specified in D1. Again the board
agrees that such an assunption goes beyond the direct
and unanbi guous di sclosure of D1 - even for the person
skilled in the art -, since different alloys will in
general have different specific gravities.

On both the above points - magnetic powder/binder ratio
and iron all oy needl e nmagneti c powder density - the
board judges that the assunptions underlying the
appel l ant's cal cul ati on belong nore in the real m of
what the person skilled in the art could possibly

surm se than what that person woul d understand as
explicitly or inplicitly disclosed in DI1.

This applies with even greater force to the variations
in the assuned nmagneti c powder/binder ratio that the
appel lant relies on to bring the cal cul ated val ue
explicitly wwthin the cl ai med range. The appel | ant
sought to justify this by invoking the general teaching
at page 6 in D1 of a porosity range from5 to 30%
preferably 15 to 30% to vary the porosity of 25%
specified in exanple 13 of Table 1, citing decision

T 332/ 87 as support for the proposition that the
specific disclosure of an exanpl e could be conbi ned
wWith the general teaching in the sane docunent.
However, as was noted in that decision at point 2.2 of
the reasons, this is justified "provided that the
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exanpl e concerned is indeed representative for the
general technical teaching disclosed in the respective
docunent”, so that a generally taught feature (in

T 332/ 87 use of an adhesive in conbination with a
filler) was to be regarded as taught for the specific
exanples (in T 332/87 adhesive conpositions) even when
this feature was not explicitly repeated in the
specific disclosure of the exanples. In the judgenent
of the board, the general technical teaching of a
porosity range of 5 to 30%in D1 cannot be regarded in
this way as a feature which is taught for the specific
exanpl e 13 because varying the porosity in this way
woul d be in conflict with its status as a specific
exanpl e having, in addition, other specific
conpositional features and yielding specific
perfornmance characteristics. The rule derivable from
T 332/ 87 (reasons, 2.2) is an aid to construing the

di scl osure of a specific exanple but is not a |icence
to generate new and further exanples to create a
further specific disclosure.

The board concl udes therefore that the appell ant has

not shown that D1 discloses a magnetic recordi ng nedi um
havi ng iron-contai ning ferromagnetic netal powder
contained in the magnetic layer in a specific anount
which falls within the range of 25 to 40% by vol une
specified in claim1l (feature E)

Hence t he appel |l ant has not shown that the nmagnetic
di sk of claim1 of the opposed patent |acks novelty
with respect to DL.
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I nventive step

The appel l ant argues that even if feature E is not
implicitly disclosed in D1 it is neverthel ess obvious
for the person skilled in the art to nodify the
magneti ¢ recordi ng medi um di scl osed in exanple 13 of
Table 1 of D1 by reducing the porosity fromthe
specified value of 25%to a val ue of about 20%in
accordance with the general teaching in D1 of a
preferred range of 5 to 30% nore preferably 15 to 30%
thus arriving at a nmedi um having an iron-containing
ferromagnetic nmetal powder vol % w thin the range of
feature E of claiml.

It is common ground that D1 and the opposed patent both
address the problem of enhanced durability of a
magneti c recordi ng nedium Wereas it is plausible that
the person skilled in the art, starting fromD1l, would
seek further to enhance durability by varying the
paraneters of the exanples in DL - this being a routine
devel opnent activity - the board is not persuaded that
exanpl e 13 woul d be an obvious starting point. It is
true, as the appellant argues, that a study of Table 1,
in particular exanples 7, 9, 10 and 13, leads to the
conclusion that | ower porosity is associated with
better durability so that some inprovenent m ght be
expected by reducing porosity in sone of the exanples.
Exanpl es 9, 10 and 15, however, have better durability
than exanple 13 and woul d therefore, absent hindsight,
represent nore plausible starting points. In particular
exanpl e 9, which does not contain any iron, has not
only better durability but also superior electrical
characteristics. The only reason that the board can see
for choosing exanple 13 in preference to better
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exanples is that it has - on certain assunptions (cf.

t he di scussion of novelty above) - a vol %of iron-
contai ning ferromagnetic netal powder which is closer
to the range specified in feature E of claim1 than any
of the other exanples. However, this is a reason which
depends on know edge of the opposed patent and cannot
fairly be adduced in argunment on inventive step.

At a nore general |evel the appellant alleges that the
opposed patent is a nere refornulation of the teaching
of D1 using different paranmeters, in particular using
vol % of iron-containing ferromagnetic netal powder

i nstead of porosity. The board is not persuaded of the
reasonabl eness of this allegation given that only one
of the magnetic conpositions taught in Dl includes an
iron alloy and that in the case of that conposition, as
in the case of the other conpositions nentioned in D1,
the lack of precise disclosure of a |ink between
magneti ¢ powder/ bi nder m xing ratios and porosity of
the final product renders it inpossible to nmake such a
conversion of paraneters in a systematic way.

The above allegation is linked to the appellant's
contention that the subject-matter of claim 1 does not

i nvol ve an inventive step because there is in fact no
enhanced durability coterm nous with the range cl ai ned
and in particular no inprovenent over D1. In the
judgenent of the board, the appellant has not

di scharged the burden of proof that rests on the party
maki ng such an allegation. Gven that the parties
differ on the question of conparing the results of the
durability tests described in the opposed patent and in
D1 respectively, experinments using a common test
procedure woul d be necessary to resolve the question in
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di spute. Absent convincing results from such
experinents there can be no question of revoking the
patent on the basis of the appellant's allegation.

5. The board therefore concludes that the appellant has
not shown that the magnetic disk of claim1l of the
opposed patent is either old or obvious having regard
to the cited prior art and that accordingly the ground
of opposition pursuant to Article 100(a) EPC does not
prej udi ce the mai ntenance of the opposed patent in
unamended form

6. The appel |l ant al so argued at the oral proceedings
before the board that the opposed patent did not
di scl ose the invention in a manner sufficiently clear
and conplete for it to be carried out by a person
skilled in the art. The respondent did not agree to the
i ntroduction of this new ground of opposition
(Article 100(b) EPC) and accordingly, follow ng point 3
of the opinion of the Enlarged Board of Appeal G 10/91
Q) EPO 1993, 420 the board cannot consider such ground
W t hout exceeding its jurisdiction. Simlarly, under
the EPC, the board has no jurisdiction in relation to
the appellant's allegation that claim1l of the opposed
patent is not clear, Article 84 EPC having no
counterpart in Article 100 EPC

O der

For these reasons it is decided that:

The appeal is dism ssed.

1013.D



- 15 - T 0993/ 96

The Regi strar: The Chai r man:

M Ki ehl W J. L. \Weeler
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