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Summary of Facts and Subm ssi ons

1226.D

Eur opean patent No. O 380 666, based on application
No. 88 908 351.5, was granted on the basis of 8 clains
conprising a product claimw th six dependent clains
and a use claim

Notice of opposition was filed against the granted
patent by the appellant.

The patent was opposed under Article 100(a) EPC for
| ack of novelty and |lack of an inventive step and
because the use claimconcerned a nethod for

t her apeutical treatnent.

The foll ow ng docunments were cited inter alia during
t he proceedi ngs.

(1) US-A-4 503 569

(2) US-A-4 665 906

(8) US-A-4 553 545

The interl ocutory decision of the Opposition Division
posted on 5 August 1996 established that the patent
could be maintained on the basis of claim1l as anended
during the oral proceedings on 25 June 1996, of the
dependent clains 2 to 7 as granted and of the
accordingly adapted description.

Said anended claim 1 reads as foll ows:

"1l. An instrunment for retaining a desired inner
di anmeter of a tubular organ lumen (11) conprising a
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cylindrical nenber (10;20;30,40) nmade of a

uni directional shape nenory all oy whose transformation
tenperature is higher than the tenperature of a living
body in which the cylindrical nenber is to be placed,
characterized in that said cylindrical nenber
(10; 20; 30;40) is radially expandable at said desired

i nner dianeter by an external force at said tenperature
of said living body, and in that the expanded
cylindrical menmber is contractable to its basic phase
when heated to said transformation tenperature, the
outer diameter of said contracted cylindrical nmenber in
its basic phase being smaller than said inner dianeter
of said tubular organ |unmen (11)."

The Opposition Division took the view that the patent
in suit nmet the requirenents of Articles 52(1), 54 and
56 EPC.

As regards novelty, the Opposition Division was of the
opinion that the clained instrument was novel over
docunent (1) because the outer dianeter of the
cylindrical menmber, in its basic phase, was snaller
than the dianmeter of the tubular organ |unmen whereas it
was approxi mately equal to the dianmeter of the tubular
organ lunmen in said docunent.

Accordingly, the conpliance of the main claimwth
Article 54 EPC was acknow edged by the Opposition
Di vi si on.

The Opposition Division also concluded that it was not

obvious for a skilled person to choose the dianeter of

the cylindrical nmenber and its properties as defined in
claim1 in order to solve the problens of renoving and

shifting the instrunment in a tubul ar organ.



1226.D

- 3 - T 0941/ 96

In fact, the nost rel evant docunents (1) and (2) were
silent about these problens.

The appel | ant (opponent) | odged an appeal against the
sai d deci sion

Oral proceedings were held before the Board on 13 Apri
2000, during which auxiliary requests 1 to 4 were
submtted by the respondent.

The main request corresponds to the version of the
clainms as allowed by the Opposition Division, wherein
the wording in claiml, line 7, "at said desired inner
di anmeter” has been corrected to "to the desired inner
di aneter” as agreed by the parties. (Enphasis added).

| ndependent claim1 of the first subsidiary request
r eads:

"1l. An instrunment for retaining a desired inner

di aneter of a tubular organ lumen (11) conprising a
cylindrical nenber (10;20;30,40) nmade of a

uni directional shape nenory all oy whose transformation
tenperature is higher than the tenperature of a living
body in which the cylindrical nenber is to be placed,
characterized in that said cylindrical nenber
(10; 20; 30;40) is radially expandable to said desired

i nner dianeter by an external force at said tenperature
of said living body, and in that the expanded
cylindrical menmber is contractable to its basic phase
when heated to said transformation tenperature, the
outer diameter of said contracted cylindrical nmenber in
its basic phase being smaller than the inner dianeter
of said tubular organ lunmen (11), in conbination with
an indwel ling balloon catheter (50) having an
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expandabl e bal l oon (51) at its distal end capabl e of
applying said external force to said cylindrical nenber
(10; 20;30;40) fitted thereon in a contracted state and
causi ng said radial expansion of said cylindrical
menber, said balloon (51) conmunicating with a path
(23) for a balloon expanding solution.” (Enphasis
added) .

The dependent clainms 2 to 7 correspond to clainms 2 to 7
as grant ed.

The subm ssions of the appellant both in the witten
procedure and at the oral proceedings can be summari sed
as follows:

The appellant first argued that the oral proceedings
during the opposition procedure suffered froma
substantial procedural violation. It further naintained
t he grounds of opposition under Article 100(a) EPC as
to the lack of novelty and inventive step of the patent
In sult.

As regards the alleged procedural violation, the
appel l ant stated that it was surprised by the

i nt ernedi ate deci sion of the Qpposition D vision
because the clains which it was deci ded were inventive
were not the subject-matter which had been di scussed
before the proceedi ngs were closed for deliberation. It
t herefore requested the rei nbursenent of the appeal
fee.

As regards the question of novelty under Article 54
EPC, the appellant took the viewthat all the features
of claim1l of the patent in suit were disclosed by
docunent (1).
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As regards the assessnent of inventive step, the
appel l ant contended that the subject-matter of claiml
of the patent in suit was obvious over the teaching of
docunent (1), taken alone or in conbination with
docunent (2) or docunment (8), as well as over the
conmbi nati on of docunent (8) w th document (2).

Inits view, the skilled person, knowing fromhis
general know edge that coils were nechanically
expandabl e, woul d wi thout any inventive step choose a
cylindrical nenber of shape nenory alloy as described
in (1), which in its nenorised shape had a di aneter
such that it could be inserted into the organ | unen and
renoved t herefrom

In that respect, the skilled person woul d noreover
clearly learn fromdocunent (2) that nedica

i nstrunments made of shape nmenory alloys were heated in
order to deformthem back to a renovabl e shape.

As an alternative argunent, the appellant maintained
that, having regard to the teaching in docunent (8)
di sclosing that instrunments for retaining the inner
di aneter of a tubular organ lumen with a dianmeter
smal l er than the bl ood vessel were nechanically
expanded in order to be placed wthin the bl ood vessel
and nmechanically reduced in order to be renoved
therefrom the skilled person would w thout an

i nventive step choose a cylindrical nenber of shape
menory alloy as described in (1), which inits
menori sed shape had a dianeter such that it could be
inserted into the organ |unmen and renoved therefrom

The appel lant argued finally that, starting from
docunent (8), the skilled person would noreover clearly
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| earn fromdocunent (2) that nedical instrunments nmade
of shape nmenory alloys were heated in order to deform
t hem back to a renovabl e shape.

The respondent’'s argunents subnmitted both in the
witten procedure and at the oral proceedings can be
summari sed as foll ows:

In the respondent's view, the subject-matter of claiml
of the patent in suit was novel over docunent (1)
because the outer dianeter of the cylindrical nenber,
inits basic phase, was snaller than the dianeter of

t he tubul ar organ | unen, whereas it was approximtely
equal to the dianmeter of the tubular organ lunmen in
said docunment. In addition, it argued that the stent of
docunent (1) had a nenory to expand whereas the stent
of the contested patent had a nenory to retract. It
contended that these different physical properties
inplied that the alloys were different as regards their
constitution.

The contested subject-matter al so involved an inventive
step over docunents (1), (2) and (8) because the

probl ens solved by the subject-matter of the patent in
suit, ie the problens relating to the provision of an
easily renovabl e and di spl aceabl e i nstrunent for
retaining the inner dianeter of a tubular organ, had
not been identified in this prior art.

The respondent further pointed out that nothing in
docunent (1) suggested using a unidirectional shape
menory alloy as defined in claim1l of the contested
patent and that the skilled person would not be
pronpted to conbi ne that docunent either w th docunent
(2), as it taught a contraceptive device which was
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conpletely different fromthe cylindrical stent of the
contested patent, or with docunent (8), as this latter
docunent did not disclose devices using shape nenory
al | oys.

Mor eover, the respondent contended that the conbination
of docunment (1) with docunent (2) would not result in
the features of the subject-matter of claim1 since
none of these docunents disclosed a cylindrical elenent
whi ch was expandabl e at the desired inner dianeter by
an external force. The sane applied to the conbination
of docunment (1) with docunent (8) since the latter
docunent woul d not suggest renoving the stent by heat
appl i cation.

The appel | ant requested that the decision under appeal
be set aside and that the European patent be revoked.

In case the Board was prepared to allow the
respondent’'s mai n request, the appellant requested that
t he question of law, which it submtted during oral
proceedi ngs before the Board, be referred to the

Enl arged Board of Appeal ie "is a product claimwhich
defines by functional |anguage a behavi our of a product
at different conditions, which allow a new use of this
product, novel even if the product per se was known?".
In the case of remittal to the departenent of first
instance, it requested a decision in its favour on the
apportionment of costs. In addition, it requested that
t he appeal fee be reinbursed.

The respondent requested that the appeal be dism ssed
and that the patent be maintained in the version

all owed by the Opposition Division with the amendnment
inclaiml, line 7 as submtted during the oral
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proceedi ngs before the Board.

Al ternatively, it was requested that the case be
remtted to the departenent of first instance for
further prosecution on the basis of the four subsidiary
requests submtted during the oral proceedings.

Reasons for the Decision

2.2

2.2.1

1226.D

The appeal is adm ssible.

Mai n request

Article 123 EPC

There are no objections on the basis of Article 123(2)
and (3) EPC to the set of clains of the main request
since the anendnents to the clains are adequately

di sclosed in the original description and do not extend
t he protection conferred when conpared to the clains as
granted. This was not contested by the appellant.

Novel ty

Si nce docunent (1) has been cited as prejudicial to the
novelty of the subject-matter of the patent in suit it
is necessary to discuss this matter in detail.

Docunent (1) discloses a graft prosthesis useful for
pl acenent within the body passageway, which is a

t ubul ar shaped coil of wire made of a shape nenory
Nitinol®alloy with a transition tenperature in the
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range of 115-125 degrees Fahrenheit (46-52°C)
(Figure 2, colum 2, lines 36 to 38, and colum 3,
lines 17 to 24).

Accordingly, an instrument for retaining a desired

i nner dianeter of a tubular organ |lunmen conprising a
cylindrical menmber nmade of a unidirectional shape
menory all oy whose transformation tenperature is higher
than the tenperature of a living body in which the
cylindrical nenber is to be placed is known fromthis
docunent .

It remains therefore to exam ne whether the cylindrical
menber described in (1) can be radially expanded to
said inner dianeter by an external force at said
tenperature of said living body, and whether the
expanded cylindrical menber is contractable to its
basi ¢ phase when heated to said transformation
tenperature, the outer dianeter of said contracted
cylindrical nenber in its basic phase being snmaller
than said inner dianmeter of a tubular organ | unen.

The Board notes that the material of the cylindrical
menber of the contested patent is also a stent of N -Ti
al l oy having the sanme transformation tenperature and

t he sane shape as the one used in (1) (Figure 1B
colum 6, lines 6 to 12).

The Board is therefore convinced that the stent of
docunent (1) is also radially expandable to said inner
di aneter by an external force at said tenperature of
said living body. To a certain extent, this feature is
noreover a priori inherent to any cylindrical nenber of
a shape nenory alloy which has a coil-Ilike body under
normal tenperature and expansi on conditions.
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As regards the last feature, it is also clear that the
shape nmenory alloy stent of docunent (1), which has
been nechanically deforned to an expanded state
exceeding the dianeter of its basic phase, wll
contract back to its basic phase when heated to its
transformation tenperature as this is precisely the
very property of these alloys. It also goes w thout
saying that, for a given stent as described in (1),

t here are many tubul ar organs having an inner dianeter
| arger than the diameter of said stent in its phase.

Accordingly, the stent disclosed in docunent (1) has
all the features required by claim1l of the main
request.

The Board agrees that, in relation to a particul ar

t ubul ar organ, the stent of the prior art is used
differently. A novel use of a known device cannot
however, as a rule, provide novelty of the device per
se.

The Board cannot agree with the respondent’'s view that
the stent of the contested patent was novel because it
had a dianeter in its basic phase snmaller than the

i nner dianeter of the tubular organ | unen whereas the
stent of (1) had a dianmeter which was equal to the
organ | unen

As a matter of fact, this relative feature depends
nmerely on the choice of the tubular organ. As it is
clear that a given cylindrical stent according to
docunent (1) can also be placed in a tubular organ
havi ng an inner diameter |arger than the dianeter of
the stent in its basic phase, the prior art stent
cannot be distinguished fromthe stent of the contested
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patent on the basis of its dianeter in its basic phase.

Nor can the Board accept the argunent that the prior
art stent and the stent of the contested patent nust be
chemcally different because they have opposite
nmenories, ie a nmenory to expand and a nenory to retract
respectively.

According to docunent (1) the stent is prepared so as
to return to a single predeterm ned nmenori sed
structural configuration when heated to its
transformation tenperature (colum 3, lines 44 to 51).
Thi s phenonenon, which is the very property of the
menory shape all oys, is obviously independent of the
type of structural deformation which the stent nade of
such an alloy m ght have undergone before being heated
to said tenperature.

I n ot her words, when the dianeter of the cylindrical
stent is expanded above its nmenorised shape, it wll
retract to said shape upon heating at the
transformation tenperature, whereas when it is shrunk
bel ow said shape, it will expand. Accordingly, the
prior art stent and the stent of the contested patent
do not have opposite nenories. Rather, the nenory
status of the stent when used for a specific purpose
depends on the manner in which it was treated before.
Such treatnent does not destroy the stent's ability to
return to the other status of its nmenory.

Finally, the Board does not share the respondent's

al l egation that docunment (1) may al so concern a

bi di rectional shape nenory all oy possessing a second
menori sed shape instead of a unidirectional one,
because it nentioned that the stent retained its basic
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shape unless it was cool ed below a certain tenperature
(colum 3, lines 61 to 66).

As a matter of fact, it is clear fromthe nmethod of
preparation of the stent and from many ot her passages
of the description that the shape nenory all oy of
docunent (1) has a single transformation tenperature
and that it is therefore a unidirectional shape nenory

alloy (colum 3, lines 44 to 54 and eg, colum 2,
line 44, colum 3, line 21, colum 4, |line 30, and
line 66, and colum 5, line 17).

In fact, the passage referred to by the respondent
means nerely that the basic shape of the stent can only
be changed at a tenperature below the transformation
tenperature, ie at a tenperature at which the specific
basi ¢ phase crystalline structure of the nmenory all oy
changes.

In conclusion, the subject-matter of claim1l of the
mai n request | acks novelty under Article 54 EPC.

Under these circunstances, there is no need to refer
the question of |law submtted by the appellant to the
Enl ar ged Board of Appeal

First auxiliary request

Adm ssibility

The subject-matter of independent claim1l of the first
auxiliary request differs fromclaim1l of the set of
clainms of the main request in that the functional neans
produci ng the external force necessary to expand the
cylindrical menber as recited in the clains are now
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specified as being an i ndwelling balloon catheter.

The Board notes that this subject-matter, ie the

conbi nation of a cylindrical nmenber with an indwelling
bal | oon catheter, is still within the scope of the
preanbl e of claim 1l as maintai ned, because this claim
was directed to an instrument conprising a cylindrical
menber and because the conbination of the cylindrical
menber with an external tool for expanding its dianeter
was inplicit fromits wording, ie "said cylindrica
menber (10, 20, 30,40) is radially expandable to said
desired inner dianmeter by an external force".

In addition, the subject-matter of claim1l of the first
auxi liary request, claimng the conbination of the
cylindrical nenber with a very specific nmeans for

appl ying an external force, constitutes a limtation of
the scope of the clains of the patent as anended
according to the interlocutory decision. The Board
accepts that this [imtation is a consequence of the
novel ty objection and therefore, does not agree with
the respondent’'s view that this set of clains could
only be allowed if the respondent had hinself filed an
appeal .

Accordingly, the Board judges that this set of clains
fulfils the requirenments of Rule 57a EPC.

Article 123 EPC

There are no objections on the basis of Article 123(2)
and (3) EPC to the set of clains of the first auxiliary
request since the additional features are adequately

di scl osed by the original description and do not extend
t he protection conferred when conpared to the clains as
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granted. This was not contested by the appellant.

3.3 Remttal to the departenent of first instance

3.3.1 Although Article 111(1) EPC does not guarantee the
parties an absolute right to have all the issues in the
case considered by two instances, that may well be
appropriate as regards essential issues. Hence, cases
are often referred back, if essential questions
regarding the patentability of the clained
subj ect-matter have not been exam ned and deci ded by
t he departnent of first instance.

In the present case, the subject-matter exam ned during
t he grant proceedi ngs and during the opposition
proceedings related to a single device, ie a
cylindrical menmber having the properties as defined in
t he product claim

The rel evance of the conbination of this device with a
specific means for expanding it has therefore never
been assessed.

In view of the Board' s decision to reject the main
request for lack of novelty of the cylindrical nenber,
t he conbination of this cylindrical nmenber with an
i ndwel I'i ng bal |l oon catheter now falls to be considered
as an essential substantive issue in the present case.

It should be added that the respondent had al ready
presented this first auxiliary request to the
Qpposition Division as an auxiliary request during the

opposi ti on proceedi ngs.

3.3.2 1In view of the above the Board has reached the

1226.D Y A
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conclusion that, in the circunmstances of the present
case, it is appropriate to remt the case to the
Qpposi tion Division.

Apportionnent of costs

I n support of the request for apportionnent of costs it
was submitted that it was unfair for the appellant to
have to bear additional expenses arising fromthe
remttal of the case, which resulted fromthe
anmendnents made by the respondent. Such a line of
argunent is not sufficient to justify an apportionnment
of costs. According to the general rule, each party to
opposi tion proceedi ngs nust neet its own costs. An
exception to this principle in the formof an
apportionment of costs is made if costs arise from

cul pabl e actions of an irresponsible nature (see the
decisions cited in Case Law of the Boards of Appeal of
the EPO, 3rd ed. 1998, VII.C 13.3). Such a case has not
even been alleged by the appellant. The fact that the
auxiliary requests have not yet been exam ned by the
Qpposition Division is not due to a negligent course of
action by the respondent. Although the auxiliary
requests were filed in their present formin appeal
proceedi ngs, simlar requests had already been filed in
the proceedings at first instance.

Rei mbur senent of the appeal fee

The request for reinbursenent of the appeal fee was
based on the appellant's allegation that in the oral
proceedi ngs before the Opposition Division there was no
opportunity to comrent on the question of inventive
step concerning claim1 in the version as all owed
before the deci sion was taken.
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This allegation is not confirmed by the facts apparent
fromthe file.

The claimin question was filed as an auxiliary request
in response to the comruni cati on acconpanyi ng the
sunmons to the oral proceedings. Inits witten
response, the appellant submtted that the novelty
objection to claim1 in the version of the main request
al so applied to claim1 in the version of the auxiliary
request w thout adding anything in respect of inventive
step relating to the auxiliary request.

The m nutes of the oral proceedings report that the
chai rman of the Opposition Division announced t hat
claiml1 in the versions of the main request and of the
auxiliary request would be dealt with together, in
respect of novelty and inventive step, in the course of
t he proceedings. This was not contested by the

appel lant. Furthernore, the mnutes reflect the

di scussi on on novelty and the concl usion of the
OQpposition Division that claim1 in the version of the
mai n request was consi dered novel. The m nutes then
reflect the discussion on inventive step w thout

di stingui shing between the nmain request and the
auxiliary request. After deliberation, the Division
announced in its decision that claim1 according to the
mai n request did not involve an inventive step, whereas
claim1 in the version of the auxiliary request did.

The deci sion under appeal deals with the question of
inventive step in point 4 of the grounds for the
deci si on. Having considered the respective argunments of
the parties, it concludes that claiml in the version
of the main request does not involve an inventive step.
Referring to the additional feature in claim1 in the
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version of the auxiliary request, nanely that " the
expanded cylindrical menber is contractable to its
basi ¢ phase when heated to said transformation
tenperature”, it quotes the opponent's argunents in
point 4.4.1, deals with them and conmes to the
conclusion that the subject-matter of claiml1l in this
version involves an inventive step (point 4.4.4).

5.3 It follows therefromthat the Opposition D vision took
account of argunments submtted by the appellant in the
oral proceedi ngs concerning the inventive step of
claiml1l of the auxiliary request. The QOpposition
Di vision was not obliged in the oral proceedings to
di scuss inventive step for both requests separately so
| ong as the envisaged structure of the discussion was
clear to the parties. Taking account of the initial
announcenent of the chairman (point 5.2.2 above), the
appel lant had to reckon with the possibility that after
t he di scussion on inventive step was cl osed for
del i beration by the Division, the discussion would not
be reopened. If there was anything nore which the
appel l ant wi shed to add in respect of inventive step,
it should have asked for an opportunity to do so before
t he di scussi on was cl osed.

5.4 Hence, it has not been established that the appellant's
right to be heard was viol at ed.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

1226.D
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2. The respondent’'s main request is rejected.

3. The case is remtted to the departnent of first
i nstance for further prosecution.

4. The appel lant's request for apportionnent of costs is
ref used.
5. The appel lant's request for reinbursenent of the appeal

fee is refused.

The Regi strar: The Chai r man:

M Dai nese P. A M Lancgon

1226.D



