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Summary of Facts and Submn ssions

0508. D

The nention of grant of European patent No. 0 259 842
in respect to European patent application

No. 87113130.6, filed on 8 Septenber 1987 and cl ai m ng
a US priority of 9 Septenber 1986 (US 905593) was
publ i shed on 24 Novenber 1993 (Bulletin 93/47).
Claim1l read as foll ows:

"An adhesi ve conposition conprising an aqueous pol yner
enmul sion, characterized by the conbi nati on of water
and 30-60% by wei ght of a polynmer conprising at |east
1 vinyl nononer wherein at |east 40% of said vinyl
mononer is an al kyl acrylate or al kyl nethacryl ate,
and characterized in that said polymer is prepared by:
(a) polynerizing a first nononer charge conprising at
| east one vinylic nononer selected fromthe group
consi sting of styrene, al pha nethyl styrene,
tetraet hyl ene glycol diacrylate, hydroxyethyl

nmet hacryl ate, nethyl nethacryl ate, ethylacrylate,

nmet hyl acryl ate, propyl acryl ates, propyl nethacryl ates,
hexyl acryl ates, hexyl nethacryl ates and vi nyl acetate
which is suitable for emul sion polynerization in the
presence of a surfactant, and an initiator to initiate
emul si on pol ynerization of said first nononmer charge
and, thereafter,

(b) adding to the polynerization m xture at |east one
resin, said one resin being selected from

et hyl eni cally unsaturated nononers such as ol efins,
mono vi nylidene aromatics, al pha, beta-ethylenically
unsat urated carboxylic acids and esters thereof and

et hyl eni cal | y unsaturated di carboxylic anhyri des,

wat er di spersible or water dispersed pol yurethanes,

al i phati c pol yuret hane contai ni ng 30% solids, water

di spersi bl e copol yners of ethylene and acrylic acid,
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and vinyl nonomers sel ected fromone or nore of
acrylic acid and esters and derivatives thereof,

met hacrylic acid and esters and derivatives thereof,
styrene, al phanethyl styrene, vinyl toluene, ethylene,
pol yesters and urethanes said resin having a nol ecul ar
wei ght ranging from 500 to 20, 000;

c) said conposition having a viscosity of |less than
3,500 centi poise."

Clains 2 to 6 were dependent clains directed to
el aborations of the adhesive conposition of claim1l.

Notice of opposition was filed on 13 July 1994 on the
grounds of lack of novelty and | ack of inventive step
under 100 (a) EPC. The opposition was supported in
particular by the follow ng docunent:

D1: JP-B-37348/ 83, considered in the formof a
German transl ati on.

By a deci sion announced at oral proceedings held on
5 July 1996 and issued in witing on 5 August 1996,
t he opposition division revoked the patent.

The deci sion was based on a main request and two
auxiliary requests in which a change of category from
granted product clains directed to an adhesive
conposition to process clains directed to a nmethod of
formng a pressure-sensitive adhesive conposition had
been nmade.

Claim1 of the main request read as foll ows:

"A nmethod of formng a pressure-sensitive adhesive
conposition conprising an aqueous pol yner emnul sion
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which is a conbination of water and 30-60% by wei ght
of an acrylic polyner conprising at |east one vinyl
mononer wherein 40% of said vinyl nononer is an al kyl
acrylate or al kyl methacrylate, the nethod conpri sing:
(a) polynerising a first nononer charge conpri sing
said at |east one al kyl acrylate or al kyl

met hacryl ate, any further vinylic nononmer being
selected from styrene, al pha nethyl styrene,
tetraet hyl ene glycol diacrylate, hydroxyethyl

met hacryl ate, or vinyl acetate, said vinylic nononers
being suitable for emnul sion polynerization in the
presence of a surfactant to forma pressure sensitive
adhesive, and an initiator to initiate emnul sion

pol yneri sation of said first nononer charge, and,

t hereafter,

(b) adding to the acrylic polynerization m xture,
after initiation of the enulsion polynerisation but
before the emul sion polynerisation is substantially
conpl eted, at |east one support resin, said one resin
bei ng selected fromethylenically unsaturated nononers
such as ol efins, nmono vinylidene aromatics, al pha,
beta-ethyl enically unsaturated carboxylic acids and
esters thereof and ethylenically unsaturated

di carboxylic anhydri des, water dispersible or water

di spersed pol yurethanes, aliphatic pol yurethane

contai ning 30% solids, water dispersible copolyners of
et hyl ene and acrylic acid, and vinyl nononers sel ected
fromone or nore of acrylic acid and esters and
derivatives thereof, nethacrylic acid and esters and
derivatives thereof, styrene, al phanethyl styrene,

vi nyl toluene, ethylene, polyesters and urethanes,
said resin having a nol ecul ar wei ght ranging from 500
to 20, 000; and

c) conbining the resulting polynmer with water to form
a conposition containing said content of said
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resulting acrylic polyner, said conposition having a
viscosity of less than 3,500 centi poise."

Clains 2 to 6 as granted renmai ned unanended.

The opposition division considered the main request to
contravene Article 123(3) EPC because it did not
require the obligatory presence of the specific vinyl
mononers listed in claim1l as granted under feature
(a). The main request protected for exanple specific
acryl ate honopol yners which the clains as granted did
not .

Claiml of auxiliary request | differed fromclaiml
of the main request in that in step (a) the wording
"any further vinyl nononer being selected" was

repl aced by the term"and a vinylic nononer sel ected"
and in that between the terns "wherein" and "40% the
term"at least" was inserted. Caim1l of auxiliary
request Il differed fromclaim1l of auxiliary request
| in that step (a) was replaced by the fornmulation of
step (a) according to the granted version. Although
both auxiliary requests were considered to neet the
requi renents of Articles 123(2) and (3) EPC the
requests | acked an inventive step for the foll ow ng
reasons:

The disclosure of D1, by commobn consent the cl osest
prior art, disclosed the preparation of a pressure
sensitive adhesive conposition by addi ng a support
resin to an acrylic polynmer mxture after its

pol ynerization. Claim1 of all requests differed from
D1 in that the "support resin” was added to the

pol ynmeri zati on m xture during polynerization. As the
di stingui shing feature was not connected with a

0508. D Y A
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techni cal effect, however, the problemwas to provide
a nere alternative to the process for the production
of a pressure sensitive adhesive material. Since the
support resin could be present as an "inert" material
and since it was not critical, whether the support was
added at the beginning of the polynerization reaction
or at the end thereof, the skilled person would not
expect any adverse interaction of an "inert" support
resin wwth the acrylic polyner. Thus, the addition of
the "support resin" after initiation of the enul sion
pol yneri zati on but before conpletion of said reaction
was a conventional neasure.

| V. On 2 Cctober 1996, a notice of appeal against the
above decision was filed, the prescribed fee being
paid on the sane day. In the statenent of grounds of
appeal filed on 12 Decenber 1996 the appel | ant
(patentee) filed a main request, four auxiliary
requests and an experinental report (attachnent A). He
argued in substance as to inventive step as foll ows:

The concl usi on of the decision under appeal according
to which the distinguishing feature was not connected
with a technical effect had been wong. Although the
decision referred to the nature of the resin support
as being inert and di scussed the possible chem cal
interaction with the vinylic nononmer, the issue to be
deci ded was, whether the tinme point of addition of the
support polyner had an inpact on the properties.
Wil st the decision referred to the timng for
addition as not being crucial, the addition of the
support resin after initiating the enul sion

pol yneri zati on was i ndeed crucial for providing a
techni cal effect, as was shown by the experinental
report filed on 12 Decenber 1996, in which a

0508. D Y A
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pol yur et hane di spersion (Spensol L54) or a styrene
acrylic resin (Joncryl 586) had been added either in
front (before commencing the enul sion pol ynerizati on;
conparative sanples 1 and 3, respectively) or during
emul si on polynerization (sanples 2 and 4,
respectively).

The respondent (opponent) disagreed, in a subm ssion
filed on 30 January 1997, with the argunments of the
appel l ant and submtted the foll ow ng objections with
regard to inventive step:

The appel lant's experinental report filed on 12
Decenber 1996 did not include a conparison with D1 and
did not allow a conclusion whether the conpositions
showed Newt oni an-1i ke rheol ogi cal properties or not.
Furthernore, the adhesive properties in conparative
sanple 1 were better than in sanple 2 according to the
clainmed invention. Since the tinme point of addition of
t he support resin during polynerization had not been
defined and since the definition of the support
materi al was vague, the achievenent of the rel evant

ef fect of Newtonian-1ike rheol ogi cal properties over
the whole anbit of the clains was hardly possible.

In response to the statenent of the respondent the
appellant filed a further experinental report on

10 Novenber 1997 (Annex Il) conparing the viscosities
of sanpl es produced according to the clainmed teaching
wth a cold blend of an already forned adhesive
conposition and a support resin to denonstrate

i nproved shear stability, i.e. Newonian-l|ike
properties in the fornmer. As the support resin in D1
was added only after conpletion of the polynerization
reaction, the clainmed teaching had not been made
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obvi ous having regard to the cited prior art.

Wth a comrunication issued on 14 Novenber 2000 the
board expressed a prelim nary provisional view on the
adm ssibility of the clains of the appellant's
requests filed on 12 Decenber 1996 under Rule 57(a),
Articles 123(2) and (3), and Article 84 EPC having
regard to the anmendnents made for the change of
category from product-by-process clainms as granted to
process-type cl ai ns.

Wth a subm ssion faxed on 28 Decenber 2000 the
appellant filed further sets of clains formng a new
mai n request and four auxiliary requests | to IV to
replace the requests filed on 12 Decenber 1996. In al
requests a change of category from product clains to
process cl ainms had been nai nt ai ned.

Oral proceedings were held on 9 January 2001. At the
oral proceedings, and after discussion of the main and
first to fourth auxiliary requests in particular in
relation to their formal allowability under

Articles 84, 123(2) and (3) and Rule 57a EPC, as

f oreshadowed in the conmmunication of the board issued
on 14 Novenber 2000, the appellant submitted new
auxiliary requests 5 and 6 and abandoned the previous
mai n request and first to third auxiliary requests,
filed on 28 Decenber 2000; auxiliary request 5 thus
becom ng the final main request and auxiliary request
6 the final first auxiliary request. Claim1l of this
final main request (a set of clains 1 to 6) read as
fol |l ows:

"An adhesi ve conposition conprising an aqueous pol yner
emul sion, characterized by the conbinati on of water
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and 30-60% by wei ght of a polynmer conprising at |east
1 vinyl nononer wherein at | east 40% of said vinyl
mononer is an al kyl acrylate or al kyl nethacryl ate,
and characterized in that said polymer is prepared by:
(a) polynerizing a first nononer charge of the al kyl
acrylate or al kyl nethacrylate and at | east one
vinylic nononmer selected fromthe group consisting of
styrene, al pha nethyl styrene, tetraethyl ene glycol

di acryl ate, hydroxyethyl nethacryl ate,

met hyl met hacryl ate, ethylacryl ate, nethyl acryl ate,
propyl acryl ates, propyl net hacryl ates, hexyl acryl at es,
hexyl met hacryl ates and vinyl acetate which is suitable
for emul sion polynerization in the presence of a
surfactant, and an initiator to initiate emulsion

pol yneri zation of said first nononer charge and,

t hereafter,

(b) adding to the polynerization m xture at |east one
support resin after initiation of the enul sion

pol yneri sation reaction but before the enul sion

pol ynerisation reaction is substantially conplete,
sai d one support resin being selected from

et hyl enically unsaturated nononers such as ol efins,
mono vi nylidene aromatics, al pha, beta-ethylenically
unsat urated carboxylic acids and esters thereof and

et hyl eni cal | y unsaturated di carboxylic anhyri des,

wat er di spersible or water dispersed pol yurethanes,

al i phati c pol yuret hane contai ning 30% solids, water

di spersi bl e copol yners of ethylene and acrylic acid,
and vinyl nonomers selected fromone or nore of
acrylic acid and esters and derivatives thereof,

met hacrylic acid and esters and derivatives thereof,
styrene, al phanethyl styrene, vinyl toluene, ethylene,
pol yesters and urethanes said resin having a nol ecul ar
wei ght ranging from 500 to 20, 000;

c) said conposition having a viscosity of |less than
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3,500 centi poise."

Clains 2 to 6 corresponded to clains 2 to 6,
respectively as granted.

Claim1l of the new first auxiliary request,
corresponding to auxiliary request 6 filed at the oral
proceedings, differed fromthat of the main request
(corresponding to auxiliary request 5 filed at the
oral proceedings) in that, in feature (a) the phrase
"of the al kyl acrylate or al kyl nethacrylate and" was
repl aced by the term"conprising" so that feature (a)
of claim1l1l as granted was conpletely restored.

Wi | st the respondent regarded the final main request
as being open to objection under 123 (2) EPC, neither
it nor the board raised any formal objections to the
final first auxiliary request (auxiliary request 6).
Consequently, inventive step was discussed in relation
to this request.

The appel | ant requested that the decision under appeal
be set aside and that the patent be naintained on the
basis of the main request, corresponding to auxiliary
request 5 filed at the oral proceedings or
alternatively on the basis of the first auxiliary
request, corresponding to auxiliary request 6 filed at
the oral proceedings or failing this, on the basis of
auxiliary request IV filed with the subm ssion of

28 Decenber 2000.

The respondent requested that the appeal be dism ssed.

Reasons for the Decision

0508. D
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The appeal is adm ssible

Adm ssibility of claim1 of the main request

According to Article 123(2) EPC a European Patent nmay
not be anmended in such a way that it contains subject
mat t er whi ch extends beyond the content of the
application as filed. The question to be decided is
whet her the anmendnent in step (a) of claim1 can be
directly und unanbi guously derived fromthe
application as filed even when account is taken what
isinplicit to the person skilled in the art.

According to this anmendnent a first nononer charge "of
the al kyl acrylate or al kyl nethacrylate and at | east
one vinylic nmononer"”, the latter being selected froma
specific group, listed in sub-paragraph (a) of the
claim is polynerized. Thus, the anmendnent defines in
relation to the first nononmer charge, a conbination of
the al kyl acrylate or al kyl nethacrylate nononers with
the "at | east one vinylic nononer"” as |isted under

(a). No such conmbination is, however, referred to in
the specification of the patent as granted or in the

docunents of the application as originally filed.

The passages in the text of the application as filed,
relied upon by the appellant to show that the anmended
definition could be at least inplicitly derived from
the docunents as originally filed, including claim2,
the general description and the exanples, do not alter
the position for the foll ow ng reasons.

According to pages 9 and 10, bridgi ng paragraph, of
the application as filed, "The acrylic pol yner
emul sion of the present invention is a pol ynmer
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conprising one or nore vinylic nononmers wherein at

| east about 40% by wei ght of the polyner is an al kyl
acrylate or al kyl nethacrylate or mxtures ...". This
phraseology is simlar to the version of claim1l as
originally filed and as granted, defining "a polymner
conprising at least 1 vinyl nononer wherein at |east
40 % by wei ght of said vinyl nononer is an al kyl
acrylate or al kyl nethacryl ate"” and enphasi zes t hat
the al kyl acrylate or alkyl nmethacrylate refers to the
conposition of the polyner enmul sion. There is,
however, no reference to a "first nononer charge".

A simlar lack of contextual connection between the

al kyl acrylate or al kyl nethacryl ate nononers on the
one hand and the first nononmer charge on the other is
evident from granted dependent claim2, which is
identical to claim2 as filed and relates to preferred
"al kyl acrylate or alkyl nethacryl ate" nononers but

W t hout nmention of the first nononer charge. Thus,
fromthe above disclosure no specific context can be
derived between the "al kyl acrylate or alkyl

met hacryl ate nononers" and the "first nononer charge".

Al t hough the sentence: "The vinylic nononers enpl oyed
in the acrylic enulsion polynmer in addition to

al kyl acryl ate can be any vinylic nononer" (page 10,
lines 7 to 9) and the foll ow ng sentence "These
vinylic nononmers are copolynerized with the

al kylacrylate..." admttedly refer to a conbinati on of
the al kyl acryl ate nononers and the specific vinylic
mononers listed in step (a) of granted claiml1

(page 10, lines 17 to 24 as filed) these sentences are
also not related to any "first nonomer charge" and in
particular do not anobunt to a statenent that the

"al kyl acryl ate and al kyl net hacryl ate" and the |isted
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"vinylic nononers" are to be present in conbination in
the "first nononer charge" during polynerization.

Nor does the general concept for carrying out enul sion
pol yneri zation (pages 10 and 11, bridgi ng paragraph),
which only refers to a non-defined "nononmer m xture",
make avail abl e any disclosure with respect to the type
of nmonomers used in the "first nonomer charge"

Finally, the sentence that the "precharge should
contain all of the nononers, which wll be solubilized
by the alkali"™ (page 12, lines 27 to 34) nakes
reference to nononmers which are neither covered by the
term"al kyl acrylate or al kyl nethacryl ate" nor
included in the list of the specified vinylic
nononers, so that this passage does not provide any
support for the anmendnent effected.

As far as the appellant referred to the exanpl es of
the application as originally filed, these are
fragmented in several "parts Ato H' including those
contai ni ng nononers (parts A, Dand H (or G§).

Al t hough in each of the exanples 1 to 3 parts B and D
contain the sane type of nonomers in the sane wei ght
ratio, part Bis first initiated by neans of part C
(containing an initiator) before part Dis introduced
into the polynerization mxture. Thus, there is no
reference in the exanples whether part B al one or
parts B and D together may formthe "first nononer
charge"”. But even if parts B and D together were to be
regarded as a "first nononer charge", these specific
nmonomers do not support the generality of the

conbi nations presented in the anmended claim 1.

Hence, fromthis exenplified disclosure, it can
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neither explicitly nor inplicitly be derived, that in
general the "alkyl acrylate or alkyl nethacryl ate
mononers" should be present in conbination with the
specified list of vinylic nononers in the "first
nononer charge"

In sunmary, there is no general context, in the
docunents as originally filed, between the vinyl
nmononers (al kyl acrylate or al kyl nethacryl ate)
present in the final enulsion polyner on the one hand
and the vinylic nononers which should forma "first
nononer charge" on the other (even if the terns
"vinyl" and "vinylic" are regarded as being used

i nt erchangeably), from which the anendnent effected in
claim1l of the main request could be directly and
unanbi guousl y deri ved.

Consequently, the anendnent in step (a) of claim1l of
the main request violates Article 123(2) EPC

The further argument of the appellant, that the

pol ynmer part of claim 1l nmust have a correspondence in
the process part thereof to nmake clear where the al kyl
acrylates or nethacrylates are introduced into the
process, is regarded by the board as somewhat
subjective in nature, and in any case not such as to
justify anmendnents, which are otherw se unal |l owabl e,
for the reasons given (section 2.1. above).

Hence, the main request is not allowable.

Adm ssibility of the first auxiliary request

In claiml1, feature (a) has been restored to the form
as granted. Such an amendnent clearly does not involve
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the addition of subject-matter or any broadeni ng of
scope, and indeed no formal objections have been
rai sed by the respondent.

The amendnent in feature (b) is supported by page 4,
lines 27 to 29 of the application as filed
corresponding to page 3, lines 15 and 16 of the patent
as granted and limts the tinme point at which the
support resin is added.

Consequently, the subject matter of the first
auxiliary request neets the requirenments of
Article 123(2) and (3) EPC.

Patent in suit; the technical problem (first auxiliary
request)

The patent in suit is concerned with an adhesive
conposition having a viscosity of |less than 3,500
centi poi se conprising an aqueous pol yner enul sion of
wat er and 30-60% by wei ght of a pol yner conprising at
| east 1 vinyl nononer wherein at |east 40% of said
vinyl mononer is an alkyl acrylate or alkyl

nmet hacryl ate, and wherein the polyner is prepared by:
(a) polynerizing a first nononmer charge conprising at
| east one specified vinylic nononmer such as vinyl
acetate in the presence of a surfactant, and an
initiator to initiate enul sion polynerization of said
first nmononmer charge and

(b) adding a polyner having a nol ecul ar wei ght rangi ng
from500 to 20,000 to the enul sion.

Such a conposition is, however, known from D1, which
according to the decision under appeal and the
subm ssions of the parties was to be regarded as the
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cl osest prior art.

D1 describes a pressure-sensitive adhesive conposition
obt ai ned by enul si on pol ynerization of al kyl acryl ates
such as ethyl acrylate as main conmponent and further
vinylic nononmers such as vinylacetate to form an
acrylic polynmer mxture. After polynerization a | ow
nol ecul ar wei ght, water soluble or water dispersible
(meth)acrylic acid ester-based pol yner resin having an
average nol ecul ar weight of 1 000 to 50 000, for
exanple 4 500, is added to the enul sion pol yner
(claim 1, conparative exanple 1 in connection with
exanmple 1).

By the use of the | ow nol ecul ar wei ght support resin
the peel strength is inproved on rough surfaces whil st
t he cohesive strength is not unduly reduced (page 4,
first full paragraph, exanple 1, page 14, second

par agr aph).

Conpared to this state of the art, the technical
probl em may be seen in providing a pressure sensitive
adhesi ve conposition having substantially
Newt oni an-1i ke flow characteristics i.e. enulsion

vi scosities, which are stable under high shear

condi tions such as those encountered in roll coating
operations (page 2, lines 31 to 32 and 54 to 56).

The sol ution proposed according to claim1l of the
first auxiliary request is to add a support resin to
the polynerization mxture after initiation of the
enmul si on pol yneri zation reaction but before the
enul si on pol ynerization reaction is substantially
conpl et e.
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As shown by the experinental report submtted on 10
Novenber 1997, the addition of the support resin
during the enul sion polynerization reaction results in
pressure-sensitive adhesives, the viscosities of which
vary little in response to the shear applied, i.e.
show substantially New oni an-1i ke rheol ogi cal
properties and thus inproved stability (pages 3 and 4,
tables, sanples 1 to 3). Further, the experinental
report filed on 12 Decenber 1996 shows a | ow

percent age of coagul um and thus good stability when
using the clainmed stage of addition of the support

pol yner (page 6, table, sanples 2 and 4). Due to these
properties, the clained adhesive conpositions have
excellent flow, coating and |evelling characteristics
especially on | ow energy surfaces and on hi gh speed
equi pnent (page 3, lines 2 to 4 of the patent in
suit).

The argunent of the respondent, that the problem
cannot be sol ved over the whol e scope of the clains
because of the unspecified tine point within the stage
of addition and unspecified nature of the support
resin, since the appellant has not shown this by its
addi ti onal experinmental data, is not convincing.

Al t hough the respondent refers in this connection to
the broad definition of the support resin in step (b)
of claim1, the crucial point of the clainmed invention
is not the chem cal nature of the support resin, but
rather the stage at which the support resin is added
to the enul sion polynerization reaction. This has been
shown, convincingly in the board' s view, by the
experimental report, received on 10 Novenber 1997,
according to which the addition of the support resin
as clainmed results in substantially Newtonian-I|ike
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rheol ogi cal properties whether the support resin is
added shortly after initiation of the polynerization
or near the end of the reaction (page 1, first

par agr aph, page 3, table, "% coagulum and page 4,
tabl e, sanples 2 and 3). Conversely, the addition of a
support resin after polynerization, i.e. in accordance
with the teaching of D1, has been shown to result in
an unstabl e bl end which coagul ated conpl etely
(experinental report filed on 10 Novenber 1997,

page 4, sanple 5). Thus, the precise point in tinme of
addition is of mnor inportance provided that such
addition is nmade at the relevant stage, i.e. during
enul si on pol yneri zation. Furthernore, the experinental
report of 12 Decenber 1996 illustrates the preparation
of stable enmulsions with two chemically conpletely

di fferent support resins (styrene acrylic resin and
pol yur et hane; page 2 first paragraph, page 6,

sanples 2 and 4).

From the above, it follows that the appellant has
shown that the addition of different support resins at
different tinme points wwthin the relevant stage still
provi des stabl e pol ynmer enul si ons havi ng Newt oni an-
like flow properties.

Quite apart fromthe above reasons, the respondent has
filed no counter-evidence of its own to show that a
rel evant effect is not achieved over the whole anbit
of the claim The onus of proof in this respect lies,
however, with the opponent (T 219/83, QJ EPO 1986
211). This the respondent has failed to discharge.

In view of the above reasons, it is credible to the
board that the cl ai ned neasure provides an effective
solution of the technical problemand this over the
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whol e scope of the clains.

Novelty (first auxiliary request)

Novelty of the subject matter of the clains of this
request has not been contested, and the board sees no
reason to take a different view Consequently, the
subject matter is held to be novel.

| nventive step (first auxiliary request)

It is necessary to consider, whether the skilled
person, starting froma pressure-sensitive adhesive
according to D1 and faced with the probl em of
provi di ng Newt oni an-1i ke properties to them would
have expected this result to be achieved, by adding
the support resin to the polynerization m xture after
initiation of the enul sion polynerization reaction but
before the emul sion polynerization reaction is
substantially conpl ete.

There is no disclosure in DL of adding the |ow

nol ecul ar wei ght pol ynmer of an ester of (neth)acrylic
acid at any other stage than after the emul sion

pol ynmeri zati on process is conplete, whereby the latter
di ssolves in the acrylic emul sion polynmer of the
adhesive and has a plastifying effect on it (page 4,
second conpl ete paragraph). This is not surprising,
since the aimof D1 is not to nodify the viscosity of
t he adhesi ve conpositions so as to provi de Newt oni an-
like flow properties, but rather to obtain an inproved
peel strength on rough surfaces whil st the cohesive
strength is not unduly reduced (page 4, second

par agraph). Thus, there is no hint in D1 to the
essential step characterizing the solution of the
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techni cal problem of adding the support resin at a
quite different tinme point, nanely during the enul sion
pol yneri zati on reaction.

In summary, D1 is not related to the problem posed and
consequently teaches a conpletely different approach.
It does not provide any hint to nodify the teaching of
Dl in the direction of the solution of the technical

pr obl em

Wi | st the obvi ousness argunent of the decision under
appeal was based on the concept of the support resin
being an "inert" material, which would not take part
in the reaction (page 10, paragraph in the m ddle),
this was unsupported by any reference to a prior art
docunent and is to this extent speculative. It has in
any case turned out to be irrelevant, since it has
been denonstrated, to the satisfaction of the board,
that the relevant effect does in fact occur, even when
using a support resin species such as a pol yurethane,
whi ch had been identified in the decision under appeal
as being "inert" (sections 4.4.1 and 4.4.2).

Consequently, the argument that the clained different
addition is a "conventional measure" (pages 10 and 11
bri dgi ng paragraph) cannot be supported by the board.

For these reasons, the decision under appeal nust be
set aside.

The argunent of the respondent put forward at the oral
proceedi ngs, that the relevant inproved fl ow
characteristics, as shown for instance in the
experinmental report of 10 Novenber 1997, coul d have
been expected, as the support resin would function as
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a protective colloid, was based on the amunts of
coagulumreported for sanples 1 to 4 (table on page 3,
Annex I1). It is not convincing for the follow ng
reasons.

Al t hough sanples 1 to 4 according to that report show
that the percentage of coagulumincreases the |ater

t he support resin is added to the emul sion, such
results do not belong to the state of the art but were
obt ai ned by using the disclosure in the patent in
suit. Consequently, the phenonenon in question has not
been shown to belong to the state of the art.

Nor has the respondent provided convincing evidence
that a support resin will indeed function as
"protective colloid" when added during an enul sion
pol yneri zation reaction. On the contrary, a closer
exam nation of the results of the coagulum forned, in
the experinents of the further test report filed on
12 Decenber 1996, which use the sane pol yurethane
support resin as those relied upon by the respondent
(Spensol L-54), reveals an opposite trend, since the
anount of coagulumfornmed in sanple 2 (addition after
commencenent of the emul sion polynerization) is ten
times less than that of sanple 1 (addition prior to
enul si on pol yneri zation).

Consequently, the respondent's argunment is not
supported by the totality of the experinental data
available in the proceedings, and even if it had been,
there is no reason for supposing that the skilled
person woul d have expected such a technical effect
fromthe addition as clainmed in the absence of any
relevant prior art teaching.
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Finally, the respondent's argunments having regard to
the experinental report of 12 Decenber 1996, that the
adhesi ve properties of sanple 1 were better than those
of sanple 2 are irrelevant for the follow ng reasons:

Sanple 1 illustrating the addition of the support
resin in front (before emulsion polynerization) is not
a prior art sanple in conparison with which a
technical effect has to be shown. Furthernore, the
main aimof the clainmed invention is not to inprove
any specific adhesive properties, but to provide

Newt oni an-1i ke flow properties which have been shown
to occur (sections 4.4.1 and 4.4.2, above).

Consequently, it is immaterial whether there exists
anot her variant which belongs neither to the clained
subject matter nor to the prior art, but which has
interesting properties. On the contrary, the provision
of such information is in effect a gift fromthe

appel lant to the public.

In sunmary, the coments of the respondent in this
connection have no bearing on the issue of inventive
step in relation to the clainmed subject-matter.

Hence, the solution of the technical problem does not
arise in an obvious way fromthe state of the art.
Consequently, the subject-matter of claim1l, and, by
t he sane token, that of dependent clains 2 to 6,

i nvol ves an inventive step in the sense of Article 56
EPC.

It follows that the first auxiliary request is
al | owabl e.
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O der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent as anended in the
foll owi ng version

d ai ns: Caiml of the first auxiliary request
filed at oral proceedings and | abel | ed
"auxiliary request 6";
Clains 2 to 6 of the patent as granted;

and

Description: pages 2 to 9 of the patent as granted.

The Regi strar: The Chai r man:

C. Eickhoff R. Teschenmacher

0508. D



