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Facts and Subm ssi ons

The Appel lant (proprietor of the patent) | odged an
appeal against the decision of the OQpposition D vision
by whi ch European patent No. 0 435 943 was revoked in
response to an opposition, which had been filed agai nst
the patent as a whol e.

1. The deci sion was based on two sets of clains as main
and auxiliary requests. The only independent clains
according to the auxiliary request read as foll ows:

"1l. Use of a (C-GC) alkyl ester of an aliphatic (G-GC,))
nonocar boxylic acid or a m xture of such esters for
renmoving inks and the like fromoffset printing

machi nes. "

"12. An agent for renoving inks and the |ike from

of fset printing machines, characterized in that it

consi sts of a m xture conprising 50-99.95% by wei ght of
a (C-G)al kyl ester of an aliphatic (G- GC,,) nono-
carboxylic acid or mxture of such esters, 5-50% by

wei ght of vegetable oil and 0.05-10% preferably 0.4-2%
by wei ght of surfactant, said m xture being optionally
emul sified in water in such anount that the water phase
conprises up to 50% preferably 25-35% by wei ght of the
emul sion, using an enmulsifier in an anobunt of 1-10%
preferably 3-5% by wei ght of the erul sion and
optionally adding a corrosion inhibitor in an anpount of
up to 2% preferably 0.5-1% by wei ght of the enul sion;
said surfactant and said enulsifier not including
water-in-oil emulsifier conpounds selected fromthe
group consi sting of
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(1) di(Gy-Cy)al kyl sul fosuccinic acid and al kali netal,
al kaline earth netal, amoni um and nono-, di- and
tri (C-G)al kyl and al kanol amoni um salts t hereof,

(i) di(GCs-Cy)al kyl ammoni um chl ori de, brom de, nethyl
sulfate, nitrate and acetate and di (G- Cy) al kyl
i m dazol i um quat er nary anmoni um conpounds,

(iii) alkyl or alkyl ethoxy diesters of phosphoric acid
havi ng the formul a

C

- 2
MO-F O{C2H40]mR

1
0{C2H40)nﬁ

in which both Rt and R? are (G- Cy)al kyl groups, mand n
are fromzero to 8 and Mis hydrogen or a salt formng
cation, and

(iv) mxtures thereof."

"22. A nethod of renoving inks and the like from offset
printing machi nes, characterized by cleaning the
machi ne with an agent according to any of the clains
12-21."

The oppositions were supported by several docunents
i ncl udi ng docunents:

(1) the English translation of JP-A-59 130 360, and
(2) US-A-3 804 640.
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The Opposition Division held that the clainmed subject-
matter of the disputed patent did not involve an
inventive step in the light of the teaching of
docunent (1) alone or in conbination with the teaching
of docunment (2).

Wth the statenment setting out the grounds of appea
(tel efax of 16 Decenber 1996) the Appellant filed a set
of 23 clainms, which corresponded with the clains
according to the auxiliary request underlying the

cont est ed deci sion.

Oral proceedings were held on 27 April 1999.

The Appel |l ant argued that the use of soy bean oil as a
cl eaning agent for renoving ink residues and the |ike
fromoffset printing machines as indicated in the
patent in suit, having the advantage of avoiding the
negative effects of the traditionally used organic

sol vents on human health and envi ronnent, represented
the closest prior art. Moreover, he argued essentially
that, in the light of this closest prior art, a skilled
person faced with the technical problemto find an

I nproved cl eani ng agent for cleaning offset printing
machi nes woul d not have consi dered docunents (1) and
(2) as a suitable source of information, because both
docunents related to totally different technica

fields. Furthernore, he argued essentially that, if the
skill ed person had taken these docunments into

consi deration, he would not have derived any incentive
fromthemthat this technical problemcould be solved
by using the alkyl esters of the patent in suit.

The Respondent agreed that the use of soy bean oil as
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an agent for cleaning offset printing machines
represented the closest prior art. He argued
essentially that the clained subject-matter did not

i nvol ve an inventive step in the |ight of the conbined
teachi ngs of docunents (1) and (2). In this context, he
argued in particular that docunent (1) disclosed the
use of al kyl esters of the patent in suit as cleaning
agents for renoving heavy stains, such as ink, from
textile fibre surfaces, i.e. fromsubstrates being nore
difficult to clean than snooth printing nachine
surfaces, and that it was known from docunent (2) that
the al kyl esters in question were good sol vents for
conponents of ink conpositions providing a high |evel

of fluidity. Moreover, he contended that the technica
probl em underlying the patent in suit was not solved
within the whol e scope of present Caiml.

VIIl. The Appellant requested that the decision under appeal
be set aside and that the patent be maintained on the
basis of Clainms 1 to 23 filed wth tel efax of
16 Decenber 1996.

The Respondent requested that the appeal be dism ssed.

I X. At the conclusion of the oral proceedings the Board's
deci si on was pronounced.

Reasons for the deci sion

1. The appeal is adm ssible.

2. In the Board's judgnent, the present clains conply with
the requirenents of Article 123 EPC
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Furthernore, after exam nation of the cited prior art
docunents, the Board has al so reached the concl usion
that the subject-matter as defined in the present
clainms is novel.

Since these issues were not disputed, it is not
necessary to give reasons for these findings.

The remaining issue to be dealt with is whether the
subject-matter of the clains involves an inventive
st ep.

Article 56 EPC sets forth that an invention involves an
i nventive step if, having regard to the state of the
art (in the sense of Article 54(2) EPC), it is not
obvious to a person skilled in the art.

For deci di ng whether or not a clainmed invention neets
this criterion, the Boards of Appeal apply the

"probl em sol uti on-approach”, which consists essentially
in (a) identifying the closest prior art, (b) assessing
the technical results (or effects) achieved by the

cl ai med i nventi on when conpared with the cl osest state
of the art established, (c) defining the technica
problemto be solved as the object of the invention to
achi eve these results, and (d) exam ni ng whet her or not
a skilled person starting fromthe closest prior art
woul d arrive at sonething falling wthin Caim1l by
foll owi ng the suggestions made in the prior art in the
sense of Article 54(2) EPC

In this context, the Board notes that the technica
problemto be considered is |likely to be that apparent
fromthe patent in suit, unless strong reasons woul d



3.3

3.4

3.5

1220.D

- 6 - T 0917/ 96

speak agai nst this.

Therefore, in the present case, the Board considers, in
agreenent with the parties, that the nethod for
renoving ink and the |ike fromprinting machi nes using
vegetable oils, such as soy bean oil, as the cleaning
agent represents the closest prior art (see al so

page 2, lines 18 and 19, of the patent in suit).

Regarding this prior art, the Appellant submtted by
referring to the test-report:

S. Salerno e.a.: "Application of the Method of

Organi zati onal Congruences to the Substitution of
Organic Solvents with Vegetable Agents for the C eaning
of Ofset Printing Machi ne, ENEA 1995"

that the use of soy bean oil instead of the organic
solvents traditionally applied was not quite satisfying
due to the increase of the tine needed for cleaning the
of fset printing machines, involving the cleaning of the
ink rollers, printing pate, rubber blankets and the ink
fountain, from about six mnutes to about nine m nutes,
i.e. an increase of the cleaning tinme of about 50% (see
in particular page 22 of said test-report).

Mor eover, he submitted that by using the esters of the
patent in suit, conpared to the use of soy bean oil in
accordance with the closest prior art, the cleaning
efficiency could be inproved, so that the cl eaning
could be perfornmed in substantially the sane way as by
usi ng cl eani ng agents based on organi c sol vents.

Thus, the Board sees the technical problem underlying
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the patent in suit in the light of the closest state of
the art in the provision of a nore efficient way for
renmoving inks and the like fromoffset printing

machi nes, so that the cleaning takes less tine (page 2,
lines 17-22, 37 and 38).

The patent in suit suggests, as the solution to this
problem the use of one or nore esters as specified in
Caiml, i.e. of a (C-GC)alkyl ester of an aliphatic

( G- Cy) nonocar boxylic acid, or a mxture of such esters.

Havi ng regard to the Exanple and the Conpararive
Exanple in the patent in suit, the Board considers it
pl ausi bl e that by using these esters the technica
probl em as defined above has been solved. In fact, the
Respondent did not challenge the inproved cl eaning
efficiency of the present esters.

However, the Respondent alleged that the inproved
renoval of ink and the like fromoffset printing
machi nes in accordance with the patent in suit would
not be achieved within the whol e scope of the clained
i nventi on.

In this context, the Board notes that the technica
probl em underlying the patent in suit nust indeed be
solved within the whol e scope of the clains, but that
according to the established case | aw of the Boards of
Appeal the burden of proof in this respect rest on the
opponent (s).

Thus, in the present case, wherein the Respondent's
al | egation has not been supported by any evidence, this
subm ssi on cannot be accepted by the Board because of
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| ack of convincing proof.

The question now is whether the cited docunents woul d
have suggested to a person skilled in the art sol ving
t he above-defined technical problemin the proposed
way.

Docunent (1) teaches that when a conposition conprising
an ester as defined in present Caiml of the patent in
suit and a nonionic surface active agent having an HLB
of less than 14 is inparted to fiber-formng materi al
havi ng heavy stains, such as heavy oils, printing ink
and grease, it perneates between the fibre and the
heavy stains stubbornly adhered to the fibre slowy to
decrease the adhesi on bondi ng force between them and
that therafter the heavy stains can be renbved easily
during later ordinary cleaning (page 3, lines 20 to 29,
and page 4, lines 6 to 13). It also discloses that, in
order to heighten the cleaning effect, it is better to
performcleaning after leaving a nmaterial to stand nore
than 5 to 60 mnutes, preferably nore than severa
hours, than to performwashing i medi ately after

i nparting these conpounds to the material (page 6,
lines 28 to 35). Moireover, the only two exanples relate
to the renoval of heavy oil stains froma fabric by
dropping a m xture of nethyl oleate and a nonionic
surface active agent having an HLB of 10.9 on the
fabric to perneate the stained portion, leaving it to
stand one day, and then subjecting the fabric to

ordi nary washing with water and drying.

Havi ng regard to the disclosure of this docunent, the
Respondent submitted essentially that it woul d have
been obvious to the skilled person to use the sane



1220.D

-9 - T 0917/ 96

esters for cleaning offset printing nachines, since the
nmet hod of renoving printing ink stain fromfabrics as
descri bed in docunent (1) differed fromthe nmethod of
renmoving ink and the like fromoffset printing machines
according to the patent in suit only by the nature of
the substrates, and because the skilled person woul d
have understood that the required contact tine for

cl eaning printing machi nes woul d be shorter than the
time needed for cleaning fabrics, since it could be
expected that the snooth parts of an offset printing
machi ne to be cleaned hold the ink residues with |ess

t enaci ousness than fabrics.

However, in the Board's judgnent, the skilled person in
readi ng docunent (1) would rather have derived from
this docunent that the washing nethod of heavy stained
fabrics, involving a pretreatnent using esters
corresponding to those of the patent in suit during
preferably nore than several hours (one day according
to the exanpl es), and subsequently an ordi nary washi ng
of the pretreated fabrics with water, would not be
suitable for renoving ink residues and the Iike from

of fset printing machines within an appropriate cleaning
time conparable to the tinme needed in using the
traditionally applied organic solvents, i.e. within
about six mnutes (see point 3.4 above). In this
context, the Board notes that the Respondent's

al l egation that the skilled person woul d have
understood that the tine needed for the pretreatnent as
descri bed in docunent (1) would be shorter in the case
of cleaning printing machi nes appears to be based on

hi ndsi ght. I n any case, docunent (1) does not suggest
that the esters used in accordance with docunent (1)
woul d have better dissolving properties regarding ink
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resi dues than soy bean oil, or in other words would be
nore effective as a cleaning agent for offset printing
machi nes than said vegetable oil. Thus, in the Board's
judgnent, this docunent does not provide an incentive
to the clainmed solution of the technical problem
underlying the patent in suit as defined above.

Docunent (2) is concerned wwth a fast drying, solvent-
free printing ink vehicle conprising three principa
conponents, nanely, (a) an ester of an aliphatic

al cohol and a C, to Cy, unsaturated fatty acid, (b) a
filmformng resin, and (c) a netal salt of

per oxydi phosphoric acid as a catalyst, as well as a
fast drying, solvent-free printing ink conprising a
maj or portion of such a ink vehicle (see colum 1,
lines 56 to 66). The printing inks as disclosed in this
docunent are extrenely fast drying (drying tinmes of

| ess than one second), have a high level of fluidity,
and are | ess hazardous to the environnment because of

t he absent of solvents causing air pollution resulting
fromsol vent vapours and funes (see colum 2, lines 2
to 10 and 13 to 19).

Concerning this docunent, the Respondent especially
referred to the passage in colum 2, lines 63 to 67,

i ndicating that the esters of aliphatic alcohols and C;
to Cp unsaturated fatty acids are characterised by the
ability to dissolve filmformng resins in |arge
anounts while retaining a high level of fluidity.
Moreover, he submitted in this respect that this
passage gave a clear hint to the skilled person that,
in view of the fact that inks normally contained film
formng resins, these esters would be good agents for
di ssol ving inks, and therefore would be suitable for
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removing ink residues and the |like fromoffset printing
machi nes.

However, the technical problemunderlying the invention
as disclosed in docunent (2), i.e. the provision of a
fast drying, solvent-free printing ink having a high

| evel of fluidity (see colum 1, lines 49 to 52), is
totally unrelated to the technical problem underlying
the patent in suit as defined above. Therefore, in the
Board's judgnent, the skilled person would not have
taken docunent (2) into account for finding a solution
to the present technical problem

Moreover, it is the Board's position that even if the
skill ed person had not disregarded docunent (2), he
woul d not have derived fromthe solution to the
conpletely different technical problemas disclosed
therein, which conprises the use of specific esters as
conmononers having high fluidity and specific catalysts
preventing the ink for being too viscous (see colum 3,
lines 3 to 9), that the esters would be better cleaning
agents for renoving ink residues fromoffset printing
machi nes than soy bean oil

The Board notes in this respect that in view of the
teachi ng of docunents (1) and (2) a skilled person

I ndeed coul d have tested (C-G)al kyl esters of

al i phati c (G- Cy) nonocarboxylic acids as to their
suitability for cleaning offset printing machines.
However, according to the consistent case | aw of the
Boards of Appeal for determining |ack of inventive
step, it is necessary to show that considering the
teaching of the relevant prior art as a whole, wthout
usi ng hi ndsi ght based on the know edge of the clained
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i nvention, the skilled person would have arrived at the
cl ai med solution of the technical problemto be sol ved.
However, as indicated above, a skilled person, when
trying to solve the technical problemunderlying the
patent in suit, would not have found any reason in the
state of the art to replace soy bean oil as used in
accordance with the cl osest state.

For the above reasons, the Board concludes that the
solution of the existing technical problemas clained
in Caiml was not obvious in the light of the cited
docunments. Therefore, the subject-matter of Caim1l

I nvol ves an inventive step in the sense of

Article 56 EPC. Moreover, this conclusion is also valid
for the subject-matter of the independent Cains 12 and
22, relating to an agent and a process for renoving ink
and the like fromoffset printing nmachines,
respectively, for the sane reasons. Furthernore, the
dependent Clains 2 to 11, 13 to 21, and 23, which
relate to specific enbodinments of the subject-matters
of the independent Clains 1, 12 and 22, respectively,
derive their patentability fromthat of the respective
I ndependent cl ai ns.
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Or der

For these reasons, it is decided that:

1. The deci si on under appeal is set aside.

2. The matter is remtted to the first instance with the
order to maintain the patent on the basis of Cains 1
to 23 filed with telefax of 16 Decenber 1996 and a

description to be adapted.

The Regi strar: The Chai r man:

E. Gborgmai er J. Jonk
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