BESCHWERDEKAMMVERN  BOARDS OF APPEAL OF CHAMBRES DE RECOURS

DES EUROPAI SCHEN THE EUROCPEAN PATENT DE L' OFFI CE EUROPEEN

PATENTAMTS OFFI CE DES BREVETS

Internal distribution code:
(A [ ] Publication in QJ

(B) [ ] To Chairnen and Menbers
(O [X] To Chairnen

DECI SI1 ON
of 18 August 1999

Case Nunber: T 0893/96 - 3.3.3
Appl i cation Nunber: 88100856. 9
Publ i cati on Nunber: 0283654

| PC: CO8L 69/00

Language of the proceedings: EN

Title of invention:
Pol ymer m xture conprising an aromatic pol ycarbonate and an
aromati c pol yester

Pat ent ee:
Ceneral Electric Conpany

Opponent :
Bayer AG Leverkusen Konzernverwal tung RP Patente Konzern

Headwor d:

Rel evant | egal provisions:
EPC Art. 54, 56, 123(2), (3)

Keywor d:

"Amendnents - reformatio in peius (no)"

"Novelty (use claim - functional feature not nade avail abl e"
"I nventive step - unexpected effect of a known additive in a
speci fic conposition”

Deci sions cited:

G 0002/ 88; G 0010/91; G 0009/92; G 0004/93; T 0004/ 80;
T 1002/92; T 0315/97

EPA Form 3030 10. 93



Cat chwor d:

EPA Form 3030 10. 93



)

Européisches European Office
Patentamt Patent Office européen
desbrevets

Case Nunmber: T 0893/96 - 3.3.3

DECI SI ON

of the Technical Board of Appeal 3.3.3

Appel | ant ;
(Opponent)

Represent ati ve:

Respondent :

(Proprietor of the patent)

Represent ati ve:

Deci si on under appeal :

Conposition of the Board:

Chai r man: C. Gérardin
Member s: R Young

of 18 August 1999

Bayer AG Leverkusen
Konzer nverwal tung RP
Pat ent e Konzern

Bayer wer k

51368 Leverkusen (DE)

General Electric Conpany
1 R ver Road

Schenect ady

N. Y. 12151  (US)

G ever, Frederik

General Electric Plastics B. V.
P.O Box 117

4600 AC Bergen op Zoom  (NL)

Interlocutory decision of the Qpposition Division
of the European Patent O fice dated 8 August 1996
concer ni ng mai nt enance of European patent

No. 0 283 654 in anended form

J. A Stephens-O ner



-1 - T 0893/ 96

Summary of Facts and Subm ssi ons

2899.D

The nmention of the grant of European patent

No. O 283 654, with five clains, in respect of

Eur opean patent application No. 88 100 856.9, filed on
21 January 1988 and claimng a NL priority of 23 March
1987 (NL 8700669) was published on 29 Septenber 1993
(Bulletin 93/39). Cdaiml read as foll ows:

"A polymer m xture which conprises the follow ng

constituents:

A 1-98.9% by weight of an aromatic pol ycarbonat e,

B. 98.9-1% by weight of an aromatic pol yester,
consi sting of a polyal kyl ene terephthal ate derived
froma glycol wth 2-10 carbon atons and
terephthalic acid, in which not nore than 30 nol %
of the glycol and/or terephtalic [sic] acid is
repl aced by ot her conopnoners,

C. 0.1-5%by weight of one or nore esters of one or
nore trifunctional to hexafunctional alcohols and
one or nore saturated aliphatic G-GC;y nono- or
di car boxylic acids,

D. 0-25% by weight of one or nore agents to inprove
the i npact strength, and

E. 0-50% by wei ght of conventional additives, in
whi ch the sumof the constituents A, B, C, D and E
is 100% by wei ght,

Wi th the exception of polyner m xtures conpri sing

gl ass fibres, and not conprising a | ow nol ecul ar

wei ght conpound with up to 70 C-atons and with (-SQO)-,

Q groups, in which Q represents hydrogen, NH;+, an

al kali or earth alkaline netal and mis a whol e nunber

which is equal to the value of the valence of Q and

not conprising with a polyneric substance with
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sul phoni c acid groups.”

Clains 2 to 5 were dependent clains directed to
el aborations of the polyner m xture according to
Claima1.

A Notice of Qpposition was filed on 22 June 1994, on
the grounds of Article 100(a) EPC (lack of novelty and
| ack of inventive step) and Article 100(b) EPC
(insufficient disclosure). The opposition was
supported inter alia by the foll ow ng docunents:

D1: EP-A-0 166 187,

D2: DE- A-2 729 485;

D3: US- A-3 516 957;

D6: US- A-4 521 562 and

D7: US- A-3 953 539 (equivalent to GB-A-1 466 154,
acknowl edged in the patent in suit).

By an interlocutory decision which was issued on

8 August 1996, the Opposition Division held that the
patent could be maintained in an anended form in
which Claiml differed fromthe formas granted, by
m nor anendnents of an editorial nature and by the
addition, at the end of the claim of a disclainer

(after the words a polyneric substance with
sul phoni ¢ acid groups"), the disclainer being worded
as follows:

., and not conprising a terpolyner of ethylene,
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acrylic acid and t.-butylacrylate.”

Clains 2 to 5 remai ned unanended.

According to the decision, the clainmed subject-matter
was novel, being distinguished fromthe rel evant
conparative exanple of Dl by the disclainer.

As to inventive step, the closest state of the art was
considered to be D7, and not D1 as canvassed by the
OQpponent, since the skilled person woul d not choose a
conparative exanple hidden in a docunent which did not
relate to the art of polycarbonate-pol yester blends as
a starting point. The technical problemwth respect
to D7 was to provide aromati c pol ycar bonat e-

pol yal kyl ene terephthal ate bl ends stabilised agai nst
deterioration at elevated tenperatures. This probl em
was sol ved by the presence of 0.1 to 5 wt% of the
ester Cin the blends. Wilst the prior art showed the
use of esters corresponding to the esters C according
to the patent in suit as nould rel ease agents for
aromati ¢ pol ycarbonates (D2), for polyal kyl ene
terepht hal ates (D3) and even for mxtures of aromatic
pol ycar bonat es and pol yal kyl ene terepht hal ates
(Exanple 2 of D1), it did not suggest that the esters
C woul d act as stabilisers in blends of polycarbonate
and pol yal kyl ene terephthal ates. Rather, D6 taught
that these esters were ineffective as thernal
stabilisers, since PETS (pentaerythritol
tetrastearate), a typical ester C, was unable to
stabilise polycarbonate at el evated tenperature.
Consequently, an inventive step had to be

acknow edged.
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Finally, the objections under Article 100(b) and 83
EPC, concerning the references in CCaiml to an "agent
to inprove inpact strength”, and "conventiona

addi tives", were unfounded, since it was not the
function of the claimalone to supply the rel evant
techni cal teaching, but rather of the disclosure as a
whol e, and these additives had either been
sufficiently el aborated in the description or they
were known and their addition standard practi ce.

V. On 4 Cctober 1996, a Notice of Appeal against the
above decision was filed, the prescribed fee being
recorded as paid on 7 COctober 1996.

In the Statenent of G ounds of Appeal, filed on

10 Decenber 1996, the Appellant (OQpponent) cited a
further docunent, which was filed in the formof its
English transl ati on:

D8 Japanese Lai d- Open Patent Publication (Kokai)
No. 110263/79, laid open on 29 August 1979;

and argued in substance as foll ows:

(a) Docunent D8, which disclosed m xtures of
pol ybutyl ene terephthal ate, brom nated
pol ycarbonate and a higher fatty acid ester of
12 to 32 carbon atonms, for instance of
nonocar boxylic acids with nono-, di- and
pol yval ent al cohols, such as gl ycerol,
pentaerythritol and sorbitol, was novelty
destroying for the clained subject-matter. Even
if novelty could be established in the clained
subject-matter, it would not be inventive,

2899.D Y A
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because the probl em of providing a noul ding
conposition with the relevant properties was
al so sol ved by D8.

The formul ation, in the decision under appeal,

of the technical problemin terns of stabilising
pol ycar bonat e/ pol yal kyl ene terepht hal ate bl ends
agai nst deconposition at el evated tenperatures
was unjustified, since the nost that could be
said was that the blend containing ester C
showed | ess deconposition under extrenely
difficult injection noulding conditions (hold-up
at 285°C for a tinme of 6 mnutes) than w thout
ester C. These conditions were unusual. Under
nore usual conditions (2 m nutes hol d-up at
260°C or 280°C), there was no difference worth
mentioning in the relevant paranmeter of delta

Vi cat B. Consequently, the only problem which
was associated with an effect was an artificial
one which had no significance in practice, and
there could be no inventive step, since the
addition of fatty acid esters inter alia to

pol ycarbonate and to pol yester was al ready
known.

Whil st it had been all eged that PETS suppressed
transesterification, this effect was inherently
present, for instance in Exanple 2 of DL.

The argunent in the decision under appeal, that
esters C were taught in D6 to be ineffective as
thermal stabilisers, was incorrect, since it had
been shown in the exanples of D6 that the
reduction in inpact strength on thermal agi ng of
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pol ycarbonate wi th pol yet hyl ene al one was
greater than when PETS was added to the
conbi nati on

On the contrary, it was generally known to the
skill ed person that coloration of thernoplastic
noul di ng conpositions was a result of
transesterification and the resulting
deterioration of the polyner properties. It was
furthernore known from D7 to use phosphorus
conmpounds to prevent such coloration. Finally,
inrelation to the addition of esters C, it was
stated in D2 that there was no visible
deterioration of the polycarbonate properties,
and in D3 that the esters C had to be stable
under the processing conditions to avoid
deconposition of the pol ybutyl ene terephthal ate.
In view of this, it did not involve an inventive
step for the skilled person to use esters C al so
for pol ycarbonat e/ pol yal kyl ene terephthal ate

m xtures to obtain the effects referred to in
the state of the art. Thus, there was a "one-way
street"” leading to the solution of the techni cal
pr obl em

The objections under Article 100(b) EPC were
repeated, reference being made to the | ack of
characterisation of the agent to inprove inpact
strength (0 to 25 wt% or of the "conventional
additive" (0 to 50 wt%, and in particular, to
the fact that the only illustrative exanple
failed to specify the nature of the additive
"TS'. The definitions of the sane additives were
al so objected to under Article 84 EPC.
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The subm ssi on was acconpani ed by an experi nent al
report relating to the change of "delta Vicat B" of
noul di ng conpositions under injection noul ding

condi tions corresponding to nornmal practice. This was
suppl enented by a conpleted report filed on 24 Apri
1997.

The Respondent (Patentee) filed, with a subm ssion
received on 30 April 1997, a new Claim 1l and anended
pages 2, 3 and 4 of the description of the patent in
suit. New Claim1l read as foll ows:

"A polymer m xture which conprises the foll ow ng
constituents:
A 1-98. 9% by wei ght of an aromatic
pol ycar bonat e,
B. 98. 9- 1% by wei ght of an aromatic pol yester,
consi sting of a polyal kyl ene terephthal ate derived
froma glycol wth 2-10 carbon atons and
terephthalic acid, in which not nore than 30 nol %
of the glycol and/or terephtalic acid is repl aced
by ot her conononers,
C. 0.1-5% by wei ght of one or nore esters of
one or nore trifunctional to hexafunctional
al cohol s and one or nore saturated aliphatic G-GCyy
nmono- or di carboxylic acids,
D. a conventional stabilizer to prevent
transesterification,
E. 0- 25% by wei ght of one or nore agents to
i nprove the inpact strength, and
F. 0- 50% by wei ght of conventional additives,
in which the sumof the constituents A, B, C, D
and E is 100% by wei ght,
wth the exception of polynmer m xtures conprising
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gl ass fibres, and not conprising a | ow nol ecul ar
wei ght conpound with up to 70 C-atons and with
(-SG) -mQ groups, in which Qrepresents hydrogen
NH,+, an alkali or earth alkaline netal and mis a
whol e nunber which is equal to the value of the
val ence of Q and not conprising a polyneric
substance with sul phonic acid groups."

Clains 2 to 5 remai ned unchanged.

It was argued, by the Respondent, that this subject-
matter was novel over D8 and D1 since neither

di scl osed such a conventional stabiliser.
Consequently, the disclainer was no | onger necessary.
In relation to inventive step, none of the prior art
cited dealt wth the suppression of
transesterificati on between an aromati c pol ycarbonate
and a polyester. Wth regard to the issues under
Article 100(b) and 84 EPC, the Respondent relied on
the reasoning in the decision under appeal.

A communi cation was issued by the Board on 7 June
1999, raising certain objections to these clains, in
particular: (i) that the claim although requiring the
presence of a further consituent F, only demanded t hat
the sumof the constituents A, B, C, D and E be 100%
(ii) that there was no basis for the case that both D
and F were stabilisers against transesterification;
and (iii) that the deletion of the disclainer from
Claiml represented a "reformatio in peius”, which
rendered the thus anmended cl ai minadm ssi bl e.

Four further sets of clainms formng a main and first,
second and third auxiliary requests respectively were
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filed by the Respondent with a |letter dated 2 June
1999, which was received by the EPO on 4 June 1999 and
by the Board on 9 June 1999, thus evidently crossing
the communi cation of 7 June 1999 issued by the Board.

Caim1l of the main request had been corrected to
state that the sum of constituents A, B, C, D, E, and
F was 100% but still omtted the disclainer

(section 11, above).

Caim1l of the first auxiliary request differed from
that of the main request in that the disclainer had
been restored.

Claim1 of the second auxiliary request differed in
that constituent D was defined as "a phosphite or
phosphorous aci d", and the disclainmer had agai n been
omtted. Cains 2 to 5 of the main and first and
second auxiliary requests corresponded to Clains 2 to
5 as granted.

Caiml of the third auxiliary request was directed to
the use of 0.1-5% by wei ght of constituent Cto
suppress transesterification in a conposition

ot herwi se corresponding to that defined in Caim1l of
the patent in suit as granted. Cains 2 and 3 of this
request were directed to el aborations of the use of
constituent Cin a polyner mxture according to
Caim1l, and Clains 4 and 5 were directed to the use
of constituent C to suppress transesterificationin a
pol ymer m xture formng a further el aboration of that
defined in Caiml.

(bj ections were rai sed against these latter clains, in
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a submi ssion of the Appellant, filed on 7 July 1999.

Oral proceedings were held on 18 August 1999. During
the oral proceedings, the Respondent submtted further
anmendnents to the main, and first and second auxiliary
requests of 4 June 1999, the anendnents in each case
being firstly to add, between line 2 and line 3 of the
definition of constituent F (Claim1l), the foll ow ng:

"and in which the sumof D and F is 0-50% by wei ght".
Furthernore, Clains 4 and 5 were del eted from each of
the requests. The main request thus anended was terned
the "first main request”.

The admi ssibility of docunent D8 into the proceedi ngs
was di scussed, and so, thereafter, was the
allowability of the "first main request” in relation
to all other relevant issues arising under the EPC
concerning this request.

After internmedi ate recess and deliberation, the Board
deci ded to exclude docunent D8 fromthe proceedi ngs,
and al so decided that the "first main request” was not
al | onabl e.

The Respondent thereupon submtted a new nai n request,
termed the "second nmain request”, corresponding to the
anmended form found all owabl e according to the decision
under appeal. The Board again adjourned to deci de upon
the allowability of this "second main request"”, and
found it to be unall owabl e.

The Respondent thereupon relied upon the third
auxiliary request, filed on 4 June 1999, which, after
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nodi fication during the oral proceedi ngs, becane a set
of three clains formng the sole request relied upon
by the Respondent, and was ternmed the "first auxiliary
request” filed during oral proceedings. Caim1l of
this request reads as follows:

"Use of 0.1-5% by weight of one or nore esters of one
or nore trifunctional to hexafunctional alcohols and
one or nore saturated aliphatic G- Gy nono- or
di carboxylic acids (C) to suppress transesterification
in a polynmer m xture which conprises the follow ng
constituents:
A 1-98.9% by wei ght of an aromatic pol ycarbonat e,
B. 98.9-1% by weight of an aromatic pol yester,
consi sting of a polyal kyl ene terephthal ate derived
froma glycol with 2-10 carbon atons and
terephthalic acid, in which not nore than 30 nol %
of the glycol and/or terephthalic acid is replaced
by ot her conononers,
D. 0-25% by wei ght of one or nore agents to inprove
t he i nmpact strength, and
E. 0-50% by wei ght of conventional additives, in
whi ch the sum of the constituents A, B, C, D and E
is 100% by wei ght,
wi th the exception of polyner m xtures conprising
glass fibres, and not conprising a | ow nol ecul ar
wei ght conpound with up to 70 C-atons and with
(-SOG;)-m Qgroups, in which Q represents hydrogen,
NH,+, an alkali or earth alkaline netal and mis a
whol e nunber which is equal to the value of the
val ence of Q and not conprising a polyneric
subst ance with sul phonic acid groups."

Claim?2 reads as foll ows:
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"Use of 0.1-2% by weight of constituent C to suppress
transesterification in a polynmer mxture of claim1"

Claim3 reads as foll ows:

"Use of a tetrastearate of pentaerythritol as
constituent C to suppress transesterification in
claim1 or 2."

The reason given, by the Respondent at the ora
proceedi ngs, for the deletion of Clains 4 and 5,
originally present in the third auxiliary request
filed on 4 June 1999, was solely to curtail discussion
of the allowability of their wording.

Xl . The Appel |l ant requested that the decision under appeal
be set aside, and the patent in suit revoked inits
entirety.

The Respondent requested that the decision under
appeal be set aside and the patent in suit be
mai nt ai ned on the basis of any of the three sets of
clainms | abelled "first main request”, "second main
request” and "first auxiliary request”, all submtted
during oral proceedings.

Reasons for the Deci sion

1. The appeal is adm ssible.
2. Adm ssibility of anendnents
2.1 "First main request”

2899.D Y A
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Caim1l of the "first main request” differs fromthat
of the set of clains underlying the decision under
appeal in two respects, nanely that:

(1) a requirement for the presence of a new
conponent "D', defined as "a conventi onal
stabilizer to prevent transesterification", has
been introduced, with previous constituents D
and E becom ng E and F, respectively, and the
percent ages becom ng subject to the further
requi renments:

(a) that the sum of the constituents A B, C D
E and F is 100% and

(b) that the sumof Dand Fis 0 to 50% and
(ii) the disclainmer "..., and not conprising a
terpol ymer of ethylene, acrylic acid and t.-

butyl acryl ate."” has been del et ed.

As regards anendnent (i), the constituent newy
defined as "D', the "conventional stabilizer to
prevent transesterification”" was, in Claim1l as
granted, previously subsuned under constituent "E",
"0-50% by wei ght of conventional additives...".

The rel evant section of the description under:

"E. Conventional additives" contains a statenent
according to which: "In addition to constituent C, the
pol ymer m xture according to the invention may
conprise by way of constituent E a conventi onal
stabiliser to prevent transesterifications, for
exanpl e, a phosphite or phosphorous acid." (page 4,
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2.1.1. 4
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lines 30 to 32). The phrase "by way of", however,
woul d be understood in its normal nmeaning to refer to
t he whol e of constituent E. The phrase thus only
provides a basis for the whole of this constituent to
be such a stabiliser.

The statenment earlier in the same section, that "The
pol ynmer m xture according to the invention may
conprise as additives, for exanple, polyolefins,

nmoul d-rel ease agents, agents to inprove the flane-
retardi ng properties, stabilisers, for exanple,
thermal stabilisers, pignents, dyes.", whilst
providing a basis for such various kinds of additives,
does not refer specifically to stabilisers to prevent
transesterification (page 4, lines 25 to 27). It
consequently does not provide a basis for a

conbi nati on of a conventional stabiliser to prevent
transesterification with one of the above nentioned
addi tives.

Even the statenment imredi ately follow ng, that "Mre
in particular the polyner m xture according to the

i nvention may al so conprise a conbi nati on of severa
of the various additives nentioned hereinbefore."
only refers to the stabilisers listed at lines 25 to
27 (section 2.1.1.2, above). Consequently, it also
does not provide a basis for a specific mxture of a
stabiliser to prevent transesterification (which is
not nmentioned) with such an additive.

The argunent of the Respondent at the ora

proceedi ngs, that a relevant basis was provided by the
singl e exanple of the patent in suit, since this

di scl osed a conposition having the both HPO;,, which is
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a conventional stabiliser to prevent
transesterification, and further (unspecified)
stabilisers (TS), is not convincing, for the follow ng
reasons: whilst the exanple admttedly shows a

speci fic exanple of a conventional stabiliser to
prevent transesterification (HPGO;) and unspecified
additives to provide thermal and UV stability ("TS"),
these are present in extrenely | ow percentages (0.027
and 0.9 W% respectively) whereas the generality
clainmed for these additives is up to 50% A single
exanpl e of such a stabiliser in such a | ow anmobunt can
hardly give the skilled person reason to understand a
generalisation both to the choice of stabiliser to
cover any conventional transesterification stabiliser,
and to the anount of the latter, to be higher by a
factor of nearly 200, as well as any further additive
in an anount higher by a factor of up to 50. Nor was
any other evidence adduced as to why the skilled
person woul d understand such a generalisation of the
single exanple to be valid. Consequently, the exanple
does not forma basis for the generalisation clained.

2.1.1.5 Even if a different view had been taken as to the
generalisability of the single exanple, its
suitability as a basis for the claimed subject-matter
woul d have been cl ouded by the requirenent that
wher eas, according to the generalisation in Caiml,
the relevant constituents A, B, C, D and E nust add up
to 100% This does not, however, apply in the case of
the exanple, since its constituents do not add up to
100% Consequently, the exanple in any case does not
provide a clear basis for such an anendnent.

2899.D Y A
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In sunmary, the disclosure does not provide a basis
for conponent E conprising a conbination of a
stabiliser to prevent transesterification wth another
conventional additive, in the anbunts now required.

The onus was, however, on the party proposing the
anmendnent (here the Respondent), to show such a basis
in the docunents of the application as filed. This the
Respondent has failed to do. Consequently, Caiml
does not neet the requirenents of Article 123(2) EPC

Quite apart fromthe above, the feature that "the sum
of Dand F is 0-50% by weight" cannot be fulfilled at
0% by wei ght, because of the sinultaneous requirenent
that D necessarily be present. Consequently, the
anmendnent also leads to unclarity in the sense of
Article 84 EPC

Finally, since clains filed for the first tine at an
oral proceedings are generally required to be clearly
all onabl e to be accepted by the Board, which is not
the case here, it was necessary to refuse the request
(T 153/85, QJ EPO 1988, 001).

In view of the above, the "first main request” is
rej ected.

"Second mai n request”

Claim1l of this request, which corresponds to the
ver si on underlying the decision under appeal, differs
fromCaiml as granted only by the inclusion of the
di sclainmer, "..., and not conprising a terpolyner of
et hyl ene, acrylic acid and t.-butylacrylate.”
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2.2.2

2899.D

- 17 - T 0893/ 96

(Sections II1l, and 2.1(ii), above). There is no basis
for such a disclaimng anendnent in the docunents of
the application as filed thensel ves, however, as
admtted by the Respondent at the oral proceedi ngs
before the Board. The anendnent had only been all owed,
according to the decision under appeal, by way of

di scl ai mer of otherw se novelty destroyi ng subject-
matter in D1. It has first to be established by the
Board, however, whether such a disclainer is

al | onabl e.

In this connection, the disclainer is drafted in terns
broader than the relevant disclosure of D1, which
consisted only of conparative Exanple 2 in that
docunent. In particular, the relevant terpolyner is
descri bed in the exanple (page 19, conponent V.), not
simply as a terpolyner of ethylene, acrylic acid and
tert.-butyl acrylate, but rather as one having the
conmponents in a particular weight ratio (89/4/7), as
having a particular nelt index (6-8 g/10 m n.

measured at 190°C and 2. 16 kp | oading, according to
DIN 53 735), and having a certain density (0.924 g/cn?,
measured according to DIN 53 479).

To the extent that the disclainer goes beyond these
essential features, it has no basis in the disclosure
of the docunent to be disclainmed. Nor was the
Respondent able to point to any other basis in D1

whi ch m ght otherw se have justified a disclainer
drawn in these broad terns. Consequently, the

di scl ai mer anmounts to an amendnent which does not neet
the requirenents of Article 123(2) EPC. Since,
furthernore, the request itself had previously been
abandoned (bei ng superseded by the clains of 30 Apri
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1997) and not referred to in the proceedings in the
nmeantine, its unexpected re-introduction during the
oral proceedi ngs before the Board conferred upon it
the status "late-filed", and thus the requirenent that
it be "clearly allowable" (cf. section 2.1.3, above).
Thus it was necessary, for the reasons given, to
reject the "second main request”.

"First auxiliary request”

Caiml differs fromCdaim1l in the formas naintained
i n the decision under appeal, by a change of category
(froma product "per se" to a specific use of that
product), and al so by the om ssion of a disclainer, as
previously referred to (section 2.1(ii), above).

There is a basis, in the sense of Article 123(2) EPC,
for the new use, in the description of the patent
specification on page 2 at lines 9 to 11, which refers
to the suitability of the esters C to suppress
transesterification, which descriptionis also to be
found in the application as originally filed (page 1,
fourth paragraph). Consequently, no objection arises
under Article 123(2) EPC in this respect.

As regards the change of category, this falls squarely
within the terns set out in the decision of the

Enl arged Board of Appeal G 2/88, according to which
such a change of category is not open to objection
under Article 123(3) EPC (G 2/88, Q) EPO 1990, 093;
Order, point (ii)).

As regards the absence of the disclainer, there can be
no objection under Article 123(3) EPC to this, since
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it was not present in the relevant claimas granted.

2.3.4 Nor was any objection under Article 123 EPC rai sed by
the Appell ant against this claim

2.3.5 In summary, Claim 1l neets the requirenents of
Article 123(2) and (3) EPC

2.4 Ref ormati o in peius

To the extent that aiml1l of the |latter request omts
a disclainmer which was present in Caim1l underlying

t he deci sion under appeal, the question arises as to
whet her such absence results in a broadening of the
scope of the clai mwhich could anpbunt to a "refornmatio
in peius”, in the sense of the decisions of the

Enl arged Board G 9/92 and G 4/93 (both QJ EPO 1994,
875, including footnote).

2.4.1 According to the relevant part of the Order of these
decisions, "If the opponent is the sole appellant
agai nst an interlocutory decision naintaining the
patent in anmended form the patent proprietor is
primarily restricted during appeal proceedings to
defending the patent in the formin which it was
mai nt ai ned by the Qpposition Division in its
i nterlocutory decision. Arendnents proposed by the
patent proprietor as a party to the proceedi ngs as of
right under Article 107, second sentence, EPC, may be
rejected as i nadm ssible by the Board of Appeal if
they are neither appropriate or necessary." (Oder,
poi nt 2).

2.4.2 In the present case, the originally allowed disclainer

2899.D Y A
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on which the clai mwas maintai ned according to the
deci si on under appeal was not allowable, because it
was broader than the prior art it purported to
overcone, so that it offended agai nst the provisions
of Article 123(2) EPC (section 2.2.2, above).
Consequently, sone formof further anmendnent to renove
this objection was evidently necessary.

As to the propriety of the anendnent, it is evident
fromthe established case | aw of the Boards of Appea
that, whilst originally disclosed subject-mtter,
clearly defined by technical features, may, at the
applicant's request, be excluded froma w der claim by
a disclainer, if the subject-matter remaining in the
cl ai m cannot technically be defined directly
(positively) nore clearly and conci sely, neverthel ess
a positive restriction, properly based on the
originally filed disclosure is preferable (cf, T 4/80,
QJ EPO 1982, 149). The anmendnment in the present case

i nvol ves the replacenent of the disclainer by

preci sely such an all owable, positive restriction (the
change of category). Consequently, the anendnent,
taken as a whol e, nust be regarded as appropriate.

In summary, the anendnent adopted in Claim1l does not
suffer fromeither of the deficiencies referred to in
the relevant part of the Order of the decision of the
Enl arged Board, since it is both necessary and
appropri at e.

As regards the change of position of the Appellant as
a result of the anendnent, the Board is aware that a
rel ated point of |aw has been referred to the Enl arged
Board of Appeal, in the decision T 315/97 (QJ EPO
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1999, 554), specifically, "Mist an anended cl ai m which
woul d put the opponent and sol e appellant in a worse
situation than if he had not appealed - e.g. by
deleting a limting feature of the claim- be

rej ected?".

The situation in the present case is not, however,
considered to be strictly conparable to that referred
to the Enlarged Board, firstly because the del eted
matter is not a limting technical feature in the
sense of the above decision, but rather a disclainer
which is non-allowable in | aw

Secondly, and even if this had not been the case, the
amendnment does not consist in sinply deleting the

di scl ai mer, but instead involves replacing it by a
technically nore relevant direct limtation (the
change of category). This in fact narrows the totality
of the clains to such an extent as to exclude all uses
of the conposition except the one now cl ai ned.

The remmant of use which was previously covered by

di scl ai mer (the presence of certain terpolyners)
evidently has no technical relevance to the renaining
features of the claim and is in any case vestigial in
extent, conpared with the major restriction
represented by the change of category. It cannot, in
the Board' s view, support any reasonabl e assertion
that the overall effect of the amendnent was to put
the Appellant "in a worse position”, in the sense of

t he above decision, than if he had not appealed in the
first place.

Nor did the Respondent submt any particular reason
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why such an amendnent should put him"in a worse
position” in this sense.

2.4.5.5 Consequently, the anendnent of Claiml of the sole
"first auxiliary request” does not anpbunt to a case of
"reformatio in peius". It is thus adm ssible.

3. Adm ssibility of late-filed docunent

Docunent D8 was not cited during the nine nonth period
all owed for opposition pursuant to Article 99(1) EPC
and to this extent nust be regarded as not submtted
in due tinme under Article 114(2) EPC. Nevertheless, it
iIs within the discretion of the Board under

Article 114(1) EPC to admt and consider such a
docunent in the proceedings in view of its rel evance.
As to the degree of relevance required for such a
docunent to be admtted to the proceedi ngs, another
Board has found, followng the principles laid down in
the opinion of the Enlarged Board of Appeal G 10/91
(QJ EPO 1993, 420), that such material should be prinm
facie highly relevant in the sense that it can
reasonably be expected to change the eventual result
and is thus highly likely to prejudice the maintenance
of the European patent (T 1002/92; QJ EPO 1995, 605;
Reasons, point 3.4).

In the present case, D38 discloses a flame-retardant
resin conposition conprising, in addition to

pol ybutyl ene terephthal ate and a brom ne-cont ai ni ng
pol ycarbonate, a higher fatty acid ester having 12 to
32 carbon atonms, and even nentioning, in a list,

"nmono- or diester of neopentylene glycol with nontanic
acid" (page 6, lines 5 to 6). There is, however, no

2899.D Y A
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di scl osure of a specific ester falling within the
terms of the definition of "ester C' in CQaim1l of the
patent in suit, let alone an exanple utilising such a
conpound. To this extent D8 is nore renote fromthe

cl ai med subject-matter than, say D1, which does
contain such an exanple, although admttedly
conparative, of PETS, the preferred "ester C
according to the patent in suit. Furthernore, there is
no suggestion in D8 of the use of the esters referred
to for conferring flane retardancy. Consequently, D8

i n essence does not represent a greater threat to the
cl ai med subject-matter than the renmai ning docunents in
the case. Hence it does not neet the criterion of

rel evancy set out in the jurisprudence referred to. It
was consequently excluded fromthe proceedi ngs under
Article 114(2) EPC

Sufficiency (Article 100(b) EPC)

The Board concurs with the finding, in the decision
under appeal, that there is no insufficiency arising
fromthe definitions of the "agents to inprove the

I npact strength" and the "conventional additives"
(conponents "D' and "E" according to Claim1,
respectively), for the reasons given in that decision,
nanely that the skilled person would, in the |ight of
the teaching already present in the patent in suit,
not have any appreciable difficulty in finding and
applying suitable such additives, which were in any
case only optional features.

As regards the absence of a specific designation, in
Conparative Exanple A and illustrative Exanple | of
the patent in suit, of the identity of the additive
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"TS", it should be assuned, firstly that the sane
additive is used in each case, and secondly that the
additive was a m xture of conventional stabilisers to
i nprove the thermal and UV stability (page 4, |lines 23
and 50). For reasons anal ogous to those given in the
deci si on under appeal in relation to the other

addi tives, the Board sees no reason why the skilled
person should find hinself under an excessive burden
to find and apply, fromhis general know edge, a
suitable m xture of such additives.

Nor was any reason offered by the Appellant, beyond
those already dealt with in the decision under appeal,
why the choice of such additives should represent an
excessi ve burden for the skilled person.

Consequently, the Board confirnms the finding of the
deci si on under appeal that the requirenents of
Article 100(b) EPC are net.

5. The patent in suit; the technical problem

The patent in suit is concerned in general terns with
pol ynmer m xtures which conprise an aromatic

pol ycar bonate and an aronmatic polyester, and in
particular wth the suppression of a certain
instability which such m xtures show, probably due to
transesterification occuring in the polynmer mxture
(patent in suit, page 2, lines 3 to 6). The
suppression of a colouring effect in such m xtures,
which is attributable not to a phenonenon of
degradation of the polyester, but to one which occurs
as a result of the mxing of the two resins, is
admttedly known from D7, which corresponds to the

2899.D Y A
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docunent GB-A-1 466 154, cited in the description of
the patent in suit. This is considered by the Board,
inline wth the decision under appeal, to represent
the cl osest state of the art.

According to D7, it was found that the col ouring
effect could be inhibited by incorporating in a blend
of an aromatic polyester and a pol ycarbonate a

speci fic phosphorus conmpound in an anount far snaller
than that required for exhibiting a fire retardant
effect (colum 1, line 57 to colum 2, line 5). The
resulting conposition thus conprised:

1. 100 parts by weight of an aromatic pol yester resin
derived froma glycol conponent at |east 70 nol e%
of which consists of tetranethylene glycol and an
acid component at |east 70 nol e% of which consists
of an aromatic dicarboxylic acid which are
pol ynerised with a titanium catal yst,

2. 5 to 100 parts by weight of a polycarbonate resin,
and

3. 0.01 to 3 parts by weight per 100 parts by wei ght
of the aromatic polyester resin of at |east one
phosphorus conpound which is liquid or solid at
roomtenperature selected fromthe group
consi sting of phosphorus conpounds of the
foll ow ng fornul ae

B —P—R
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or

wherein each of R, R and R® and each of R}, R and
R represent a hydrogen atom an al kyl group
containing 1 to 20 carbon atons, an aryl group
containing 6 to 20 carbon atons, an aral kyl group
containing 7 to 20 carbon atons, or -OR group in
which Ris a hydrogen atom an alkyl group 1 to 20
carbon atons, an aryl group containing 6 to 20
carbon atons, an aral kyl group containing 7 to 20
carbon atons; R, R and RR or R, RR and R may be
different fromeach other, or at least two of R,
R and R or R, R and RRnay be the sane, or at
least two of R, RR. and RR. or R}, RR. and R*  may form
a ring, and netal salts of these phosphorus
conmpounds (Claim6 in conjunction with Claim1).
Specific exanples of the materials which may be
added are nono-, di- or trisodi um phosphate,

cal ci um phosphi te, potassium phosphonate and

sodi um di phenyl phosphonite (colum 4, lines 40 to
47) .

The techni cal problemobjectively arising my be seen
in the search for aromatic pol ycar bonat e/ pol yal kyl ene
t erepht hal at e conpositions of inproved therma
stability, particularly under severe conditions of

i njection noul ding corresponding to [ ong hold-up tines
at hi gh tenperatures.
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The sol uti on proposed according to Caim1l1 of the
patent in suit is to suppress transesterification in
the m xture by using 0.1 to 5% by wei ght of "ester C

The results are given, in Table | of the patent in
suit, of the change in Vicat B values (delta Vicat B),
which is a neasure of the change in softening point
and thus of extent of transesterification, between
test pieces injection noulded under normal conditions
(255°C, residence tine 2 mn) and under extra heavy
conditions (285°C, 6 mn), as between a

pol ycar bonat e/ pol ybut yl ene terepht hal ate conposition
additionally containing 0.3% by wei ght PETS as "ester
C" (illustrative Exanple I) and a simlar conposition
contai ning no "ester C' (conparative Exanple A). It
can be seen fromthese results, that the delta Vicat B
of the fornmer, at 17°C, is appreciably |ower than that
of the latter, at 25°C. In other words, the addition
of PETS leads to a | ower degree of
transesterification, corresponding to a further

i nproved thermal stabilisation (page 5, lines 1 to
37).

Whilst it is true that the fornulation of the

techni cal problemin the decision under appeal, in
contrast to that in the present decision (section 4.2,
above) nakes no explicit reference to nore severe
nmoul di ng conditions (hold-up at 285°C for a tine of 6
m nutes), the relevant results were neverthel ess taken
into account in that decision. Consequently, the
deci si on under appeal assessed correctly, in the
Board's view, the effect obtained according to the
patent in suit.
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The criticismof the Appellant that the fornul ation of
the technical problemin the decision under appeal was
artificial and unjustified (Section V(b), above) goes
to the relevance of the severe conditions thensel ves.
It is not, however, convincing, since such conditions
will, in the Board's view, inevitably be experienced
sooner or later in the course of the normal practice
of injection noulding. Nor was any reason given by the
Appel I ant why such | onger residence tinmes and hi gher
hol d-up tenperatures would never, in practice, be
encountered with the clai ned conpositions.
Consequently, the ability to avoid or reduce therna
deterioration of the noul ding conposition under such
severe conditions is, in the Board' s view, a relevant
techni cal advant age.

In the light of the above, the experinental evidence
filed by the Appellant to show that the all eged

I mproved thermal stability was not obtai ned under
“normal " noul ding conditions (section V, |ast

par agr aph, above) is irrelevant, since it fails to
denonstrate that the all eged advantage is not obtained
by the clai med neasures.

Furt hernore, the conpositions conpared in Exanple I
and conparative Exanple A according to the patent in
suit differ only in the presence or absence of PETS.
Consequent |y, the conparison shows convincingly that
the inmprovenent is due specifically to the presence of
the characterising "ester C' ("PETS").
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5.4.5 In summary, the Board finds it credible that the
cl ai med neasure provides an effective solution of the
stated probl em

6. Novel ty

Claiml is directed to "Use of 0.1-5% by wei ght of one
or nore esters of one or nore trifunctional to

hexaf uncti onal al cohols and one or nore saturated

al i phatic G- G nono- or dicarboxylic acids (C) to
suppress transesterification in a polynmer mxture..."
(as defined in the claim enphasis by the Board). It
has not been disputed that the esters (C) thensel ves
bel ong to the state of the art, as evidenced by D1,
D2, and D3, each of which discloses such a conmpound
(deci si on under appeal; Reasons, point 8).
Consequently, Caiml1l anounts to a claimto the use of
a known conpound for a particul ar purpose.

The issue of novelty in clains of this form has been
adj udi cated in the decision of the Enlarged Board of
Appeal, G 2/88 (supra). According to the latter, "A
claimto the use of a known conpound for a particul ar
pur pose, which is based on a technical effect which is
described in the patent, should be interpreted as

i ncluding that technical effect as a functiona
feature, and is accordingly not open to objection
under Article 54(1) EPC provided that such technica
feature has not been made available to the public.”
(Order, point (iii)).

In the present case, the technical effect, of
i nproving thermal stability of the rel evant pol yner

m xture by suppressing transesterification under

2899.D Y A
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severe conditions, has been found to be achi eved by
the cl ai ned neasures (section 5.4.5, above).
Consequently, the claimmay properly be interpreted as
including this effect as a |limting functiona

feature.

Docunment D1 is concerned wth the preparation of a

di spersion of polytetrafluoroethylene (PTFE) in a

t hernopl astic resin and to the use of such di spersions
as additives for thernoplastic resins to inprove their
anti-dripping properties. According to the rel evant
Conparative Exanple 2, a conposition not containing

t he PTFE conponent, neverthel ess conprises a

pol ycarbonate (51.5 wt%, a pol ybutyl ene terephthal ate
(36 W% ; a cross-Ilinked pol ybutadi ene-

nmet hyl net hacryl ate graft polyner (10 wt%; a

terpol ynmer of ethylene, acrylic acid and tert-butyl
acrylate in a weight ratio of 89/4/7, having a nelt
index of 6-8 g/10 min and a density of 0.924 g/cn?

(2 % as well as PETS (0.5 %, the latter as a
usual noul d rel ease agent. There is no di scl osure of
the "PETS'" having any other function than that of a
noul d rel ease agent. Consequently, the rel evant

functional feature is not disclosed in D1.

According to D2, there is provided a thernoplastic
nmoul di ng conposition containing an aromatic

pol ycarbonate and 0.1 to 3.0 w % of specific saturated
carboxylic acid esters, preferably PETS (Cains 1, 2).
The ester, which functions as a nould rel ease agent,
is not only conpatible with the polycarbonate nelt,

but there is no visible deterioration of the polyner
properties caused by the added ester and the additive
furthernore acts synergistically with known U/
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stabilisers for polycarbonates, to inprove the W
stability (page 4, first conplete paragraph). There is
no mention of transesterification, let alone its
suppression by the presence of the ester additive.
Wi | st the absence of visible deterioration of polyner
properties mght be taken to inply a therma
stabilising effect of sonme kind, this clearly cannot
be attributable to suppression of transesterification,
since the conposition does not contain a conbination
of pol ycarbonate and pol yester. Consequently, D2 al so
fails to disclose the relevant functional feature.

According to D3, a thernoplastic conposition having
good noul d rel ease properties and containing a nould
rel ease agent conprises a linear crystallisable

pol yester having a nelting point above about 150°C,
e.g. polyethylene terephthalate, 0.1 to 3 wt % of
certain esters of carboxylic acids, e.g. PETS, and 0.1
to 3 w% of a synergistic agent selected from (a)

al kali and al kaline earth netal salts of certain
organic acids; (b) talc; and (c) asbestos (Cains 1
and 3). There is no statenent or suggestion that the
ester, preferably PETS, functions other than as a
nmoul d rel ease agent. Nor can it function as a
transesterification suppressor, because there is no
conbi nati on of polycarbonate and a pol yester.
Consequently, there is no anticipation, in D3, of the
rel evant functional feature.

According to D6, there is disclosed a pol ycarbonate
conposition of inproved nelt flow and inpact strength
after aging at el evated tenperatures, conprising a
maj or anount of a high nol ecul ar weight aromatic

pol ycarbonate in adm xture with a mnor anount of a
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pol yol efin, and a paraffin derivative, preferably PETS
(Cainms 1 and 2; columm 1, line 65 to colum 2,

line 7). There is no nention of transesterification.
Nor woul d such an effect be possible, for reasons

anal ogous to those given in relation to D2 and D3,
above. Hence, the relevant functional feature is also
absent fromthe disclosure of D6.

I ndeed, the Appellant confirned at the ora

proceedi ngs, that none of the cited docunents dealt
with the transesterification function of the conmpound
"ester C'.

Consequently, none of the disclosures of D1, D2, D3 or
D6 is novelty destroying for the subject-matter of
G aim1.

Nor is there any nention, in D7, of conpounds
corresponding to "ester C'. Consequently, the

di scl osure of D7 is also not novelty destroying for
the subject-matter of Caiml.

In summary, the subject-matter of Claiml is novel. In
a simlar manner, the subject-matter of Clains 2 and
3, which are respectively directed to a use falling
within the scope of Gaiml, is also novel.

I nventive step

To assess the question of inventive step, it is
necessary to consider whether the skilled person,
starting fromD7 and wishing to inprove the therm
stability, especially at high tenperatures and with
| ong hol d-up tines during injection noulding, would
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have expected that this could be achieved in that
transesterification woul d be suppressed by addi ng an
"ester C'.

There is no suggestion to do this in D7, since the
di scl osure does not nention the use of such an ester.

Nor is there any suggestion to do this in the other
docunents, for the reasons already given in relation
to novelty.

The argunent of the Appellant, that the | ack of
deterioration of polyner properties observed in the
case of the conpositions according to D2 and D3 woul d
| ead the skilled person to apply PETS as a thernal
stabiliser in view of his general know edge that

col oration problens were due to transesterification
(section V(e), above) is not convincing, for two
reasons:

Firstly, it was never shown by the Appellant that it
bel onged to the general know edge of the skilled
person that the coloration problens encountered in
conposi tions of pol ycarbonat e/ pol yal kyl ene
terepht hal ate were due to transesterification. Such a
phenonmenon is not nentioned in D7, and is only
hasarded, using the word "probably”, in the patent in
suit itself.

Secondly, even if it were accepted that the skilled
person woul d have been aware of the role played by
transesterification in the probl em addressed by the
patent in suit, none of the other docunents
considered, in particular D2 or D3, nention such a
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phenonenon. On the contrary, the existence of a
probl em of transesterification is excluded in these
conpositions, for the reasons given in relation to
novelty (sections 6.1 to 6.3, above). Consequently,
the skilled person would disregard their teaching as
irrelevant to the problem he faced.

Hence, there is no "one way street” leading to the
claimed subject-matter in the [ight of these docunents
(section V(e), above). Indeed, there is no indication
at all of the relevant capability of an "ester C' of
suppressing transesterification in the rel evant

pol ymer m xt ures.

The argunent that the transesterificati on suppressing
effect of PETS was inherently present, say in

Exanple 2 of D1 (section V(c), above) is irrel evant,
because, in the absence of this feature having been
"made avail able" (section 6.1, above), the skilled
person woul d not have been aware of the effect, nor,
therefore, in a position to use it as a basis for
initiating a relevant nodification.

In other words, the solution to the stated problem
does not arise in an obvious way fromthe state of the
art. Consequently, the subject-matter of Caiml

i nvol ves an inventive step (Article 56 EPC). The sane
concl usion applies also to the subject-matter of
Clainms 2 and 3, since these fall within the scope of
Claiml (section 6.8, above).
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For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the Opposition Division with
the order to maintain the patent with the clains
| abelled "first auxiliary request”, submtted during
oral proceedings and after any consequential anendnent
of the description.

The Regi strar: The Chai r man:

E. Gorgmai er C. Gérardin
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