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Summary of Facts and Subm ssi ons

2451.D

Eur opean patent No. 0 444 788 in respect of European
patent application No. 91 300 886.8 filed on 4 February
1991 and claimng a US priority of 26 February 1990
(US 485026) was granted on 21 Decenber 1994 (Bulletin
94/51) on the basis of 11 clains, of which i ndependent
Clains 1 and 11 were directed to a nethod of formng a
fibre slurry for use in paper manufacture and to the
use of a polyner containing at |east 20 wei ght percent
di al l yl dinmethyl anmoni um chl ori de (DADVAC) for

coagul ating white pitch on fibres of a slurry of re-
pul ped coat ed broke.

Notice of Opposition was filed on 16 August 1995 by
Hoechst AG requesting revocation of the patent in its
entirety based on the grounds of |ack of novelty and
i nventive step (Article 100(a) EPC).

The opposition was supported by the follow ng
docunent s:

Dl: Wochenblatt far Papierfabrikation, Nr. 15, August
1991, pages 569-575, "Laborstudie zur Sinulation
und Unt erdrickung von Pol yner - Aggregaten (white
pitch) bei der Wederverarbeitung gestrichener
Ausschul3papi ere"; and

D2: I nd. Eng. Chem Prod. Res. Dev., 19, pages 528-532
(1980).

Inits notice of opposition, the OCpponent alleged D1 to
be the manuscript of a lecture given at the PTS-
Streicherei -Synposiumin Septenber 1989 in Munich. To
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prove correspondence of the |l ecture and D1

D3: a declaration (eidesstattliche Erkl&rung) of
Dr Hentzschel, the lecturer, who was al so the
aut hor of D1, was submtted by the Opponent on
22 June 1996.

Further docunents being still relevant were:

D4: Techni sches Merkbl att of COctober 1984 and

D5: Tagungsprogramm des 14. PTS-Streicherei -
Synposi uns.

By a decision given orally on 25 July 1996, issued in
writing on 7 August 1996 the Qpposition Division
revoked the patent for |ack of inventive step of the
subject-matter of Cains 1 and 11 as granted (nmain
request), and of a first auxiliary request as well as
of the subject-matter of Clains 1 and 10 of a second
auxiliary request, both auxiliary requests having been
filed during oral proceedings.

Caiml of the main request read as foll ows:

"A nmethod of formng a fibre slurry for use in paper
manuf act ure conpri sing beating and re-pul pi ng coat ed
broke in an aqueous slurry and adm xing with said
slurry a polynmer containing at |east 20 wei ght percent
of the nononer diallyl dinethyl amonium chl oride
("DADMAC') to coagul ate white pitch of the slurry.”

Caim1 of the first and second auxiliary request
differed fromCdaim2l1l of the main request in that the
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pol ynmer was specified to be one "which is a honopol yner
of DADMAC or a copol yner of DADMAC' or "a copol ynmer of
DADVAC', respectively.

The Opposition Division and the parties raised no
doubts as to the admi ssibility of these anendnents with
regard to Articles 123(2) and (3) EPC. The Opposition
Di vision held the subject-nmatter of Caim1l of the
three different sets of clains to be novel since in
particular DL gave no information when the pol yner
DADVAC was actually added (before, during or after
formng the fibre slurry).

Regardi ng the objection of |ack of inventive step the
OQpposition D vision held that whereas the actua
addition of DADMAC to the slurry had not been
explicitly nmentioned in D1 this would have been obvi ous
for a person skilled in the art since the only problem
whi ch had to be solved was to deci de whether it was
better to add the cationic polyner during or after the
formation of the slurry. Finding the best node of

addi tion was regarded as nornal design procedure within
the skills of a person concerned having ordinary
skills.

On 30 Septenber 1996 an appeal with separate paynent of
the prescribed fee was | odged agai nst that decision by
the Appellant (Patentee). In the Statenent of G ounds
of Appeal, received on 3 Decenber 1996, the Appell ant
di sputed the all eged | ack of inventive step based on
D1. Hi s argunents were in essence as foll ows:

(i) the Respondent (Opponent) alleged that DI was an
offprint of a presentation given orally by
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Dr Hentzschel in Septenber 1989 on the PTS-

Strei cherei-Synposi um at Muni ch. However,

Dr Hentzschel's late filed declaration (D3) nerely
stated that the content of Dl corresponded with
the content of the said oral presentation ("...,

daR der Inhalt des Artikels ... Ubereinstimt mt
dem I nhalt des von i hm gehal tenen Vortrags am
12. Septenber 1989 ..."). No evidence had been

produced to support that the crucial passage in
D1, i.e. that "Hoe S 3529 is a pol y- DADVAC' (| eft
hand col umm on page 571) had been part of the

| ecture. Therefore, the Qpponent having the burden
of proof, did not show that this particular
passage had been nmade available to the public
before the publication date of DI1.

(ii) even if the declaration was taken for being
sufficient the opposition division was wong to
revoke the patent in relation to the second
auxi liary request.

Inits witten subm ssions the Respondent argued in
essence that any doubts relating to D3 coul d have been
resol ved by hearing Dr Hentzschel, who was present
during oral proceedi ngs before the opposition division,
as a witness. In the absence of a request to that end,

t he Appellant conceded the correctness of D3. By letter
of 21 June 1999, the EPO was inforned by Vianova Resins
GmH & Co KG that the opposition against EP-B-0 444 788
bel onged to the field of business "Pol ykondensate"

whi ch had been transferred from Hoechst AGto the
former conpany, which consequently replaced Hoechst as
t he Opponent. The Appellant raised doubts whether the
transfer satisfied the conditions laid down in G 4/88
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(QJ 1989, 480) and invited the Board to investigate
this issue.

During oral proceedings, held on 9 Septenber 1999

bef ore the Board of Appeal, the Chairman i nforned the
parties that, on the basis of the avail abl e evi dence,
the Board had no reason to doubt Vianova Resins GrbH &
Co KGto be the legitinmate Respondent.

(i) The Appellant was satisfied that the transfer has
been checked by the Board and accepted the result.
He mai ntai ned his doubts as to the adm ssibility
of the opposition in viewof the late filing of
D3. He further disputed that the declaration
amounted to evidence for identity of lecture and
publication D1 in particular as far as the
identification of Hoe S 3529 as pol y- DADVMAC was
concerned and produced various argunents in
support. As to inventive step he argued that in
case the content of D1 was not to be considered to
represent prior art, the other docunent D2 was
silent as to the object of the patent in suit as
specified on page 2, line 48 ff. and woul d thus
not hint at the clainmed solution.

(ii1) The Respondent stressed that already in the notice
of opposition further evidence had been of fered
for equival ency of the content of D1 and the
| ecture given on 12 Septenber 1989 by
Dr Hentzschel and that, consequently, the
opposition conplied with all the requirenments of
Article 99(1) and Rule 55 EPC. He submtted that
D3 confirnmed the correspondence of the contents of
D1 with that of this lecture and inferred
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therefromthat in his lecture the additive to be
used in the respective process had been desi gnated
as poly-DADVAC. As to the lecture itself the
Respondent argued that such lectures were in
general addressed to users of the products, i.e.
to pronote products and thus were seen by the

| ecturers as sonme sort of commercial and not
scientific events. As to inventive step, the
Respondent argued that even in case the content of
D1 woul d not be considered to represent prior art,
D2 rendered obvious the clainmed subject-matter
since it was known from D2 to use poly- DADMAC in
paper industry. The honopol yner and the acryl

am de copol yner were said to be adsorbed by the
pul p fibre surface (loc.cit. page 532, left hand
columm, second full paragraph) as in the patent in
suit (see, page 2, lines 48 to 50).

The Appel |l ant requested that the decision under appea
be set aside and that the patent be nmintained as
granted or alternatively be maintained in anended form
on the basis of the auxiliary request 2 attached to the
deci si on under appeal (auxiliary request 1) or on the
basis of the auxiliary request submtted during the
oral proceedings (auxiliary request 2).

The Respondent requested that the appeal be dism ssed.

Reasons for the Deci sion

1

2.

2451.D

The appeal is adm ssible.

The Board considers that the opposition was filed in
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time and in proper formwhich has not been disputed. It
Is al so supported by reasoned statenents, i.e. facts,
evi dence and argunents to support the grounds

(Rul e 55(c) EPC). The notice of opposition contained as
reasons | ack of novelty and of inventive step
(Articles 100(a), 54 and 56 EPC) and as facts, evidence
and argunents that the subject-matter clainmed in the
patent in suit had been nade available in a lecture
given by Dr Hentzschel in Septenber 1989 at the PTS-
Strei cherei -Synposium A paper published in August
1991, i.e. D1, was provided with the notice of
opposition and the rel evant passages to support the
grounds were specified. On page 569, i.e. on the first
page of D1, a foot-note is found "Vorgetragen bei mPTS-
Strei cherei-Synposi um 1989 in Minchen" indicating that
the contents of the paper had already been delivered
orally in 1989. Further the Opponent offered that

Dr Hentzschel, the author of D1, would confirmthe
correspondence of the lecture and D1 if necessary. The
Board is thus satisfied that the provisions of

Rul e 55(c) EPC were net by the notice of opposition,
since even in case of need the evidence provided | ater
was al ready specified. It follows that the opposition
was adm ssi bl e.

Eval uation of the prior art, i.e. the lecture given by
Dr Hentzschel in Septenber 1989.

Prior art may only be based on evi dence whi ch shows,
beyond any reasonabl e doubt, that a particular

di scl osure was available to the public and, thus, has
beconme state of the art.

In the present case the date of the | ecture was
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according to D3 12 Septenber 1989, which was not

di sputed eventually. It was only disputed that the use
of pol y-DADVMAC to coagul ate white pitch was part of the
prior art. It had thus to be established whether the
respecti ve passages in Dl (page 571, left hand col um,
second full paragraph; page 574, left hand col um,

line 2 and/or page 575, left hand columm, |ast |ine)
were part of the |ecture given by Dr Hentzschel. Since
no verified transcripts of what was actually delivered
orally are at hand and the only witten evidence is D1,
the question boils down to whether poly-DADMAC as such
or its identity with Hoe S 3529 was nentioned in the

| ecture or whether the auditory was aware that

Hoe S 3529 was pol y- DADVAC.

The only evidence provided in this respect was D3
declaring that the contents of Dl corresponded wth
that of the lecture of 12 Septenber 1989 (see above
point 1V). D3 cannot be understood as expl aining that
the witten docunent D1 and the oral |ecture were

i dentical, which was al so conceded by the Respondent
when submtting that the fornmulation "Inhalt" was used
inasimlar way as it can be found in Article 69 EPC
i npl yi ng possible differences in the form but
correspondence in respect to the terns (subm ssion of
21 April 1997, second paragraph of No. 2).

The Board accepts D3 as sufficient evidence that the
essence of D1 correspond with those of the |lecture. As
al ready indicated, however, the issue at stake is

whet her or not a very specific information, i.e. the
identity of Hoe S 3529 and pol y- DADMAC was eit her
common general know edge of those skilled in the art or
was nmade available to the public at said | ecture.

2451.D N
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The Respondent did not provide any evidence show ng
that the identity of Hoe S 3529 and of pol y- DADMAC was
part of the common know edge. Sheet 1 of D4 provided
with the letter dated 21 June 1996 did not nention

pol y- DADMAC and sheet 2, nentioni ng DADVAC, coul d not
be identified as genuine part of D4. For these reasons
the Board concludes that the identity of Hoe S 3529 and
pol y- DADMAC di d not belong to the conmbn genera

know edge of those skilled in the art.

As to the nentioning of poly-DADMAC or of its identity
with Hoe S 3529 in the lecture the only evidence

provi ded was D3 in which Dr Hentzschel decl ared that
the content (Inhalt) of D1 corresponded with that of
the lecture (see above point |1V). For evaluating the
bearing of this general statenment in respect to the
availability of the particular informtion concerned
further aspects were considered by the Board. It was
admtted by the Respondent during oral proceedings
before the Board that said synposium had a commercia
aspect since the audi ence addressed to were
practitioners working in paper industry or related
fields, a fact which is supported by D5, the programm
of that synposium provided with the letter dated

21 June 1996. The Respondent al so remarked that such
synposi a were seen by the lecturers as a kind of
pronotion event for supporting the sales of the
products of their conpanies. In the Board's viewthe
essence of Dr Hentzschel's lecture was thus to inform
t he audi ence of products suitable for the given

pur pose. Since the audience were not scientists the
chem cal conposition of the products concerned was
beyond the essence of the | ecture because what they
were interested in were the nanes of the products,
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their performance when applied and where to buy. It
follows that the identity of Hoe S 3529 and of poly-
DADVAC cannot be considered to as essential feature of
the lecture. Therefore, it was not proved beyond any
reasonabl e doubt that during the | ecture poly- DADVAC,
an unessential feature in this context (see above), was
menti oned.

Apart fromthe above di scussed statenment Dr Hentzsche
further confirnmed in D3 that Hoe S 3529 was explicitly
mentioned in his lecture. He did not confirmthat he

al so nentioned that Hoe S 3529 was a pol y- DADMAC. The
pertinent passage of D3 reads: "In dem Vortrag wurde
der Gebrauch von Hoe S 3529 als Additiv zur

Unt er dr ickung von Pol yner - Aggregaten (sog. white pitch)
explicit genannt. Bei Hoe S 3529 handelt es sich umein
Honopol yneres von Di al | yl -di met hyl - ammoni unthl ori d
("Poly-DADMAC') mt einer mttleren nolaren Masse von
ca 200 000 g/ nol, spater 85 000 g/nol."

Whereas this statement confirns the use of the

desi gnation Hoe S 3529 in Dr Hentzschel's lecture, it
strikes the eye that this statenment is not extended to
t he designation poly-DADMAC. It follows that neither
thi s passage nor any other passage of D3 does confirm
that the identity of Hoe S 3529 and of poly- DADMAC, as
di scl osed in D1, had already been nade avail able to the
public in the course of Dr Hentzschel's |ecture.

Since it was not rendered plausible beyond any
reasonabl e doubt that the technical information of D1
and Dr Hentzschel's |ecture coincided in respect of
this crucial feature, the Board concludes that the

di sclosure of D1 is no state of the art.
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Since DL is not prior art the clainmed subject-matter is
consi dered to be novel.

I nventive step

The patent in suit relates to the treatnent of coated
broke and states that the problemto be solved is to
avoi d drawbacks caused by the use of coated broke in

t he manuf acture of paper sheet, especially those caused
by white pitch (page 2, lines 28 to 31). This problem
Is a very specific one in a very specific field of
paper industry.

In view of the description, especially the exanples,
the Board has no doubt that this problem was
effectively solved by the neans specified in the

cl ai ns.

Wthout giving argunents the Respondent saw the probl em
to be solved with the patent in suit in polyner
adsorption by the pulp fiber. The Board, however,
considers this to be part of the solution given in the
patent in suit wherein polyner and white pitch were
adsorbed on the fiber to solve the existing technica
probl em

The only prior art docunent in the proceedi ngs wherein
pol y- DADMAC was nentioned is D2.

Thi s docunent relates to the cycl opol yneri zati on of
N, N-di al kyl di al I yl anmoni um halides and its use. On
pages 531 and 532 industrial uses of DADVAC were
speci fied such as the use in paper industry.



O der

2451.D

- 12 - T 0890/ 96

In D2 the use of poly-DADVAC in paper industry is
nmentioned and it is specified (see page 32, left

colum, second full paragraph) that these cationic

pol ynmers have been used to inprove drai nage, fines or
filler retention, and paper strength through adsorption
on the negatively charged pul p. As indicated further

t he honopol ynmer and the acryl am de copol yner were
absorbed by the pulp fiber surface. Poly-DADVAC was

al so said to be useful as an el ectroconductive coating
on paper.

Therefore, this docunent did not contain any hint to
probl ens caused by white pitch and the solution given
on page 2, lines 48 to 55 in conjunction with the
clainms of the patent in suit.

It can thus not be regarded as relevant prior art when
appl ying the probl em sol ution-approach and cannot
render obvious the clainmed subject-matter (Article 56
EPC) .

Hence the subject-matter of the independent Clains 1
and 11 of the main request is considered to neet the
requi renents of Article 52 EPC. Since the subject-
matter of Clains 2 to 10 is dependent on that of
Caiml and conprises all the features of that claimit
al so neets the provisions of Article 52 EPC

Since the patent is nmaintained on the basis of the nmain
request there is no need to deal with the auxiliary
requests.
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For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The patent is maintained as granted.

The Regi strar: The Chai r man:
G Rauh P. Krasa

2451.D



