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Summary of Facts and Subm ssi ons
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This appeal lies fromthe Opposition Division's
deci si on mai ntai ni ng European patent No. 0 246 624 in
anmended form In a notice of opposition, based on |ack
of inventive step, the foll ow ng docunents had been
submtted, inter alia:

(1) a partial translation of JP-A-59 232 342

(2) DE-A-3 431 860

(3) EP-A-0 107 488

Claim1l of the patent as maintained by the Opposition
Di vi si on reads:

"1l. A nethod of form ng a colour inage which conprises
processing a silver halide col our photographic materi al
conprising a reflective support having thereon at |east
one light-sensitive |ayer containing at |east one
coupler which forms a dye upon a coupling reaction with
an oxidation product of an aromatic primary col our

devel opi ng agent and a silver halide enul sion which
contains at |east 95% by nol of silver chloride and
substantially no silver iodide wth a col our devel opi ng
sol ution which contains not nore than 0.002 nol /| of
brom ne ions and substantially no benzyl alcohol for a
devel opnent tinme of not nore than 2 mn and 30 s,
wherein at | east one conpound represented by the
following formulae (1) or (Il1) is contained in any

| ayer of the silver halide col our photographic

mat eri al :
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R (I)

wherein R represents an al kyl group, an al kenyl group,
or an aryl group; and X represents a hydrogen atom or
al kali metal atom an anmoni um group, oOr a precursor

N

stl\s/lL (Ils

(Lf;R'

wherein L represents a dival ent connecting group, R
represents a hydrogen atom an al kyl group, an al kenyl
group, or an aryl group; X has the same neaning as
defined in fornmula (1); and n represents 0 or 1."

In its decision the Qpposition Division found that the
subj ect-matter of the clainms as nmaintai ned was novel
and inventive in view of docunents (1),(2) and (3)
because nercaptotetrazol es and nercapt ot hi adi azol es
were not nentioned in docunent (1) according to which

t he devel oper contains benzyl al cohol, and docunents
(2) and (3) disclose colour devel oping solutions with a
brom de content above 0.002 nol/l, and in docunents (1)
and (3) the use of specific conbinations of conpounds
i.e. adenine and nercaptotri azol es or tetraazai ndenes,
respectively mercapto N-heterocyclic conpounds and

hydr oxyt et raazai ndens i s di scl osed.

The Appellant (Opponent) filed an appeal and submtted
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that the subject-matter of Claim1l1 did not involve an
inventive step in view of docunents (2) and (3). He
argued in essence

- that the subject-matter of Claim1 differed from
t hat disclosed in docunent (2) only by the
presence of specific nmercapto-substituted
het erocycl es and by an upper limt for the brom de
content of the devel oper;

- that the materials according to docunent (2) could
contain antifogging agents (page 20, lines 1 to 2)
whi ch - according to the Appellant - did not need
to be precisely specified;

- that according to the patent in suit good fog
val ues were obtained with the conpounds of
formulae I and Il which were known to reduce fog
(see docunent (3), page 16 and Table 2, absence
and presence of compound Y-1); the use of
conpounds of fornmulae | and Il of document (3) as
antifoggi ng agents in the conpositions of docunent
(2) was therefore obvious;

- t hat whereas the devel oper exenplified in docunent
(2) contained nore brom de (page 24, line 20) than
was al |l owed according to the patent in suit and
al t hough docunent (2) did not indicate the maxi num
and m ni mum brom de quantities, it nmentioned the
negative influence of brom de on the devel opnent
activity (page 5, lines 15 to 19), and that the
skill ed person would therefore conclude that a
reduction in brom de content would lead to an
increase in sensitivity.
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V. The Respondent (Patent Oaner) argued in essence

- that the object of document (2) was to avoid the
di sadvant ages whi ch occurred by the use of a
repl eni sher such as the enrichnent of bromde in
t he devel oper solution and the reduction of the
vol une of the devel oper due to evaporation and
t hat such an object was different fromthe object
of the patent in suit (page 5 line 1 to page 6,
[ine 6);

- t hat the devel oper solution exenplified in
docunent (2) contained 0.006 nol/| of KBr (exanple
1, page 24, line 20) which was above the limt of
0.002 nol /1 of bromde set in Claim1l of the
patent in suit;

- t hat docunent (2) did not disclose the use of a
mer capt o conpound of formulae (1) or (Il) as an
anti f oggi ng agent;

- that the object of docunent (3) was to provide a
silver halide enul sion being highly stabilized
agai nst variations in the concentration of the
brom de ions and the devel opi ng sol ution (page 2,
lines 14 to 17);

- that the brom de ions concentration according to
docunent (3) in the devel oper solution was in the
range of 0.8 g/l to 2.4 g/l (page 11, line 7),
i.e. 0.007 nol/l to 0.020 nol /1, which was above
the upper limt of 0.002 nol/| required by the
patent in suit;

- t hat docunent (3) taught that advantageous effects

2732.D Y A
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were only obtained by a conbination of a

hydr oxyt et raazai ndene conpound and a nitrogen
cont ai ni ng heterocyclic compound having at | east
one nercapto group (the paragraph bridging pages 5
and 6);

- that the conparative tests submtted by the
Appel lant with the letter dated 20 Decenber 1996
were in accordance with the invention of the
patent in suit and confirnmed the teaching of the
patent in suit.

\Y/ During the oral proceedi ngs which took place on 13 July
2000, the Appellant submtted a new set of 12 clains as
mai n request Claim1 thereof is the only independent
claimand differs fromthat maintained by the
Qpposition Division in that the term"am ne" was
inserted after the words "an aromatic primary".

VI, The Appellant requested that the patent be revoked.
The Respondent requested that the appeal be dism ssed
and that the patent be maintained in anmended form on
the basis of Cains 1 to 12 submtted as nmain request
during oral proceedings or, alternatively, on the basis
of Clainms 1 to 11 submtted as auxiliary request during

oral proceedings.

VIIl. At the end of the oral proceedings the Chairnman
announced the Board' s deci sion.

Reasons for the Decision

Mai n request

2732.D Y A
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Amendnents (Articles 84 and 123 EPC)

Claim1l as submtted during oral proceedings differs
fromCaim1l as originally filed by

- t he change of "80% by nol of silver chloride" to
"95% by nol of silver chloride",

- t he change of "in the presence of at |east one
conpound represented by the foll ow ng
formulae (I), (Il1), or (I1l)" to "wherein at |east
one conpound represented by the foll ow ng
formulae (1) or (I1) is contained in any |ayer of
the silver halide col our photographic material™"

- the deletion of all references to conpound (111).

The content of silver chloride of 95 nol % and the
presence of the conpounds of fornulae (I) or (Il) in
t he photographic material find their support on

page 49, line 14, and page 47, lines 5 to 8,
respectively, of the application as filed. The om ssion
of the term"amne"” in Caim21 as nmaintained by the
Qpposition Division was an obvious error and its
rectification according to Rule 88 EPC by inserting
"am ne" was not contested by the Appellant during the
appeal proceedings (see also Claim1l as originally
filed).

Further, the Board is satisfied that aim1l as anended
does not extend the protection conferred by the patent.
Therefore, the requirenents of Article 123 EPC are net.
The Board is also satisfied that the clains of the main
request are clear and conply with the requirenents of

Article 84 EPC. Since no objections have been raised by
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the Appellant in the respect of Articles 84 and 123
EPC, no further reasons have to be given.

Novel ty

The Board is satisfied that the subject-matter of
Caim1l1l is novel in view of docunents (1), (2) and (3).
Since no objections were raised by the Appellant, no
further reasons have to be given.

| nventive step

The patent in suit according to Claim1l concerns a

met hod of formng a col our image which conprises inter
alia a col our devel oping solution containing | ess than
0.002 nol /1 of brom de ions, any |layer of the

phot ographic material conprising at |east one conpound
of formulae (I) or (I1).

The technical problemas stated in the patent in suit
was to provide a nethod of formng a col our inmage which
has a small |oad for prevention of environnental

pol lution and sinple work for preparation of a
processing solution using a silver halide col our

phot ographic material which is applicable to rapid
processing providing high sensitivity and | ow fog,
whereby sinplification of |aboratory work, inprovenent
in productivity and mniaturization, sinple operation,
and | ow environnental pollution of the processing
system are achieved (patent in suit, page 3, lines 3 to
7).

At the priority date of the patent in suit, it was
known to the notional skilled person that brom de ions
have an inhibiting effect on the devel opnent speed (see
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docunent (2), page 5, lines 5 and 15 to 20; patent in
suit, page 2, lines 34 and 35). However, their presence
in the col our devel oping solution reduces the fog
formati on. Therefore, conventional col our devel oping
solutions conprise bromde ions and in addition benzyl
al cohol which acts as a devel opnent accel erat or (patent
in suit, page 2, lines 11 and 13 to 14) and thereby
conpensates the brom de ions' inhibiting effect. At the
priority date of the patent in suit it was al so known

t hat benzyl al cohol pollutes the environnment (patent in
suit, page 2, lines 21 and 22); its elimnation from

t he col our devel opi ng sol uti on woul d be the sinplest
nmeasure for achieving environnmental protection although
t he devel opment time woul d becone | onger.

This core objective of environnmental protection was

al ready achi eved by the nethod of docunent (2) which

di scl oses a nethod of form ng a colour dye inmage in the
absence of benzyl al cohol. Although the protection of
environment was not the main objective of docunent (2),
it was neverthel ess addressed there (page 4, lines 18
and 19; page 5, lines 6 to 8). The Appellant took this
docunent as starting point for evaluating inventive
step. The Board can accept this.

The technical problemunderlying the invention is hence
to be determned in the light of the state of the art
di scl osed in docunment (2).

Docunent (2) concerns a process for form ng col our

i mges; the object is to avoid the di sadvantages which
are linked to the overflow of used devel oper sol ution

caused by the addition of a replenisher to the

devel oper bath on the one hand (work up of overflow or
pol lution problens) or to higher concentrations of the
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brom de ions and to higher tenperatures required
therefore to overcone their inhibiting effect if the
overflow is reduced on the other hand. The object of
docunent (2) is achieved by a nmethod of form ng an

i mmge wherein a photographic material containing silver
hal i de particles substantially consisting of silver
chloride, nanely nore than 70 nol % or nore than 90 nol %
AgCl (see Clainms 1 and 2) is devel oped by a processing
solution free of benzyl alcohol (see Caim3).

The probl em underlying the patent in suit can,
therefore, be refornulated in view of docunent (2) as
the provision of a further nmethod of form ng a col our
image or, in other words, as to how to nodify the

met hod of docunent (2) conprising high contents of
silver chloride in such a way that non-acceptabl e fog
formation is avoided and high sensitivity is obtained.

The results of sanples 7, 13 and 18 in Table 4 of the
patent in suit show that high colour densities (colour
form ng property) and high sensitivity are obtained

wi thout an increase in fog (shown by the | ow Dmn

val ues) even when a rapid processing is carried out
usi ng a col our devel opi ng sol ution containing no benzyl
al cohol. In view of these exanples the Board is
satisfied that the problemunderlying the patent in
suit is solved by the clainmed sol ution.

The test results submtted by the Appellant in his
| etter dated 20 Decenber 1996 are not adequate for
calling in question this conclusion. They show that the
sensitivity of each sanple is inproved (increased) when
the brom de ion content is | owered whereas the fog
val ues representing the invention (0.162; 0.094; tw ce
0.087) obtained with a brom de ion concentration of
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0.002 nmol /1 - according to the Appellant's table - are
hi gher (worse) than the fog val ues representing the
prior art (0.108; 0.083; twice 0.081). However, it is
up to the producer of the photographic material to

deci de upon the bal ance between sensitivity and fog; in
this respect, the test results displayed in Table 1
annexed to the Respondent's letter of 11 January 1995
reflect in a nore conplete way the influence of the
different parameters |ike benzyl alcohol, the kind of

t he antifoggi ng agent and the brom de ion
concentration. For instance, by adding the conpounds of
formulae (I) or (I1) to a devel oping solution
containing 0.002 nmol/I KBr, the fog is reduced

(i nproved) significantly fromonly 0.15 to 0.09 or

0. 10, respectively, whereas the sensitivity decreases
from 108 to 101 or 99, respectively. These results
confirm in the Board' s judgnent, that the subject-
matter of Claim1l plausibly solves the existing

techni cal probl em

It remains to be decided whet her the nodification of
t he net hod of docunent (2) to arrive at the nmethod of
the patent in suit involves an inventive step.

Docunent (2) teaches, as already stated, the negative

i nfluence of the brom de ions on the col our devel opi ng
process. Therefore, the skilled person would keep the
brom de concentration at a low |l evel (page 5, lines 1
to 8). The skilled person knew that brom de ions have a
devel opment inhibiting function (patent in suit,

page 2, lines 34 and 35) and he was al so aware of the
warni ng in docunment (2) that brom de ions have an
inhibiting effect on the devel oper substance N-ethyl-N
(B-met hyl sul f onam doet hyl ) - 3- et hyl - p- phenyl di am ne-
sesqui sul fate nonohydrate (page 5, lines 15 to 19). An
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enrichment of the brom de concentration | eads not only
to an inhibiting effect but requires al so higher
tenperatures to overcone the inhibiting effect
(docunent (2) page 5, lines 1 to 8). Since the skilled
person woul d therefore focus on the concentration

| evel s of brom de ions, the brom de concentrations

di scl osed in docunment (2) give already sone indication
as to what a skilled person would consider to be useful
| ow | evel s of bromi de ion concentrations. It has to be
est abl i shed what "low | evel " neans according to the
state of the art.

Such low | evel s of brom de are exenplified in docunent
(2) by 0.7 g/l (page 24, line 30 and page 25, line 12)
corresponding to 0.006 nol/I. There is no pointer in
docunent (2) to a value below 0.006 nol/I. The skilled
person woul d al so consult docunent (3) concerning
silver halide ermul sions which are stabilized agai nst
variations in brom de ions concentration. Docunent (3)
mentions as the lowest |limt of the brom de ions
concentration range of a devel oping solution 0.8 g/l
corresponding to about 0.007 nol/1 (page 31, line 12,
see al so page 30, line 9). Hence in the light of the
state of the art, the skilled person would have
understood by an acceptable "low | evel” of brom de ions
concentrations of about 0.006 nol/l or 0.007 nol /I
devel opi ng sol uti on.

Therefore, the Board concludes that the maxi mum

al l owabl e content of not nore than 0.002 nol/1 of

brom de ions as called for by the patent in suit cannot
be inferred fromdocunents (2) or (3).

Thus, the Board cannot accept the Appellant's argunent
that it was obvious for a skilled person to use the
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conmpounds of formulae (1) and (I11) (known from docunent
(3)) as antifogging agents in the devel opi ng sol uti ons
di scl osed in docunment (2).

First of all, the brom de ions concentration of the
devel opi ng solution used in the nethod of Caim21l of
the patent in suit is considerably |ower than that

di scl osed in docunment (2) and also in docunment (3).
Therefore, the clained subject-matter woul d not result
froma sinple conmbination of the respective

di scl osures.

Furthernore, no one of these docunents contains any
information fromwhich the skilled person could have
expected the denonstrated performance of the
antifoggi ng agents of fornmula (1) or (lIl) at brom de
concentrations of not nore than 0.002 nol/I.

3.9 During oral proceedings the Appellant argued that the
processi ng of emul sions having a high concentration of
silver brom de, what neans 4 nol % of AgBr in the
context of docunent (2), would enrich the devel opnent
bath with brom de ions; he concluded that the content
of brom de ions in the devel oper solution according to
the patent in suit, which allows for 5 nmol % of AgBr in
the emul sion (see aim1l), wuld increase above the
val ue of 0.002 nol/| during the col our devel oping
process. The Board cannot accept this argunent. Claim1l
of the patent in suit is directed to a nethod
conprising a devel opi ng sol ution which contains not
nore than 0.002 nol /| bromde ions; this requirenent is
unequi vocal and has to be respected when processing the
col our photographic material, also in case of an
enmul sion having a silver brom de content of 5 nol % as
al so the Respondent pointed out.

2732.D Y A
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3.10 The Board, therefore, concludes that the subject-
matter of Claim1l involves an inventive step.

Claims 2 to 12 concern specific enbodi nents of the
process of Claim1 fromwhich they derive their
patentability.
Auxi | iary request

4. Since the main request is allowable, the auxiliary

request has not to be consi dered.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent with Cains 1 to 12 of the
mai n request and pages 2 to 84 of the description of
the patent as mmintained by the Opposition D vision.

The Regi strar: The Chai r man:

G Rauh P. Krasa
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