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Summary of Facts and Subm ssi ons

0148.D

The appeal lies fromthe OQpposition D vision's

interl ocutory decision, announced orally on 24 June
1996, with the reasoned deci sion being issued on

16 July 1996, that, account being taken of the
amendnments nmade by the Patentee during the opposition
proceedi ngs, European patent No. 0 406 479 was found to
neet the requirenents of Article 123(2) EPC, novelty
and inventive step over inter alia docunents

(1) WMaterials Conmpatibility of R 134a in Refrigerant
Systens, presented at the ASHRAE Wnter Meeting in
January 1989 by K. S. Sanvordenker, June 1989;

(2) Synthetic Lubricants and Their Refrigeration
Applications, presented by G enn D. Short at the
44t h Annual Meeting of the ASHRAE in Atl anta,
Ceorgia, May 1-4, 1989;

(8) the English translation of JP-A-55-105644;

(13) WD 90/ 12849; and

(14) the English translation of JP-A-55-157537.

The set of clainms underlying the decision consisted of
10 clainms for the contracting states DE FR GB IT SE and
11 clainms for the contracting state ES. Cdaim1l for the
contracting states DE FR GB I T SE read:

"Use of a lubricant for conpressors using a

hydr of | uor ocarbon refrigerant containing no chlorine,
conprising as a nmain conponent an ester(s) obtained by
reacting (a) neopentyl glycol with (b) a mxture of at
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| east one of straight chain nonoval ent saturated fatty
aci ds having a carbon nunber of 5-10 and at |east one
of branched-chai n nonoval ent saturated fatty acids
havi ng a carbon nunber of 7-9, wherein the anount of

t he branched-chai n nonoval ent saturated fatty acid is
not | ess than 50 nol % per total nonoval ent saturated
fatty acid used.™

Wth letter of 6 Novenber 2000 t he Respondent
(Proprietor) filed as auxiliary requests 1 and 2 two
sets of clainms, each consisting of clains for the
contracting states DE FR G IT SE and for the
contracting state ES.

The independent clainms of the first auxiliary request
for the contracting states DE FR GB I T SE read:

"1l. Use of a lubricant for conpressors using a

hydr of | uor ocarbon refrigerant containing no chlorine,
conprising as a nmain conponent an ester(s) obtained by
reacting (a) neopentyl glycol with (b) a mxture of at
| east one of straight chain nonoval ent saturated fatty
aci ds having a carbon nunber of 5-10 and at |east one
of branched-chai n nonoval ent saturated fatty acids

sel ected fromisoheptanoic acid, 2-ethyl hexanoic acid
and 3,5, 5-trinmethyl hexanoi c acid, wherein the anount of
t he branched-chai n nonoval ent saturated fatty acid is
not | ess than 50 nol % per total nonoval ent saturated
fatty acid used.™

"4, Use of a lubricant for conpressors using a

hydr of | uor ocarbon refrigerant containing no chlorine,
conprising as a nmain conponent an ester(s) obtained by
reacting (a) neopentyl glycol with (b) a mxture of at
| east one of straight chain nonoval ent saturated fatty
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aci ds having a carbon nunber of 5-10 and at |east one
of branched-chai n nonoval ent saturated fatty acids

sel ected fromisoheptanoic acid, 2-ethyl hexanoic acid
and 3,5, 5-trinmethyl hexanoi c acid, wherein the anount of
t he branched-chai n nonoval ent saturated fatty acid is
not | ess than 50 nol % per total nonoval ent saturated
fatty acid used, and (c) at |east one polybasic acid
havi ng a carbon nunber of 4-10, wherein the anmount of

t he polybasic acid is not nore than 80 nol % per total
nonoval ent saturated fatty acid used.”

"8. Alubricant for conpressors using 1,1,1, 2-

tetrafl uoroethane refrigerant, conprising as a main
conponent an ester(s) obtained by reacting (a)
neopentyl glycol with (b) a mxture of at |east one of
strai ght chain nonoval ent saturated fatty acids having
a carbon nunber of 5-10 and at | east one of

branched- chai n nonoval ent saturated fatty acids

sel ected from i soheptanoic acid, 2-ethyl hexanoic acid
and 3,5, 5-trinmethyl hexanoi c acid, wherein the anount of
t he branched-chai n nonoval ent saturated fatty acid is
not | ess than 50 nol % per total nonoval ent saturated
fatty acid used, and (c) at |east one polybasic acid
havi ng a carbon nunber of 4-10, wherein the anmount of
t he polybasic acid is not nore than 80 nol % per total
nonoval ent saturated fatty acid used.”

The i ndependent Clains 1, 4 and 9 of the first
auxiliary request for the contracting state ES were
identical with ainms 1, 4 and 8 respectively of the
first auxiliary request for the contracting states DE
FR G IT SE. Caim8 of the first auxiliary request for
the contracting state ES read:

"A nmethod for preparing a lubricant for conpressors
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using 1,1,1, 2-tetrafl uoroet hane refrigerant by
preparing a |lubricant, conprising as a main conponent
an ester(s) obtained by reacting (a) neopentyl glycol
with (b) a mxture of at |east one of straight chain
nonoval ent saturated fatty acids having a carbon nunber
of 5-10 and at | east one of branched-chai n nonoval ent
saturated fatty acids selected fromisoheptanoic acid,
2- et hyl hexanoi ¢ acid and 3,5, 5-tri net hyl hexanoi ¢ aci d,
wherein the amount of the branched-chai n nonoval ent
saturated fatty acid is not | ess than 50 nol % per total
nonoval ent saturated fatty acid used, and (c) at |east
one pol ybasi c acid having a carbon nunber of 4-10,
wherein the anount of the polybasic acid is not nore

t han 80 nol % per total nonoval ent saturated fatty acid
used. "

In the set of clainms of the first auxiliary request for
the contracting states DE FR GBB IT SE as well as in the
set of clains of the first auxiliary request for the
contracting state ES Clains 2 and 3 were dependent in
particular on Caiml1l and Clains 5 to 7 were dependent
in particular on CaimA4.

During the oral proceedings before the Board of Appeal,
whi ch took place on 5 Decenber 2000, the two Parties as
of right (03) and (04), i.e. the Qpponents 03 and 04,
were not present.

The Appel l ant (Opponent 02) and the Party as of right
(01) (Opponent 01) objected in particular that the sets
of clainms underlying the contested decision did not
nmeet the requirenent of Article 123(2) EPC, because by
the term"saturated"” and by the features "wherein the
anount of the branched-chain nonoval ent saturated fatty
acid is not |ess than 50 nol % per total nonoval ent
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saturated fatty acid used" and "at |east one pol ybasic
acid having a carbon nunber of 4-10, wherein the anmount
of the polybasic acid is not nore than 80 nol % per
total nonoval ent saturated fatty acid used”, subject-
matter was added whi ch extended beyond the content of
the application as fil ed.

Mor eover, they argued that the clained subject-matter
was not novel over the teaching of docunent (13) and
that it was obviously derivable fromthe teaching of
docunent (1) alone or in conbination with the teachings
of documents (8) and (14).

The Respondent submitted that it was inplicitly
disclosed in the application as filed that the straight
chai n and branched-chai n nonoval ent fatty acids were
saturated ones, that the feature "not |ess than 50
nol - % concerns the anount of branched-chain fatty
acids and that the amobunt of polybasic acid of not nore
than 80 nol % per total fatty acid used relates to the
nonoval ent saturated fatty aci ds.

The Respondent al so submitted that the clained subject-
matter was novel over the teaching of docunment (13) and
he argued that the objective problemin view of
docunent (1) may be fornul ated as providing lubricants
di splaying a superior mscibility behaviour with
chlorine free refrigerants at | ow tenperatures. Since
such superior mscibility behaviour had not been
suggested in any of the cited prior art docunents, the
cl ai med subject-matter could not be deduced fromthe
cited prior art docunents.

The Appel |l ant requested that the decision under appeal
be set aside and that the European patent No. 0 406 479
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be revoked. He further requested that a fresh ground of
opposition under Article 100(b) EPC be introduced in
t he appeal proceedings.

The Respondent requested that the appeal be dism ssed
and that the patent be maintained in the form anended
by the first instance (main request), or on the basis
of one of his two auxiliary requests filed with letter
dated 6 Novenber 2000 (auxiliary requests 1 and 2).

Reasons for the Decision

1

0148.D

The appeal is adm ssible.

Mai n request

Article 123(2) and (3) EPC

Al t hough the Respondent agreed that it was nowhere
explicitly nmentioned in the application as filed that
the branched-chain fatty acids were saturated, he was
of the opinion that a skilled person would |l earn from
the list of nonovalent fatty acids in the paragraph
bridgi ng pages 6 and 7 of the application as filed that
nonoval ent saturated fatty acids were neant, since for
branched- chai n nonoval ent fatty acids having a carbon
nunber of 7 to 9 one exanple of a saturated fatty acid
can be found for each nunber of carbon atons, nanely

i soheptanoi c acid, 2-ethyl hexanoic acid and 3,5, 5-
trimet hyl hexanoic acid, and no exanpl es of unsaturated
branched-chain fatty acids having a carbon nunber of 7
to 9 are provided.

However, in deciding whether with the feature
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"saturated", in connection with the stated branched-
chai n nmonoval ent fatty acids, subject-matter is added
whi ch extends the content of the application as fil ed,
it is only relevant according to the established
jurisprudence of the Boards of Appeal what the
application as filed directly and unanbi guously

di sclosed to a person skilled in the art.

Since, in the present case, the paragraph bridging
pages 6 and 7 of the application as filed |isted not
only saturated fatty acids, but also unsaturated fatty
acids, nanmely palmtoleic acid and oleic acid, a person
skilled in the art would deduce therefromthat fatty
acids could be used for preparing the |ubricant ester

i ndependent thereof whether these fatty acids were
saturated or unsaturated. That the two specifically
cited unsaturated acids do not have a carbon nunber of
7 to 9is thereby irrelevant, since it clearly follows
fromthe concerned paragraph, which starts with the
wor di ng "As the nonoval ent fatty acid, nention may be
made of ...", that the fatty acids cited therein are
only given as exanpl es and nowhere could a skilled
person find any disclosure defining anong these the
branched - chain saturated fatty acids having the
stated specific nunber of carbon atons as a particul ar
sub-group of nonoval ent fatty acids.

Additionally, the Respondent submtted that it was
common general know edge that in |ubricant esters,
wherein fatty acids having a carbon nunber of 7-9 are

i ncorporated, always saturated fatty acids are used by
virtue of their higher stability. As support of this
subm ssion he referred to Tables 6 and 7 in an article,
publ i shed in "Proceedings of the Industrial Lubrication
Synposi um London 1965, pages 21 to 40," only nentioning

0148.D Y A
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synthetic lubricants of ester types obtained from
saturated branched-chain fatty acids when having a
carbon nunber of 7 to 9 and to several Japanese patent
specifications cited by the opponents during the
opposi ti on proceedi ngs.

It is, however, normally accepted that conmon gener al
know edge is represented by basic handbooks and

t ext books on the subject in question and that normal |y
ot her sources such as patent specifications are not

part of comon general know edge (see, for exanpl e,

T 206/ 83, QJ EPO 1987, 5, points 5 and 6 of the Reasons
for the Decision). Therefore, neither the Japanese

pat ent specifications nor the proceedings of a
synposi um qual i fy as supporting evidence for nmaking the
exi stence of common general know edge credible. Apart
fromthat, in the Tables referred to, which concern the
thermal and hydrolytic stability of trimethyl ol propane,
pentaerythritol and dipentaerythritol, neopentyl glycol
esters are not nentioned and, therefore, those Tables
do not provide any information about the properties of
t he neopentyl glycol esters according to Claim 1.

Consequently, the Board conmes to the conclusion that by
specifying in Caim1l that the branched-chain
nonoval ent fatty acids having a carbon nunber of 7 to 9
nmust be saturated, subject-matter was added extendi ng
beyond the content of the application as filed,
contrary to the requirement of Article 123(2) EPC

First auxiliary request

Fresh ground of opposition

At the oral proceedings before the Board the Appell ant
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objected that the patent in suit did not disclose the
invention in a manner sufficiently clear and conpl ete
for it to be carried out by a person skilled in the
art, because the fatty acids in the experinental part
of the patent in suit were only defined by their carbon
nunber, w thout defining which specific isonmer was
used. The Respondent, however, expressly stated that he
did not agree that such fresh ground of opposition
woul d be consi dered by the Board.

Since insufficiency of disclosure under Article 100(b)
EPC was not cited by any of the Qpponents as an

opposi tion ground and according to the jurisprudence of
t he Boards of Appeal fresh grounds for opposition may
not be introduced at the appeal stage w thout the
explicit consent of the Patentee, the Board at that
stage of the proceedi ngs does not have the conpetence
to consider whether the invention is sufficiently

di scl osed (see G 10/91 QJ EPO 1993, 420, point 18 of

t he opi ni on).

The Appellant requested that the case be remitted to
the Opposition Division, as it was decided in the case
T 1066/ 92 of 5 July 1995 (not published in QI EPO),
where the Board found that the objection under

Article 100(b) EPC appeared prima facie that highly
relevant that it should be exam ned before assessing
novelty and inventive step. In the present case,
however, the mere fact that the fatty acids for
preparing esters as presented in Table 1 of the patent
in suit are only defined by the nunber of carbon atons
cannot be said to foreshadow that the patent in suit
does not sufficiently disclose the invention.
Therefore, the Board conmes to the conclusion that the
obj ection under Article 100(b) EPC is not prinma facie
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that relevant that the case be remtted to the
Qpposi tion Division.

Article 123(2) EPC

The Appellant and the Party as of right (01) contested
t hat support could be found in the application as filed
for the feature that the strai ght chain nonoval ent
fatty acids having a carbon nunber of 5 to 10 according
to the i ndependent clains are saturated ones.

Since, however, in the paragraph bridging pages 6 and 7
of the application as filed each possible saturated
nonoval ent fatty acid having a carbon nunber of 5-10
has been specifically cited, nanely pentanoic acid,
hexanoi ¢ aci d, heptanoic acid, octanoic acid, nonanoic
acid and decanoi c acid, and the disclosure of each
possi bl e conpound of a generic group is identical with
the disclosure of the generic group itself, it could
directly and unanbi guously be derived fromthe
application as filed that the strai ght chain nonoval ent
fatty acids having a carbon nunber of 5 to 10 could be
sat ur at ed ones.

The sane parties also contested that there was any
support for the m xture of nonovalent fatty acids used
to prepare the ester(s) according to the independent
clainms, since neither the selection of three fatty
acids fromthe group of branched-chai n nonoval ent
saturated fatty acids nor m xtures of isoheptanoic, 2-
et hyl hexanoi ¢ acid or 3,5,5-trinmethyl hexanoic acid with
a straight chain fatty acid according to the

i ndependent clains were disclosed in the application as
filed.



3.2.3

0148.D

- 11 - T 0839/ 96

However, by the explicit disclosure in the paragraph
bri dgi ng pages 6 and 7 of the application as filed of
both the specific straight chain and branched-chain
fatty acids indicated in the present independent
clainms, conmbined with the disclosure in the third

par agr aph on page 7 of the application as filed that a
m xture of a straight chain fatty acid having a carbon
nunber of preferably 5-10 and a branched-chain fatty
acid having a carbon nunber of preferably 7 to 9 as the
nonoval ent fatty acid is suitable for preparing

| ubricant esters, a mxture of the disclosed straight
chain fatty acids having a carbon nunber of 5 to 10

wi th the disclosed branched-chain fatty acids having a
carbon nunber of 7 to 9, i.e. isoheptanoic acid, 2-

et hyl hexanoi c acid and 3,5, 5-tri net hyl hexanoi c aci d,
for preparing the ester is directly and unanbi guously
di sclosed to a person skilled in the art.

Furthernore, they argued that the feature "wherein the
anount of the branched-chain nonoval ent saturated fatty
acid is not |ess than 50 nol % per total nonoval ent
saturated fatty acid used" was not supported by the
application as filed, because the disclosure in the
third paragraph on page 7 of the application as filed,
that the anount of the straight or branched-chain fatty
acid used is preferable to be not |ess than 50 nol % per
the total nonovalent fatty acid, did not nake sense,
since the m xture of nonovalent fatty acids used for
preparing the lubricant esters consisted of straight
chain and branched-chain fatty acids only and,
consequently, the amount of at |east one of the
straight chain and branched-chain fatty acids is
automatically not |ess than 50 nol % per the total
nonoval ent fatty acid. Since the disclosure in the |ast
sentence in the third paragraph on page 7 of the
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application as filed should, consequently, be neglected
as being superfluous, the said feature added subject -
matter not originally disclosed to the content of the
application as filed.

I n assessing whether the requirement of Article 123(2)
EPC is fulfilled, however, the only rel evant question
is whether all features were directly and unanbi guously
di sclosed in the application as filed, not whether the
di scl osure of such features was superfluous. Since in
the present case the possibility that branched-chain
nonoval ent saturated fatty acid is not |less than 50
nol % per total nonoval ent saturated fatty acid used is
i ncontestably disclosed in the application as filed, no
subject matter is added by that feature extending
beyond the content of the application as filed.

Additionally, it was argued that the feature "at | east
one pol ybasic acid having a carbon nunber of 4-10,
wherein the anount of the polybasic acid is not nore
than 80 nol % per total nonoval ent saturated fatty acid
used"” did not correspond with the teaching of the |ast
par agr aph on page 7 of the application as filed, where
it is taught that the polybasic acid may be esterified
wi th neopentyl glycol in an anmount of not nore than 80
nol % per total fatty acid, since the anount of tota
nonoval ent saturated fatty acid was not identical with
t he ambunt of total fatty acid.

However, it was never contested that it was unanbi guous
fromthe teaching in the third paragraph on page 7 of
the application as filed and fromthe wording of the

i ndependent clains, that the mxture of fatty acids
used for preparing the |lubricant ester contained as
fatty acids only the cited straight chain and branched-
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chain fatty acids and it remained al so uncontested that
the term"fatty acid" is restricted to nonobasic fatty
acids. Therefore, a skilled person woul d unanbi guously
derive fromthe application as filed, that the anount
of polybasic acid in the m xture for preparing the

| ubricant esters should not be nore than 80 nol % per
total nonoval ent saturated fatty acid used.

3.2.5 Therefore, the Board conmes to the conclusion that the
application as filed discloses all features of the
i ndependent clains in an unanbi guous way.

3.2.6 It was not contested that the features of Cainms 2, 3,
5, 6 and 7 were unanbi guously disclosed in the
application as filed in the paragraph bridgi ng pages 8
and 9, in original daim3 and inlines 1 to 4 on
page 8 of the application as filed and that the nethod
for preparing a lubricant according to Claim8 for ES
was inplicitly disclosed.

3.2.7 Consequently, the subject-matter of all clainms neets
the requirenment of Article 123(2) EPC. Mbreover, since
by the anmendnents nade the clained subject-matter is
restricted, which was not contested, the subject-matter
of all clains also neets the requirenent of
Article 123(3) EPC

3.3 Novel ty

3.3.1 Docunent (13), which is state of the art according to
Article 54(3) EPC, concerns liquid conpositions useful
as refrigeration liquids and containing as a najor
amount at | east one fluorine containing hydrocarbon
with one or two carbon atons and as a m nor anount at
| east one carboxylic ester of a pol yhydroxy conpound

0148.D Y A
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with a carboxylic acid (page 1, first paragraph, and

t he paragraph bridging pages 5 and 6). The fluorine
cont ai ni ng hydrocarbon contains preferably only carbon,
hydrogen and fluorine (page 8, lines 18 and 19), the
pol yhydroxy conpound may be inter alia neopentyl glycol
(page 11, last line) and the carboxylic acid used for
preparing the ester may be a mxture of inter alia

(i) a straight chain hydrocarbyl group containing 1 to
7 carbon atons and/or a branched chai n hydrocar byl
group containing 4 to 20, preferably 5 to 20, nore
preferable 5 to 14 carbon atons and

(ii) a straight chain hydrocarbyl group containing 8 to
22, preferably 8 to 14 carbon atons

(page 12, line 6 to page 13, line 2 and in nore
general form Caim10).

As straight chain hydrocarbyl group containing 1 to 7
carbon atons inter alia pentanoic acid, hexanoic acid
and heptanoic acid and as branched-chai n hydrocar byl
groups inter alia 3, 5, 5-trinethylhexanoic acid and 2-
et hyl hexanoic acid are cited on page 13, line 29 to
page 14, line 7. As straight chain hydrocarbyl group
containing 8 to 22 carbon atons inter alia decanoic
acid is cited on page 14, lines 16 to 20.

Al t hough the Appellant and the Party as of right (01)
agreed that in none of the exanples a neopentyl glycol
ester is described, they were of the opinion that al
features of Claim1l were described in docunent (13),
whi ch docunment was, consequently, to be considered as
destroying the novelty of Claim1l of both sets of

cl ai ns.
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However, in assessing novelty, the content of a
docunent nust not be considered as a reservoir from

whi ch features pertaining to separate enbodi nents could
be combined in order to create artificially a
particul ar enmbodiment. In order to be novelty
destroying the teaching of a document nust be such that
a skilled person would seriously contenpl ate comnbi ning
the different features cited in that docunent. This is
not the case here, since in docunent (13) there is
nowhere a hint to specifically prepare esters by
reacti ng neopentyl glycol with a m xture of straight
chain and branched-chained fatty acids as defined in
present Claim1l. Hence, docunent (1) cannot be
considered to destroy the novelty of Claim1l1 for DE FR
G IT SE and of Caim1l for ES.

For the sanme reasons independent Clains 4 and 8 for DE
FR @G IT SE and Clains 4, 8 and 9 for ES are novel over
t he teachi ng of docunent (13).

The Appellant subm tted that docunent (13) destroyed
the novelty of the clained subject-matter according to
the principles set out in T 12/81 (QJ EPO 1982, 296)
and T 124/87 (QJ EPO 1989, 491).

In T 12/81 it was decided that froma known chem ca
substance a particular stereospecific form- though not
explicitly nmentioned - is anticipated if it proves to
be the inevitable but undetected result of one of a
nunber of processes adequately described in a prior
publication by indication of the starting conpound and
the process. In the present case, however, the

| ubricant esters according to the clains are not the

i nevitable result of one of a nunber of known processes
with a known starting conpound. Starting fromthe
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teachi ng of document (13) such lubricant esters could
only be obtained in several steps by selecting

neopentyl glycol as pol yhydroxy conpound and by
selecting a m xture of specific straight chain and
branched-chain fatty esters as carboxylic acid. If from
the teaching of a prior art docunment a selection has to
be made within at |east two variable groups in order to
cone to the clainmed subject-matter, such docunent

cannot be considered as destroying the novelty of that
cl ai med subject-matter

In T 124/ 87 the conpetent Board found that a copol ynmer
defined by its chem cal conposition, its density and
its melt index was not novel over the teaching of a
docunent descri bing copol yners having that sane

chem cal conposition, the sanme density over a w de
range and an overlapping nelt index, since the

conbi nation of three clained requirenents were clearly
taught in the prior art docunment. In the present case,
however, the conbi nation of neopentyl glycol with a

m xture of fatty acids as defined in the clains was not
di scl osed in docunent (13).

| nventive step

There was di spute about whet her docunent (1) or
docunent (2) represented the nost relevant prior art.
Whereas the Appellant and the Respondent agreed that
docunent (1) represented the nost relevant prior art,
the Party as of right (01) was of the opinion that this
was represented by docunment (2).

In selecting the nost relevant prior art for the
pur pose of assessing inventive step, the first
consideration is that it nust be directed to a simlar
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use. In the present case, the patent in suit relates to
| ubricants suitable for use in the conpression of
refrigerants containing no chlorine, such as HFC 134a
(1,1,1, 2-tetrafl uoroet hane).

I n docunent (2) neopentyl esters are only disclosed as
refrigeration lubricants for chlorofluorocarbon (CFC
(see under the heading on page 4, right-hand colum
"Synthetic Lubricants for Chlorofluorocarbon (CFC)
Application” in conbination with the teaching under the
heading in the right-hand colum on page 6 "Neopentyl
Esters (Polyol Esters)"), whereas in the part
concerning "Lubricants for Refrigerant - 134a (R-134a)
Applications” neopentyl esters are not nentioned. Since
it my not be derived from docunent (2) that neopentyl
esters are suitable lubricants for use in the
conpression of refrigerants containing no chlorine,

and, to the contrary, docunent (1) indisputably relates
to the conpatibility, in particular the mscibility, of
R-134a with lubricants and specifically nentions the
conpatibility of neopentyl esters with R-134a (see

page 213, left-hand colum, second paragraph and

Figure 3), docunent (1) represents a nore rel evant
prior art for the purpose of assessing inventive step.

From Figure 3 of docunent (1), showing the mscibility
donmes for two undefined neopentyl esters, it follows
that the neopentylesters display at a m xture ratio of
80% R-134a and 20% neopentylester a lower mscibility
tenperature of -20°C.

According to the description of the patent in suit
(page 3, lines 51 to 53) the problemunderlying the
invention was to provide a refrigeration |ubricant
havi ng an excellent conpatibility with refrigerants
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containing no chlorine such as HFC-134a within inter
alia a wi de tenperature range.

The patent in suit clainms to solve this problem by the
neopentyl glycol esters according to the independent
cl ai ns.

Wth letter of 9 Decenber 1991 the Respondent filed
during the exam ning proceedi ngs additional data
showi ng that esters of neopentyl glycol with m xtures
of n-octanoic acid and 2-ethyl hexanoic acid have a two
phase separation tenmperature of -46°C when the straight
chain and the branched-chain fatty acid are used in a
nmol e ratio of 50:50 and <-50°C when such fatty acids
are used in a nmole ratio of 30:70. Froma conparison of
t hose two- phase separation tenperatures with the
mscibility dones for the two undefined neopentyl
esters in Figure 3 of document (1) (see point 3.4.2) it
follows that the tested neopentyl glycol esters
according to the present invention display a superior
m scibility behaviour at |ow tenperatures with R-134a.
In the absence of any proof of the contrary, the Board
has no reason to doubt that the additional data
provided with letter of 9 Decenber 1991 are
representative for all neopentyl glycol esters
according to the independent clains and for al

chlorine free refrigerants.

The Board therefore accepts that a credi bl e case has
been put forward that the problemunderlying the
invention, as defined in point 3.4.3, is effectively
sol ved by the neopentyl glycol esters according to the
i nvention.
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It remains to be decided, whether, in the light of the
teachings of the cited docunents, a skilled person
seeking to sol ve the above-nentioned problem would
have arrived at the clainmed use and lubricants in an
obvi ous way.

The Appellant and the Party as of right (01) were of
the opinion that a skilled person woul d have done so,
since docunent (1) discloses the use of neopentyl
esters as lubricants for conpressors using R-134a,
docunents (8) and (14) disclose neopentyl ester

| ubricants of the sanme kind as that of the patent in
suit and the clainmed invention concerns thus only the
use of a known neopentyl ester |ubricant as recommended
in docunent (1) for the purpose taught in docunment (1).

Docunents (8) and (14) relate to |ubricants conprising
an ester of neopentyl polyol, such as neopentyl glycol,
with a mxture of 3,5,5-trinmethyl hexanoic acid and a
saturated straight fatty acid, such |ubricants having
hi gh oxidation stability and generating a very snal
amount of carbonaceous materials and therefore being
suitable as air conpressor oil, as a technica

| ubricant oil or as a lubricant of an internal
conmbustion engi ne (see docunent (8), page 2, second

par agr aph; page 3, first paragraph, the paragraph
bridgi ng pages 3 and 4; page 4, second paragraph and
page 5, fourth paragraph; and docunent (14), page 2,
second par agraph; page 4, |ast paragraph; page 5, first
par agr aph and page 6, fourth paragraph).

Docunents (8) and (14), being nmerely concerned with
neopentyl esters having high oxidation stability, are
conpletely silent about the influence of such esters on
the mscibility behaviour with refrigerants, |let alone
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with refrigerants containing no chlorine. Therefore, a
skilled person | ooking for |ubricant esters having

i nproved conpatibility with refrigerants containing no
chlorine could not have found any hint in any of
docunents (8) and (14) that the esters described

t herein have a superior mscibility behaviour at |ow

t enper at ures.

A skilled person did thus not have any incentive to
conbi ne the teaching of document (1) with the teachings
of docunments (8) or (14) and, consequently, the clained
use and | ubricants were not obviously derivable from

t he conbi ned teachi ngs of documents (1), (8) and (14).

Second auxiliary request

In the light of the above findings, there is no need to
consi der the second auxiliary request.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent with the follow ng clains
and a description to be adapted:

- Clainms for DE, FR, GB, IT, SE: 1 to 8 of the first
auxiliary request filed with letter dated
6 Novenber 2000

- Clainms for ES: 1 to 9 of the first auxiliary

request filed with letter dated 6 Novenber 2000.

The Regi strar: The Chai r man:

N. Maslin A. Nuss

0148.D



