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Summary of Facts and Submni ssions

1094.D

This appeal lies fromthe decision of the Exam ning
Di vi sion refusing the European patent application
No. 91 917 994.5, published under the Internationa
Publ i cati on Nunber WO 92/ 06960, and relating to

pi perazi ne derivatives.

The deci sion was based on Clains 1 to 9 of the
application as filed, Claim1l reading as foll ows:

"A conmpound of fornula

R
R2

|
1 N—A-C-—(lZH-—CONR3R4

RO

(I

wherein

A is an al kylene chain of 1 or 2 carbon atons
optionally substituted by one or nore | ower alkyl
gr oups,

R is hydrogen or |ower alkyl,

R is a nmono- or bi-cyclic aryl or a heteroaryl radical,

R> is an aryl radical, a heteroaryl radical, or an aryl -
or heteroaryl-Ilower alkyl radical,

R® is hydrogen, |ower alkyl or aryl and R* i s hydrogen
| oner al kyl, cycloal kyl, cycloal kyl (I ower)al kyl, aryl,
or aryl (lower)alkyl or R and R together with the
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nitrogen atomto which they are both attached represent
a saturated heterocyclic ring which may contain a
further hetero atomand the dotted |ine represents a
singl e or double bond, the hydrogen atonms shown in
brackets being present when the dotted |ine represents
a single bond."

The Exam ning Division held that the subject-matter of
Caim1l was novel, but that it did not neet the

requi renments of clarity under Article 84 EPC and of

i nventive step under Article 56 EPC

Concerning the objection of lack of clarity the
Exam ni ng Di vision considered that the term"lower" in
the clains concerning the radicals referred to was not
sufficiently clear and therefore did not neet the
requi renents of Article 84 EPC

Furthernore, it held with respect to the objection of
| ack of inventive step that the subject-mtter of
Caim1l was obvious to the skilled person in view of
docunent s

(A)  US-A-4 921 958, and

(B) Ind. Chim Belge, 28 (1963), 123 to 134.

In this context, the Exam ning Division considered that
t he compounds of Caim1 of the present application
differed fromthose described in docunent (A) only in
that the conpounds of the present application contained
a met hyl ene group between the term nal am de group and
the carbon atom substituted by the aromatic rest as

cl ai med. Moreover, it considered that the technica
probl em underlying the application in suit in the |light
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of said docunent (A) was the provision of further

pi perazi nyl derivatives which could bind 5-HT
receptors, but that in the absence of any surprising
effect and in view of the broad scope of aim1, the
solution of this problem by providing the conmpounds as
defined in daim1l did not involve an inventive step in
vi ew of docunent (B), since this docunent disclosed
simlar piperazine conpounds show ng neurotropic
activity and conprising an al kyl ene group (Z) between
t he pi perazine group and the term nal am de group (R")
whi ch m ght be varied in | ength.

| V. Oral proceedings before the Board were held on 25 Apri
2001.
V. In a communi cation of 1 March 2001 and during these

oral proceedings, the Board indicated its provisiona
vi ews including:

(a) that the term"lower"” in the clains concerning the
radicals referred to appeared to lack clarity in
view of the Board's decision T 1129/97 of
26 Cctober 2000 (to be published in the QJ EPO in
a conpar abl e case,

(b) that the scope of the originally filed daim1l and
the main clains of the auxiliary requests 1 and 2
then on file seemed to be too broad in view of the
technical information provided in the application
in suit fromwhich it appeared that the presence
of a hexahydroazepinyl ring as part of the
term nal am de group woul d be an essential feature
of the clained invention, and

(c) that it would be not credible in the |ight of the

1094.D Y A
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cited prior art docunents that all substituents
falling under the broad definitions of Rt and R
woul d gi ve conmpounds showi ng the all eged 5-HT,,
bi ndi ng activity.

The Appel lant, having regard to the Board's objections,
ultimately defended the patentability of the
application in suit on the basis of a main request and
auxiliary requests 1 to 3 as submtted during the ora
pr oceedi ngs.

Claim1 of this nmain request concerned a conpound
having the fornula (1) as indicated in Claim1l of the
application as filed (see point |l above), wherein:

"Ais CH,

R is hydrogen or C,4 al kyl,

R is a mono- or bi-cyclic aryl or a nono or bhicyclic
nitrogen containing heteroaryl radical,

R? is an aryl radical, or a pyridinyl, pyrimdinyl or
pyrazi nyl radical,

R® and R* together with the nitrogen atomto which they
are both attached represent a hexahydroazepi no ring;

and the dotted line represents a single or double bond,
the hydrogen atons shown in brackets being present when
the dotted |ine represents a single bond,

and wherein "aryl' means an aronatic radi cal having 6
to 12 carbon atons and 'heteroaryl' neans an aronmatic
radical containing 5 to 11 ring atons, the R' and R
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radi cal s being optionally substituted by one or nore
substituents selected from C_, al koxy, C,, al kylthi o,
hal ogen, trifluoronethyl, nitro, carbal koxy,

car boxam do, cyano, am no, C,_, al kyl am no and

di (C.¢ al kyl am no)."

It argued, with respect to the required inventive step,
in sunmary:

(a) that the conpounds of present Claiml essentially
differed fromthose disclosed in docunent (A) in
that the conmpounds of the present application
contai ned a specific termnal am de group, nanely
the group - CONRR* wherein R® and R* together with
the nitrogen atomto which they are both attached
represent a hexahydroazepino ring and, in
addi tion, a nethylene group between said term na
am de group and the aromatic radical containing
car bon at om

(b) that the presently clainmed conmpounds in conparison
Wi th the conpounds of docunent (A) showed an
i nproved 5-HT,, binding activity as well as a nore
sel ective binding activity for the 5-HT,, receptor
conpared to their binding activity for the &
receptor as supported by the test report submtted
on 8 August 1996,

(c) that in view of the teaching of the cited
docunents (A) and (B) it was in fact not necessary
to show an unexpected effect of the clained
compounds, and

that the provision of the conpounds defined in
(d) h h i si f th ds defined
present Caim1 having inproved or conparable

1094.D Y A
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bi nding activity for the 5-HT,, receptor conpared
to those of docunent (A) was not obvious to the
skill ed person, because neither of docunents (A)
and (B) provided any incentive to insert a

nmet hyl ene group between said term nal am de group
and the aromatic radical containing carbon atom
and to replace the termnal am de group of the
conpounds of docunent (A) by the group - CO NRR
wherein R3 and R4 together with the nitrogen atom
represent a hexahydroazepi no ring.

Furthernore, it requested the reinbursenent of the
appeal fee alleging a substantial procedural violation
by the Examning Division in that it refused the
application in suit without prior warning and based its
deci sion on the ground of lack of clarity under
Article 84 EPC on which it had no opportunity to
present its comments. In this context, it submitted
during the oral proceedings before the Board a copy of
t he communi cation of the Exam ning Division dated 17
July 1995 as received by the Appellant which showed,
unl i ke the copy of the sane communication in the

Exam ning Division file, that an objection of |ack of
clarity was first raised only in the first instance
deci si on.

The Appel | ant requested that the decision under appea
be set aside and that a patent be granted on the basis
of the main request or alternatively auxiliary
requests 1 to 3 submtted during the oral proceedings;
and that the appeal fee be refunded.

At the conclusion of the oral proceedings the Board's
deci si on was pronounced.
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Reasons for the Deci sion

2.2

1094.D

The appeal is adm ssible.

Request for reinbursenment of the appeal fee

According to Rule 67 EPC, reinbursenent of the appea
fee shall be ordered where the Board of Appeal deens an
appeal to be allowable and if such rei nbursenent is
equi tabl e by reason of a substantial procedura

vi ol ati on.

In the present case, the Appellant clained a
substanti al procedural violation on two grounds: first,
that the Exam ning D vision refused the application in
suit without a prior warning and, second, that the
deci si on was based on the ground of lack of clarity
under Article 84 EPC on which it had been given no
opportunity to conment.

Concerning the Appellant's first conplaint, the Board
observes that according to the established case | aw of
the Boards of Appeal, it is left to the Exam ning
Division's discretion to decide whether to issue a
further invitation to present conments under

Article 96(2) EPC. Mreover, such a further invitation
woul d only be appropriate if it would appear likely
that, in the light of the applicant's reply, the

exam nation proceedings would termnate in the granting
of a patent.

In the present case, the Exam ning Division clearly
indicated in its first and only comuni cati on (which,
on this subject, is the sanme both as received by the
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Appel l ant as on the Examining Division file) that

i nventive step could only be acknow edged if the
Appel | ant were to provide evidence of an unexpected
effect of the clained conpounds, to which the Appell ant
only replied it was not necessary to submt any such
evi dence. In these circunstances, the Board cannot see
a procedural violation by the Exam ning D vision in not
sending a further invitation to file observations.

Wth respect to the second conplaint, the Board agrees
with the Appellant that the Exam ning D vision
conmtted a procedural violation in basing its decision
on the ground of lack of clarity under Article 84 EPC
on which the Appellant had been given no opportunity to
comment. This arose fromthe fact that the

conmuni cation of 17 July 1995 received by the
Appel I ant, unli ke the EPO dossier copy, did not refer
to that objection at all, and the Board considers that
sendi ng one version of a comrunication to a party while
placing a different version on the file is also a
procedural violation.

However, the existence of a procedural violation is not
by itself sufficient for reinbursenent. The requirenent
of Rule 67 EPCis - as indicated above - that the

rei mbursenent nust be equitable by reason of a
substanti al procedural violation.

From t he deci sion under appeal it is clear that the
Exam ning Division held that the subject-nmatter of the
clains then on file did not involve an inventive step.
The Appell ant was thus obliged to appeal to overcone
this objection as to which there was no procedura
violation. Therefore, although the inclusion in the
deci sion of the ground of lack of clarity w thout
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giving the Appellant an opportunity to deal with the

I ssue was undoubtedly a violation of the right to be
heard under Article 113(1) EPC, the appeal fee would
have been payable in any event for reasons unrelated to
any such violation. Thereby it would not, in the
Board's judgnent, be equitable to reinburse the appeal
fee pursuant to Rule 67 EPC notw thstandi ng the
procedural violation, or indeed two such violations,

whi ch occurred in this case (cf. the decisions T 682/91
of 22 Septenber 1992 at point 4.2 and T 712/97 of

27 January 2000 at points 2.7 to 2.11 (both unpublished
in QI EPO).

Mai n request

Amendnent s under Article 123(2) EPC

The subject-matter of Caim1 of this request is
supported by the application as filed as foll ows:

(a) by daiml; and

(b) page 4, line 5, concerning the neaning of A

(c) page 2, lines 9 and 10, concerning the neani ng of
R, in particular with respect to the clained C_g
al kyl group;

(d) page 3, lines 9 to 13, concerning the neani ng of
R, in particular with respect to the nbno or
bi cyclic nitrogen containing heteroaryl radical;

(e) page 3, lines 14 to 18, concerning the neani ng of
R, in particular with respect to the specified
het eroaryl radicals;
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(f) page 4, line 10, and the exanples, concerning the
-NRR* rest defined as a hexahydroazepino ring; and

(g) page 2, lines 14 to 21, and page 2, last line to
page 3, line 13, with respect to the neani ng of
the expressions "aryl" and "heteroaryl" and
concerning the specified optional substituents of
R! and R

Therefore, the subject-matter of present Claim1l does
not contravene Article 123(2) EPC, which requires that
no subject-matter extendi ng beyond the application as
filed is added by an anendnent to a European patent or
pat ent application.

Support and clarity under Article 84 EPC

Concerni ng the question of support under Article 84
EPC, the Board firstly observes that according to the
establ i shed jurisprudence of the Boards of Appeal,
Article 84 EPC has to be interpreted as neaning that a
claimhas to specify all the essential features which
are necessary for solving the technical problemwth
whi ch the application is concerned. Consequently, al
techni cal features described in the description of an
application which are apparently essential to the

al l eged invention, and in particular such features

whi ch di stinguish the invention fromthe closest state
of the art, have to be present in the clains.

In the present case, the conpounds of the application
in suit as presently defined in Claiml differ from

those of the cited prior art docunents (A) and (B) in
that the conpounds of the application in suit contain
as essential features a specific term nal am de group,
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nanely the group - CONRPR* wherein R® and R* together with
the nitrogen atomto which they are both attached
represent a hexahydroazepino ring and, in addition, a
met hyl ene group between said term nal am de group and
the aromatic radical containing carbon atom NMoreover,
the scope of Caim1 has been restricted with respect
to the nmeanings of R' and R2 to preferred enbodi nents.
In these circunstances and in view of the fact that the
Appel | ant shoul d have the benefit of a reasonably broad
patent protection, in the Board' s judgnent, present
Caiml now neets the requirenent of support within the
meani ng of Article 84 EPC

Furthernore, in the Board's judgnent, present Caiml
al so neets the requirenent of clarity within the
meani ng of Article 84 EPC. Since the Exam ning Division
only based its objection in this respect on the
presence in the clains then on file of the term"| ower"
in conbination with the various groups referred to and
present Claiml1 no |longer includes this term no
further conment is required.

I nventive step

Article 56 EPC states that an invention is held to

i nvol ve an inventive step if, having regard to the
state of the art (in the sense of Article 54(2) EPQ),
it is not obvious to a person skilled in the art.

I n deci ding whether or not a clained invention neets
this criterion, the Boards of Appeal consistently apply
t he probl em and sol uti on approach, which invol ves
essentially

(a) identifying the closest prior art,
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(b) assessing the technical results (or effects)
achi eved by the clained inventi on when conpared with
the closest state of the art established,

(c) defining in the light thereof the technical problem
whi ch the invention addresses and successfully sol ves,

(d) verifying that the defined technical problemis
sol ved by the enbodi nents enconpassed within the
cl ai med sol ution, and

(e) exam ning whether or not a skilled person starting
fromthe closest prior art would arrive at sonething
falling wwthin Claim2l by follow ng the suggestions
made in the prior art in the sense of Article 54(2)
EPC.

The Board considers, in agreenent with both the
Appel I ant and the Exam ning Division, that the cl osest
state of the art with respect to the clai ned subject-
matter of the application in suit is the disclosure of
docunent (A).

This docunent, like the application in suit, is
concerned with piperazi ne conpounds having a serotine
5-HT, receptor affinity (see colum 1, lines 40 to 47).
Furthernore, as indicated above, the conpounds of this
docunent essentially differ fromthe conpounds
presently clained, firstly, in that the | ast conpounds
contain a term nal -CONRR* group, wherein R® and R
together with the nitrogen atomto which they are both
attached represent a hexahydroazepino ring, instead of
a - CO NR'-adamantyl rest and, secondly, in that they
contain a nethyl ene group between said tern nal - CONRPR*
am de group and the aromatic radical containing carbon
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atom (see docunent (A), colum 1, line 47 to colum 2,
line 2).

Regarding this closest state of the art, the Appellant
contended by referring to its test-report filed on 8
August 1996 that the conpounds of present Claim1l were
not only unexpectedly nore potent as 5-HT, binding
agents, but al so showed a nore sel ective binding
affinity for the 5-HT, receptor conpared to their
binding affinity for the a, receptor. However, in view
of the test-results given in the Table of this test-
report, and in particular the incorrect selectivity
values indicated in the right colum of said Table, in
the Board' s judgnent only the inproved binding affinity
has been sufficiently substanti ated.

Thus, in the light of the closest state of the art, the
techni cal problemunderlying the application in suit,
which is credibly solved, can be seen in the provision
of pi perazi ne conpounds having an inproved 5-HT,
binding affinity.

This technical problemis solved by the provision of
t he conpounds as defined in present Caim1.

In view of the results described in point 3.3.4 above,
the Board al so accepts that the stated probl em has been
succesfully solved within the whole area cl ai ned.

The question now is whether the clainmed solution would
have been obvious to the skilled person in view of the
cited prior art.

As indicated above, docunent (A) does not point the
skill ed person to conpounds having the characteristic
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structural features of the conmpounds as presently
clainmed (see point 3.3.3 above). Therefore, this

docunent cannot render the cl ai ned subject-matter
obvi ous by itself.

Furt hernore, docunent (B) relates to piperazine
conpounds which do not contain the two characteristic
structural features of the conmpounds as presently
claimed either (see page 123, right columm, [ ast
paragraph to page 124, left colum, first paragraph).
Mor eover, although it discloses that the conpounds
defined therein show a neurotropic activity, it clearly
teaches that the conpounds having - |like the conmpounds
of the present application - a termnal am de group
(R') show less activity than those having instead a
termnal nitrile group (R') (see page 134, l|left col um,
under the third concl usion).

Therefore, in the Board's judgnent, docunents (A) and
(B) do not suggest to the skilled person that the
techni cal problemunderlying the application in suit
coul d be solved by providing a conpound as now cl ai ned.
Thus, for the above reasons, the Board concl udes that
the subject-matter of present Claim1l involves an

i nventive step under Article 56 EPC

Auxiliary requests

In the light of the above findings, it is not necessary
to consider the Appellant's auxiliary requests.

Remittal to the first instance

Al t hough the Board has come to the conclusion that the
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subject-matter of Caim1 of the present main request
neets the requirenents of Article 84 EPC and invol ves
an inventive step under Article 56 EPC, the present
application still needs further exam nation in order to
establ i sh whether the further clains and the
description fulfil the requirenents of the EPC

However, the function of the Boards of Appeal being
primarily to give a judicial decision on the
correctness or otherw se of first instance decisions,
the Board (pursuant to its discretion under

Article 111(1) EPC) remts the case to the Exam ning
Division for further prosecution on the basis of the
clains of the present main request. This will not
prevent the Appellant making further anmendnents to

t hese cl ains as necessary.

Or der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance for further
prosecution on the basis of the main request.

3. The request for reinbursenent of the appeal fee is
refused.
The Regi strar: The Chai r man:

1094.D
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N. Maslin A. Nuss
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