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Summary of Facts and Subm ssi ons

2498.D

Eur opean patent No. 0 432 835, based on application

No. 90 203 209.3 was granted with a set of eleven clains
for the contracting states AT, BE, CH DE, DK, ES, FR
@B, GR IT, LI, NL and SE

Claim1l as granted reads as foll ows:

"A process for preparing a fluid conposition containing a
chemcally setting gelling agent, wherein a liquid
containing the gelling agent is chemcally set, whil st
subjecting said liquid to sufficient shear to obtain a
substantially less rigid conposition than woul d have been
obtained by chemically setting the liquid under quiescent
condi tions, wherein the conposition conprises at | east

75 wt% of the liquid and wherein either (a) the gelling
agent conprises a gelling agent selected fromthe group
consi sting of pectin, iota-carrageenan, kappa-
carrageenan, furcelleran and m xtures thereof, or (b) the
gelling agent is alginate and the |liquid containing the

gelling agent is set at a tenperature above 30°C. "

Opposition was filed by the Respondent (Opponent)
alleging lack of both novelty and inventive step under
Article 100(a) EPC as well as insufficiency of disclosure
under Article 100(b) EPC

The foll ow ng docunents were cited during the opposition

pr oceedi ngs:

(1) US-A- 2859115
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(2) GB-A 1525123

(3) GB-A 2048642

(4) US-A- 3804951

(5) EP-A-0271132

(6) EP-A-0011891

(7) GB-A-2035360

The Opposition Division decision of 25 June 1996, posted
on 29 July 1996, revoked the patent under Article 102(1)
EPC. The decision was based on the set of clains as

gr ant ed.

The Opposition Division took the view that the process
according to claim1 | acked novelty in the |ight of
Exanpl e 1 of document (4).

More particularly it was held that Exanple 1 clearly
indicated that the liquid containing 98.9% wei ght parts
of water, kappa-carrageenan and potassiumcitrate was
subjected to stirring and agitation in order to obtain an
elastic interrupted gel having an extrenely high
viscosity and that accordingly the liquid was al so
chemcally set. In the absence of any definition of what
was neant by "sufficient shear”™ in claiml1, the

Qpposi tion Division concluded that the process of
Exanple 1 of document (4) led to the same "substantially
less rigid conposition” as required by claim 1.
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The Appellant (Proprietor Unilever N V.) | odged an appeal
agai nst the said decision. In response to the grounds of
appeal the Respondent inter alia referred to docunent (7)
and rai sed an objection for |lack of novelty of claim8 as
gr ant ed.

Oral proceedi ngs took place on 6 August 1999 during which
for the first time the Respondent referred to docunent

(8) EP-A-0355908 cited under Article 54(3) EPC in the
Eur opean search report.

Si nce docunent (8) was only discussed before the

Exam ning Division but was not referred to by the parties
in the opposition and appeal proceedi ngs, the Appell ant
requested that the case be remitted to the first instance
if the Board considered this prior art relevant to the
novelty of the subject-matter of the patent in suit.

After deliberation by the Board the Chairman announced
that the proceedings were to be continued in witing.

In a comuni cati on dated 28 Septenber 1999, the Board
indicated inter alia that Exanple 4 in docunent (8)
appeared to be prejudicial to the novelty of each of the
product clains on file, except for those of the
contracting state DK. In response the Appellant filed on
8 Decenber 1999 a new main request and five auxiliary
requests, each request including a separate set of clains
for the contracting state Denmark DK

Claim7 of the main request for the contracting states
ot her than DK reads as foll ows:
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"Fluid conposition containing a chemcally setting
gelling agent, at |east part of which gelling agent has
been chemcally set, wherein the chemcally set gelling
agent is predomi nantly present as mcrogel s having a nean
equi val ent di aneter of |ess than 100 m croneter,
preferably of less than 50 microneter, wherein either (a)
the chemcally setting gelling agent conprises pectin,
and/or (b) the mcrogels are irregularly shaped."”

Claim1l1l of the two sets of clainms of the first auxiliary
request is the sane for all designated contracting states
and reads as foll ows:

"A process for preparing a fluid conposition containing a
chemcally setting gelling agent, wherein a liquid
containing the gelling agent is chemcally set by
conbining two separate streans, one containing the
gelling agent and anot her containing the cation, whilst
subjecting said liquid to sufficient shear to obtain a
substantially less rigid conposition than woul d have been
obtained by chemically setting the liquid under quiescent
condi tions, wherein the conposition conprises at | east

75 wt% of the liquid and wherein either (a) the gelling
agent conprises a gelling agent selected fromthe group
consi sting of pectin, iota-carrageenan, kappa-
carrageenan, furcellaran and m xtures thereof, or (b) the
gelling agent is alginate and the |liquid containing the
gelling agent is set at a tenperature above 30°C. "

Claim?7 of the first auxiliary request for the
contracting states other than DK reads as foll ows:

"Fluid conmposition containing a chemcally setting
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gelling agent, at |east part of which gelling agent has
been chem cally set, wherein the chemcally set gelling
agent is predomi nantly present as mcrogel s having a nean
equi val ent di aneter of |ess than 100 m croneter,
preferably of |less than 50 m croneter, wherein the
chemcally setting gelling agent conprises pectin.”

Claim?7 of the first auxiliary request for the
contracting state DK reads as foll ows:

"Fluid conposition containing a chemcally setting
gelling agent, at |east part of which gelling agent has
been chemcally set, wherein the chemcally set gelling
agent is predom nantly present as mcrogels having a
nmean equi val ent di ameter of |ess than 100 m croneter,
preferably of |less than 50 m croneter, wherein the
chemcally setting gelling agent conprises a gelling
agent selected fromthe group consisting of pectin,

i ot a- carrageenan, furcelleran and m xtures thereof."

Claim10 of the two sets of clains of the first
auxiliary request is the sane for all designated
contracting states and reads as foll ows:

"10. Process for preparing a spread containing fromb5
to 60 wt. % fat, including the adm xture of fat with the
fluid conposition according to any of clains 7-9."

The Appellant submtted that the current interpretation
of Article 54(3) EPC was that national rights of
earlier date had no effect on the patentability of

Eur opean patents since they were not conprised in the
state of the art.
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Regardi ng the disclosure of the prior art, the
Appel l ant argued inter alia that according to the

met hod of the patent in suit gelation started

i medi at el y upon the conbination of the gelling agent
and the cation and that neither of docunents (4) and
(8) disclosed the chem cal setting of a gel by

conbi ning two separate streans whil st applying shear,
and hence novelty of the process clainms containing such
setting of a gel was given

Docunent (8) exclusively concerned thermally reversible
gels and therefore neither the indication of pectin in
alist of gelling agents was sufficient information to
disclose its use to obtain a chemically set gel nor the
reference to the optional use of ion sources such as
salts in the conposition of docunent (8) disclosed
pectin in conmbination wwth a salt which all owed

chem cal setting of the gel. Mreover, since there was
no disclosure in docunent (8) of a chemcally set
gelling agent present in the formof mcrogels
irregularly shaped, the fluid conposition of the patent
in suit was clearly novel over this prior art.

Docunent (8) clearly disclosed that exanples of gelling
pol ysacchari des capable of form ng reversible gels were
agar, carrageenan, furcelleran, gellan and pectin and
that the mcrogels of its fluid conposition mght be of
a spherical or irregular shape. The nere fact that no
specific exanple in docunent (8) nmade use of pectin did
not preclude this prior art constituting an

antici patory docunent. As a consequence, in the
Respondents view, at |east claim7 of the main request
and first auxiliary requests, clains 1 and 8 of the
second and third auxiliary request and claim1 of the
fifth auxiliary request all |acked novelty in the |ight
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of the disclosure of docunent (8).

The Respondent submtted that the worked exanpl es of
the patent in suit did not show that gelification took
pl ace immedi ately after m xing the gelling agent and
the cation and that therefore the process clains of
each request had to be construed as enconpassing the
possibility of combining the streans of gelling agent
and cation and only subsequently chem cally setting the
conbi ned stream whil st subjecting it to shear.
Accordingly, the process clainms of the various requests
| acked novelty with respect to both docunent (4) and
docunent (8).

In order to show | ack of novelty of the clained
process, the Respondent sought to introduce two further
docunents US- A- 3185576 and US- A-3978243 into the appeal
pr oceedi ngs.

The Respondent contested these argunents and inter alia
took the view that the filing of a separate set of
clainms for the contracting state Denmark DK was
unjustified since docunent (8) had a Dani sh equi val ent
and Dani sh | aw had a provision which corresponded to
Article 54(3) EPC.

VIIl. In the conmunication dated 28 Septenber 1999, the Board
had i ndicated that the parties and the subject of the
proceedi ngs regardi ng patentability of the clained
subject matter remai ned the same and that accordingly
it could not be expected that the Appellant's request
for further oral proceedi ngs woul d be all owed.

I X. The Appel |l ant requested that the decision under appeal be
set aside and that the patent be maintained either on the

2498.D Y A
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basis of the main request or on the basis of one of the
five auxiliary requests filed on 8 Decenber 1999.

In case in which not all the requests could be considered
to be novel over any of the docunents cited, further oral
proceedi ngs were requested.

The Respondents requested that the appeal be di sm ssed.

As an auxiliary request further oral proceedi ngs were

request ed.

Reasons for the Decision

1

2.2

2498.D

The appeal is adm ssible.

Mai n request for contracting states other than DK

Arendnent s

Claim 7 of this request conprises the broadest scope of
protection and is based on clainms 10 and 11 originally

filed in conmbination with page 7, lines 9 to 23, of the
description originally filed and corresponds to claim8
as granted. Accordingly the requirenents of Article 123
EPC are fulfilled.

Novel ty
Docunent (8) relates to |iquid-based conpositions

conprising at |east one gelling polysacchari de capabl e of
formng a reversible gel. Exanples of such gelling
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pol ysacchari des are agar, carrageenan, furcelleran,
gell an and pectin. The gelling polysaccharides are
predom nantly present in the conposition as m crogels
havi ng a nean equi val ent di aneter of |ess than 100

m croneter, preferably of | ess than 50 m croneter
According to Figures 1 and 2, the mcrogels of the
conposition are of a spherical or irregular shape. The
conposition can also contain materials which have the
effect of nodifying the gel-nelting and setting
tenperature, for exanple ion sources such as salts, which
have a strong influence on the gel-nelting and setting
point (see particularly page 2, lines 1/2, 4/5 and 14/15,
page 4, lines 8/ 9, page 5, lines 44 to 47, as well as
Figures 1 and 2).

Exanpl e 4 on pages 7/ 8 specifies conponents and a
formul ati on according to the general teaching of docunent
(8) referred to above. The liquid based conposition of
sai d exanpl e contains 1.3% carrageenan (kappa /iota
carrageenan 70/30), 0.41% sodium chloride, 1.05%

pot assi um sor bate and the bal ance dei oni sed water. The
carrageenan and the salts are dissolved in the deioni sed
water at 80°C and then heated to 95°C. Subsequently the
solution is cooled while applying shear in order to
produce a thick punpable |iquid.

Even when taking into account the Appellant's subm ssion
that gel formation in a chem cal setting process is
extrenely sensitive to the type of ingredients and

rel ati onship of the anounts of each of the components,
particularly the cation and gelling-agent content present
in the mxture to be gelled, the Board is convinced that
in the final product of said Exanple 4 of docunment (8)
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with 1.05% potassium sorbate in the formul ation, at |east
part of the gelling agent has been chemcally set as
required for the product of claim7 of the main request.

On page 6, line 56, of docunent (8) it is clearly
indicated that "the invention is further illustrated by
nmeans of the follow ng exanpl es”. Accordingly, since the
i nvention of docunent (8) clearly relates to |iquid-based
conpositions with the gelling agent predom nantly being
present in the conposition as mcrogels having a nean
equi val ent di ameter of |ess than 100 microns (see
claim1l), the Board is convinced that the final product
of Exanple 4 of docunment (8) also contains the size of

m crogels as required for the product of claim7 of the

mai n request.

It is also denonstrated by Figures 1 and 2 of docunent
(8) that it is not possible to distinguish the mcrogels
of claim7 fromthose disclosed in docunent (8) by a
vague term such as "irregularly shaped”.

Mor eover, in the absence of any clear definition of the
expression "at |east part of which gelling agent has been
chemcally set” in claim7, the chemcally set "part" of
the gelling agent cannot be accepted as a feature
delimting the clained product over the prior art

di scl osure.

In the light of these facts the Board can only concl ude
that at least for alternative "(b)" the subject matter of
claim?7 of the main request for the contracting states

ot her than DK | acks novelty over the disclosure of

docunent (8).
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Since at | east one claimof the main request does not
fulfil the requirements of the EPC the whol e request,
including the set of clains for DK, nust fail.

Auxiliary request 1 for contracting state DK

Adm ssion into the proceedi ngs

The present sets of clains for the contracting state
Denmark DK were filed in response to an objection under
Article 54(3) EPC raised for the first time during the
appeal proceedings. In the circunstances of the present
case, the filing of such requests containing separate
clainms for the contracting states other than DK, which by
nmeans of amendnents are deened to be delimted over the
state of the art under Articles 54(3) and (4) EPC, nanely
docunent (8) and clains for DK, which by other anmendnents
are deenmed to be delimted over each of the other prior
art under Articles 54(1) and (2) EPC, can be regarded as
adm ssi bl e under Rules 87 and 57a EPC.

Havi ng regard to the outcone of decision T 550/88 (QJ
1992, 117) clearly stating

- "that the effect of a prior national right upon a
European patent is a matter purely for national |aw

and t hat

- "the conbined effect of Article 138 (1) and 139 EPC
is to provide an additional possible ground of
revocati on under national |aws based upon the
exi stence of a prior national right which is not
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avail abl e under Article 54 EPC'

t he Respondent's argunent that the anendnents to the
clainms for the different contracting states are
unjustified because of the fact that there exists a

Dani sh application equivalent to docunent (8) nust fail.

3.2 Arendnent s

| ndependent claim1 can be derived fromclains 1 and 2
originally filed in conmbination with page 4, |line 28, up
to page 5, line 2, of the description originally filed
and claim1l as granted in conbination with page 3,

lines 10 to 12, of the description as granted; dependent
claims 2 to 6 correspond to dependent clains 3 and 4 and
6 to 8 as originally filed and dependent clains 2 and 3
and 5 to 7 as granted.

| ndependent product claim7 is based on clainms 10 and 11
originally filed and claim8 as granted. Dependent
clainms 8 and 9 correspond to dependent clains 12 and 13

as originally filed and 9 and 10 as grant ed.

Process claim 10 corresponds to claim 14 originally filed
and claim 11l as granted.

Accordingly, the requirenents of Article 123(2) and (3)
EPC are fulfilled.

3.3 Clarity of claim1 and its interpretation

Regardi ng the Respondent's clarity objections to the

process for preparing a fluid conposition as set out in

2498.D Y A
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claiml, it is to be noted that conbining two separate
streans of different reactants whil st subjecting the
liquid to sufficient shear to obtain a reaction product
is aunit operation well known to those skilled in the
field of process engineering. Mreover, dependent claim5
originally filed and dependent claim4 as granted relate
to this process feature. In these circunstances the

obj ection under Article 84 EPC regarding the anendnents
of claiml1l is not justified.

Furthernore, in the absence of experinental counter
evidence it nust be regarded credi ble on the basis of
common general know edge about the | aw of chem cal

equi libriumthat gelation under conditions as required by
claim1l at |east starts upon conbining the cation and the
gelling agent, and consequently the liquid containing the
gelling agent at |east begins to be chem cally set when
conbi ned, even if such gelation is not expressly

menti oned in the working exanples.

Process claim 1l does not require conpletion of
chemcally setting imediately after m xing the gelling
agent and the cation.

The Board sees no reason to give the wording of claim1l
an interpretation other than its normal understanding in
the specific technical field.

3.4 Novel ty
When deciding in the Iight of the facts on file on the

guestion of novelty of the product of claim?7, it is to
be noted that except for the deletion of the gelling

2498.D Y A
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agent "kappa-carrageenan” and of the feature that " the
m crogels are irregularly shaped", claim?7 corresponds to
claim8 as granted.

In consideration of the specific wording of claim?7,
nanmel y

"Fluid conmposition containing a chemcally setting
gelling agent, ..... , Wherein the chemcally setting
gelling agent conprises a gelling agent selected from

i ot a-carrageenan ... ",

docunent (7), in particular Exanple Il which was already
cited by the Respondent against the novelty of claim8 as
granted, remains relevant also for the novelty of claim?7
of the first auxiliary request for the contracting state
DK

According to said Exanple Il carrageenan is used as
gelling agent. Since it is, however, well known in the
art that carrageenan nust be regarded as a generic term
of natural products and since docunent (7) does not

di scl ose gelling agents other than carrageenan claim 7 of
auxiliary request 1 for contracting state DK specifying

i ot a- carrageenan i s recogni sed novel .

The sane reasoning applies to docunent (6), page 4,
lines 33/34, in conbination with clains 1 and 5 of this
docunent .
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Docunent (6) discloses in addition to carrageenan,
gelatin, agar and al ginate gelling agents, none of which
is comprised in claim7 as one of the obligatory
conmponent s.

The ot her docunments cited during the proceedi ngs -
docunents (1) to (5) and the two docunents US-A-3185576
and US- A-3978243 whi ch the Respondent sought to introduce
into the appeal proceedings do not disclose mcrogels
havi ng a nean equi val ent dianeter as clained. In the
light of these facts the novelty of claim7 can be

acknow edged.

In the light of the clear technical neaning of the
wor di ng of process claim1l as set out under point 4.2
above, the prior art cited during the proceedings,

al t hough di scl osing the possibility of carrying out
gelification in a fluid conposition by a continuous
process (see for exanple docunent (7), page 1, lines 40
ff), cannot be construed as relating to a process for
chemcally setting a gelling agent under shear conditions
with a cation by conbining two separate streans, one
containing the gelling agent and anot her containing the
cation. The Respondent did not show such disclosure and
did not prove that in the process of the patent in suit
as now clainmed chemcally setting of the gelling agent
does not start inmediately after conbining the two
separate streans of the reactive conmponents.

The Respondent's reference to docunent US-A-3978243,
colum 3, lines 56 to 60, stating that the stabilised
sour mlk product is preheated to a tenperature in the
range 50°C to 80°C to avoid gelation as the two
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conponents are m xed, nust fail since the whole teaching
of this prior art is to carry out specific neasures in
order to avoid gelification of the reactants which

ot herw se woul d take pl ace.

Accordingly, the novelty of claim1 can be acknow edged.

Process claim 10 includes the fluid conmposition of
claim7 which, as set out under point 4.4 above, can be
regarded novel over the cited prior art.

Since in the European patent application published as
docunent (8) the contracting state DK is not designated
t hi s docunment cannot be taken into account as prior art,
and therefore the whole set of clains for DK can be
regarded as novel in the light of the rest of the cited
prior art.

Auxiliary request 1 for contracting states other than DK

Since the set of clains 1 to 10 of this request consists
of the process clains 1 to 6 for DK and product clains 7
to 9 and the sane process claim 10 including the product
of claim7, and since the product clains are nore
restricted than the product clainms for the contracting
state DK, it is in principle only necessary to discuss
novelty of the clainmed subject-matter in the light of the
di scl osure of docunent (8) under Article 54(3) EPC.

The di scl osure of docunent (8) is analysed in detai
under points 3.2 to 3.4 above for claim7 of the main
request .
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In addition to 3.2 to 3.4 above, it is to be noted that
docunent (8) does not contain any working exanpl e using
pectin as gelling agent and indicates only that "the
conposition according to the invention can contain
materi als which have the effect of nodifying the ge
nmelting and setting tenperature, for exanple ion sources
such as salts, which have a strong influence on the ge
melting and setting point", in other words, the general

t eachi ng of docunment (8) indicates only optionally the
presence of ion sources. Mreover, docunent (8) contains
bot h wor ki ng exanples with and wi thout conponents capabl e
of releasing netallic cations necessary for chemcally

setting at |east part of the gelling agent.

4.3 Regardi ng the process for preparation of the liquid
conposition of docunment (8), it is clearly set out on
page 7, lines 39 to 41, of this docunment that carrying
out the process by continuously passing a (pre-heated)
stream of gelling polysaccharide containing liquid
t hrough one or nore cooling and shearing units is
preferred. Docunent (8), however, does not teach
conbining two separate streans of the gelling agent and
the cation in a manner as required by claim1 of
auxiliary request 1 for contracting states other than DK

Accordingly, the whole set of clains for contracting
states other than DK can be regarded as novel over the
cited prior art.

5. Since the subject-matter of the clained process of the
only request formng a basis for the decision of the
Qpposition Division | acked novelty over at |east one
docunent, in the absence of auxiliary requests, the

2498.D Y A
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Qpposition Division correctly decided not to exam ne
whet her the requirenents of Article 56 EPC have been net.

Since the matter of inventive step was al so not dealt
with in the proceedings before the Board, it appears
appropriate for the Board to exercise its powers under
Article 111 EPC and to remt the case to the Qpposition
Division, so as not to deprive the parties of two

i nstances for conpletion of exam nation of the anended
cl ai ns.

In these circunstances it does not appear appropriate to
take a final decision on the relevance of the two new
docunents US- A-3185576 and US- A-3978243 for the

assessnent of inventive step.

Regardi ng the Respondent's request for further oral
proceedings, it is to be noted that the Respondent, by
subm tting docunent (8) at a very |ate stage of the
appeal proceedings, nanely at the beginning of the oral
proceedi ngs before the Board, prevented the Board from
taking a final decision in the present case and
consequent|ly caused the proceedings to be del ayed and

prosecuted in witing.

In this context the Respondent's attention is drawn to
Article 116(1) EPC according to which "The European
Patent Ofice may reject a request for further oral
proceedi ngs before the sane departnment where the
parties and the subject of the proceedings are the
sane" (see point VIII above).

Mor eover, the new sets of clainms nowon file clearly
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represent a reasonable reply of the Appellant to the

content of docunent (8). These sets of clains formng a

basis for this decision were filed on 8 Decenber 1999 and

both parties had anple opportunity to discuss the

subject-matter of the newclains in witten form The

present decision is not a final decision on the validity

of the patent and there will be opportunity for both

parties to have further oral proceedings before the first

i nstance (see point 6 above). Therefore, it does not seem

appropriate to hold further oral proceedings at the

present stage before the Board.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to continue the proceedings on the basis of
"Auxiliary Request 1" filed on 8 Decenber 1999.

The Regi strar: The Chai r man:

A. Townend C. Germinario

2498.D



