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Summary of Facts and Submn ssions

This appeal is froman interlocutory decision of the
Qpposition Division to maintain in anended form

Eur opean patent No. 0 292 186 relating to novel
filaments, a process for the preparation thereof and
fabrics nmade therefrom

The i ndependent Clains 1, 9 and 13 as nai ntai ned
read:

"1. A nonofilanent formed froma honogeneous bl end of
two resins and conpri si ng

from50 to 99 parts by weight of a |inear

pol yphenyl ene sul phi de, and

from50 to 1 parts by weight of a nelt extrudable

pol yner sel ected from non-hal ogenated ol efin

pol yners, iononer resins, and poly-mxylyl ene

adi pam de.

9. A process for making nonofil anents, which
conprises extruding a polyner blend as set forth in
any of clains 1 to 8 to forma nonofilanent and then
drawi ng the nonofilanent to a ratio of from3:1 to
6:1.

13. A fabric containing or consisting of
nonofil aments according to any of clains 1 to 8."

1. The notice of opposition, based on insufficiency of
di scl osure and | ack of inventive step of the subject-
matter then clainmed (Articles 100(a), 56, 100(b) EPC)
cited, inter alia, the follow ng docunents:

(1) US-A-4 610 916
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(2) EP-A-0 166 368

(3) EP-A-0 189 895

(4) EP-A-0 158 989

(5) US-A-4 528 335

In its decision the OQpposition Division held that the
patent in suit conplied with the requirenents of
Article 83 EPC

Further, the Opposition Division held that the
subject-matter as defined in the set of 13 d ains
filed by the Respondent (Proprietor) with its letter
of 28 May 1996 as nmin request conplied with the
requi renents of the EPC and especially that it

i nvol ved an inventive step over the cited prior art,
in particular over docunent (1).

The Appel |l ant (Opponent) | odged an appeal against the
decision; it argued in essence

- that when evaluating inventive step the
redefinition of the problemw th respect to
docunent (1) should have included docunents (2) to

(5);

- that the broad range of 1 to 50 parts by weight of
the nelt extrudabl e pol yner as conponent (2) of
the patent in suit could not serve as a basis for
recogni sing inventive step with respect to the
conposi tions disclosed in docunent (3)(page 10,
lines 17 to 21, and page 10, line 33 to page 11,
line 6);
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t hat docunent (2) disclosed polyaryl ene sul phides
(PAS) which may, for instance, be mxed with

pol yol efins so that fibres having great strength
and stretchability can be produced (page 1,

lines 15 to 21, page 5, line 32 to page 6, line 2;
page 19, lines 6 to 11 in conbination with

page 19, lines 12 to 15 and line 21);

that the Opposition Division erred when concl udi ng
fromthe results of the exanples of the patent in
suit that an inprovenent of the knot strength had
been obtai ned as conpared to the results of
docunent (1);

that the exanples of the patent in suit tended to
suggest an obvi ous optim sation of the process
condi ti ons;

that the results of the patent in suit were not
conparable with the results of document (1) since
t he non-m xed Ryton® nonofil anments (nmade of

pol yphenyl ene sul phide (PPS)) of docunent (1)
having a tensile strength of 4.13 kg (see Table I
Exanple 2) would differ fromthe non-m xed Ryton®
nonofi |l ament of the patent in suit having a
tensile strength of 3.44 kg (patent in suit,
Table |11, control);

t hat docunent (4) should have been taken into
consi derati on because the skilled person would
have consi dered both cracking resistance and knot
strength when trying to i nprove the physica
properties of PPS conpositions;

that the poly-mxylylene adi pam de of Caim1l of
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the main request was a conmpound simlar to those
di scl osed by docunent (5);

- that it was not clear which nmeasures had to be
taken in order to obtain the effects advanced by
t he Respondent in support of inventive step;

- that in the case of both Exanples 4 and 5 and
Exanples 6 and 7 of the patent in suit different
nmechani cal properties were achi eved al though in
each pair of exanples the conpositions of the
nonofi | aments were the sane;

- that the enbodi nents according to Clains 2 to 13
al so | acked an inventive step.

The Respondent disputed the Appellant's argunents.

The Respondent, in reply to an inquiry fromthe
Board, stated that it was not prepared to discuss
novel ty.

Oral proceedi ngs took place on 18 Decenber 2001.

The Appel |l ant requested that the decision under
appeal be set aside and the patent be revoked.

The Respondent requested that the appeal be di sm ssed
or, alternatively, that the patent be maintained in
anmended form according to the auxiliary request filed
withits letter dated 24 Cctober 2000.

At the end of the oral proceedings the Chairnman
announced the Board's deci sion.
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Reasons for the Deci sion

1.1

1.2

1.3

1.3.1

1.3.1.1

0358.D

Mai n request

Articles 84 and 123 EPC

The Board is satisfied that Clains 1 to 13 neet the
requi renments of the above nentioned Articles; as no
obj ections had been raised in this respect, a
detail ed reasoning is not necessary.

Article 54 EPC

The patent had been opposed under Article 100(a) EPC
on the ground that the clains [ack an inventive step.
The Qpposition Division had nade a passing remark
that the clainmed subject-matter was novel. Wt hout
conmenting on the question whether the Opposition
Division was entitled to deal with this issue at al
under Article 114(1) EPC, the Board had no power to
deal with novelty, which would be a fresh ground of
opposition, in the absence of the Respondent's
agreenent (G 7/95, order; G 1/95, reason 5, order).

Article 56 EPC

Claiml

According to the patent in suit, the technica
problemto be solved was to devel op a range of PPS

bl ends which are suitable for nelt extrusion and

whi ch give nonofilanments with inproved fatigue

resi stance and increased tenacity w thout sacrificing
chem cal resistance or significantly reducing the use
tenperature (patent in suit, page 3, lines 6 to 8).
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Al so, due to the high level of crystallinity of PPS,
nmonofil aments thereof tend to be brittle and are
difficult to work with. In particular, knot strength,
| oop strength and fatigue resistance of PPS
nonofilaments are all |low and result in problens
during their processing, especially when the

nmonofil ament is woven into fabrics (patent in suit,
page 2, lines 18 to 21).

The problem of brittleness of nonofilanents and the
aimof inproving their extrudability are al so
addressed in docunent (1) (colum 1, lines 24 to 32
and colum 1, line 65 to colum 2, line 4). Both
parties took docunent (1) as the starting point for
eval uating inventive step. The Board can agree.

The question is whether the problemto be solved has
to be refornmulated and if so, howit wll be
ref or nul at ed.

The Appel |l ant objected that there was no i nprovenent
Wi th respect to docunent (1), that at nost the

i nprovenents achieved in the patent in suit were as
good as in docunent (1), and that the Qpposition
Division was wong to state that the exanples of the
patent in suit showed an inprovenent in knot
strength. This statenent was in contradiction to the
definition of the problemwhich the OCpposition
Division said was to provide alternative polyners to
t hose of docunent (1).

The Board cannot agree.

The results submtted by the Respondent in Tables 1
and 2 of its letter of 2 June 1997 show t hat many
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exanpl es of the patent in suit exhibit higher
increases in loop strength than in the exanpl es of
docunent (1). Further, many exanples in the patent in
suit exhibit increases in |oop strength and knot
strength wi thout any decrease in tensile strength.

As both the patent in suit and docunent (1) each have
a control exanple it is possible, even if not on
exactly the sane basis, to evaluate quantitatively
the i nprovenents with respect to the control exanples
and thus to conpare the respective inprovenents
obtained. It was shown that actually the results in
knot strength achieved with the conpositions
according to the patent in suit were higher than with
t hose according to docunent (1) (see letter of 2 June
1997, Table 2). It is true that when conpared to the
results according to docunent (1), not all the

i nvention's exanpl es show hi gher increases in |oop
strength.

Therefore, for evaluating inventive step, the problem
to be solved in respect to docunent (1) can be
defined as the provision of an alternative
nonof i | ament conpri si ng pol yphenyl ene sul phi de.

The results of the physical properties displayed in
Table Il of the patent in suit (pages 9 and 10) prove
that the nonofil anents forned from a honbgeneous

bl end of two resins conprising PPS and one of the
nelt extrudabl e polynmers according to Caiml

credi bly solve the problem as nentioned at

point 1.3.1.4.

The question is whether the addition of a pol yner
sel ected from non-hal ogenated ol efi n pol yners,
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i onomer resins or poly-mxylylene adi pam de to PPS
i nvol ves an inventive step.

The difference between the patent in suit and
docunent (1) lies in the type of the conponent to be
added to PPS; according to docunent (1) it is a
copol yner consisting of an ol efin and a hal ogenat ed
nmononer whereas in the patent in suit it is a non-
hal ogenated ol efin polyner, a iononer resin or a

pol y-m xyl yl ene adi pam de.

It has to be exam ned whether a skilled person having
regard to the state of the art represented by the

ot her docunents cited above woul d have suggested one
or all of these nelt extrudabl e pol yners.

The Appellant submtted that docunment (3) would teach
addi ng pol yam de (page 10, line 35) and pol ypropyl ene
or polyethylene (page 11, lines 2 and 3) as a second
conmponent to phenyl ene sul phide resin conpositions
conpri sing the poly-p-phenyl ene sul phide (1), poly-m
phenyl ene sul phide (11) and a phenyl ene sul phi de

bl ock copolyner (111). Polyam de and pol ypropyl ene or
pol yet hyl ene were |isted together with

tetrafl uoroet hyl ene copol yners, ie hal ogen contai ni ng
copol yners. As docunent (1) disclosed that
nmonofi | aments are nade of |inear PPS and copol yners
consi sting of an olefin and a hal ogenated nononer,
the skilled person woul d have consi dered pol yam de
and pol ypropyl ene or pol yethyl ene as possible

candi dates for replacing the hal ogen contai ni ng

copol yners. Consequently, such replacenent of a

hal ogen cont ai ni ng copol yner as achieved in the

cl ai med nonofil anents was obvious to a person skilled
in the art.
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The Board does not agree for the follow ng reasons:

The description of docunent (3) contains separate
sections with the foll ow ng headi ngs:

Conposi tions

Filnms, Yarns

Extrusion or Injection MIlded Products

Composi tion; and

Fabricated articles (pages 8 to 11).

The rel evant passage to which the Appellant referred
I's under the heading “Conposition”:

"The conposition of the invention can be nelt m xed
Wi th powdery inorganic fillers...or fibrous
fillers.... Furthernore, the conposition of the

i nvention can be bl ended with conpatible resin
materials such as..., polyam des, pol ypropyl enes,

pol yet hyl enes. .., and tetrafl uoroethyl ene copol yners
to obtain diverse conpositions. In addition to these
fillers,..."(page 10, line 28 to page 11, line 8).

The words "In addition to these fillers...." inply

t hat pol yam des, pol ypropyl enes and pol yet hyl enes are
to be considered as fillers, and not as a second
conponent, in this context. The interpretation has to
take into consideration the remaini ng passages of the
previ ous paragraphs under the headi ngs “Conpositions”
and “Filnms, Yarns”:

Conposi tions

"The phenyl ene sulfide resin conposition of the

i nvention conprises a mxture of conponents (1)
through (I11). The term "conprises a m xture" herein
nmeans that various auxiliary materials (including
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resins, the details of which are descri bed
hereinafter) other than the three essentia
conponents can be contained, unless they unduly have
adverse effects on the characteristics due to the
three essential conponents. Wen the "auxiliary
materi al s" are resins, the three essenti al
conponents, viz. p-, m and p/ m pol yphenyl ene

sul fides, should preferably conprise the najority of
t he resi nous conponent." (page 9, lines 19 to 30).

Filnms, Yarns

"...A so, the conposition can be processed into
stretched filanments by extruding the conposition

t hrough nozzles for spinning and then stretching the
resulting filaments 2 to 20 tines the original |ength
..."(page 10, lines 2 to 6).

Fillers are nentioned together with extrusion or

i njection noul ded products (page 10, lines 16 to 26).
The paragraph relating to yarns and filanments

(page 9, line 34 to page 10, line 15) does not
mention the use of fillers; so pol yam de,

pol yet hyl enes and pol ypropyl enes, nentioned in the
context of fillers, are not to be considered as
additives for yarns and filanents.

Whereas "the conposition of the invention" of
docunent (3) can be blended with fillers such as

pol yam de, pol ypropyl ene, and/or pol yethyl ene when
"extrusion or injection nolded products” are
prepared, "Filnms, yarns" are prepared fromthese
"conpositions of the invention" as such, w thout the
i ncorporation of a filler.

The nonofil anments made of conpositions of Exanples 1,
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2 and 3 displayed in Table 1 contain a m xture of
conponents | (poly-paraphenyl ene sul phide), Il (poly-
nmet aphenyl ene sul phide), and 11l (phenyl ene sul phide
bl ock copol yner) (page 16). There is no disclosure of
a filler.

The Board concl udes that nonofil anments according to
docunent (3) do not contain non-hal ogenat ed

pol yol efins. There was al so no suggestion in docunent
(3) of including non-hal ogenated polyolefins in the
nmonofilaments. In the Board's view, there was no
incentive for a skilled person to turn to docunent

(3).

The Appel l ant al so argued that docunents (2), (4) and
(5) shoul d have been taken into consideration by the
Opposition Division in evaluating inventive step.

However docunent (2) does not disclose nonofil anents,
| et alone their |oop and knot strength.

Docunent (4) is concerned with reinforced

pol y(aryl ene sul phide) conpositions suitable for

nmoul dings; it is not concerned with nonofil anents.
Loop and knot strength are not nentioned in docunent
(4) which, therefore, has no bearing on the question
of inventive step of the subject-matter clained in
the patent in suit.

Docunent (5) did not disclose poly-mxylylidene; the
Appel l ant's argunent that poly-mxylylidene is a
structurally simlar conponent to the polyam des used
i n docunent (5) cannot succeed since the exenplified
anor phous pol yam des indicated by reference to their
starting nononers woul d not encourage the skilled
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person to fall back on this specific conponent
(docunent (5), colum 3, lines 28 to 47). Therefore
there was no incentive for the skilled person to turn
to docunent (5).

The Board concl udes that none of the cited docunents
(2) to (5) would have suggested the addition of a
non- hal ogenated ol efin, an iononmer resin or poly-m
xylyl ene adi pam de to a |linear polyphenyl ene sul phi de
to forma nonofil anment.

As the conditions such as pressure and/or the draw
ratio are not always the sanme in the exanples, the
Appel | ant objected that it was not clear which
measures have to be taken to achi eve the obtained
results; the neasures to be taken would at the nost
be opti m sation neasures.

In the Board's opinion, the process variations would
be routine to the skilled person who woul d need no
i ngenuity to execute the invention.

For all these reasons, the Board holds that the cited
prior art docunents either alone or in conbination do
not render obvious the clainmed solution of the
present technical problem and concludes that the
nmonofi | ament according to Caim1l of the patent in
suit is based on an inventive step as required by
Article 56 EPC.

Clains 9 and 13, directed to a process and a fabric,
respectively, refer back to Claim1l. Therefore, these
clainms also satisfy the requirenents of Article 56
EPC. Dependent clains 2 to 8 and 10 to 12 are based
on the sane inventive concept and derive their
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patentability fromthe i ndependent clains 1 and 9.

2. Auxi |l i ary requests

In the light of the above findings there is no need
to consider the auxiliary requests.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

G Rauh P. Krasa
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