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Summary of Facts and Subm ssi ons
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The appel |l ant (applicant) | odged an appeal against the
deci sion of the Exam ning Division posted 15 March 1996
to refuse European patent application No. 90 912 512. 2.

The Exam ning Division held that the application failed
to satisfy the requirenents of Article 84 EPC (| ack of

clarity) and did not neet the requirenments of

Article 54 (novelty) and Article 56 (lack of inventive

step), having regard to the docunents

Dl1: JP-A-56-098482

D2: US-A-36 535 095

D3: JP- A-50- 091546

D4: GB-A-2 125 833

In the statement of grounds filed on 15 July 1996, the
appel l ant additionally referred to the docunents

D5: Journal of the Anmerican Chem cal Society, 1958,
vol une 80, pages 3361 to 3366

D6: Journal of the Anerican Chem cal Society, 1958,
vol unme 80, pages 4631 to 4634

D7: Sigma Chem e, Biochem cal, organic Conpounds,
pages 1768 to 1770, page 1774

Encl osed with its letter of 2 May 1997, a translation
of docunent D1 was submtted (docunent D1') by the
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appel | ant .

1. In a Communi cation the Board referred to docunent

D38: Basic Principles of Oganic Chem stry, 2nd
edition, J. D. Roberts, M C Caserio,
W A Benjamn Inc., 1979, pages 1212, 1213

and expressed the view that the clainms of the second
auxi |l iary request were possibly all owabl e.

L1l Inits letter of 10 August 1999 in response to the
O ficial Communication by the Board, the appellant
unanbi guously declared that it shared the Board' s view
on the case and that it conplied with the formal
requi renments recorded in the communication. In
consequence thereof, the appellant requested that:

- t he deci sion under appeal be set aside and

- a patent be granted on the basis of the clains of
the second auxiliary request:
claimse 1 to 7 (part |I) submtted on 12 August 1999
clains 7 (part 11) to 20 submtted on 24 Septenber
1996
description pages 2, 2A, 5A, 6, submtted on
12 August 1999
description pages 1, 3, 7 to 21, 23 to 26, 28 to
34 as originally filed,
description pages 4, 5, 22, 27, 35, submtted on
8 COctober 1999
figures 1 to 4 as originally filed.

| V. | ndependent clains 1 and 8 read as foll ows:

2693.D Y A
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"1. A conposition for inhibiting corrosion of ferrous
nmetals in the presence of an aqueous nedi um which
conposition conpri ses:

(a) an amno acid selected fromthe group consisting
of aspartic acid, polyaspartic acid, and salts
thereof in an anount sufficient to provide an
am no acid concentration in the agueous nedi um
under use conditions of from 100 ppmto 5.0 wei ght
percent, and

(b) a base in an anmount effective to provide a pHin
t he aqueous nedi um under use conditions of at
| east 8.9."

"8. A process for inhibiting corrosion of ferrous
nmetals in the presence of an aqueous nedi um which
process conpri ses adding to an aqueous nedi um

(a) an amno acid selected fromthe group consisting
of aspartic acid, polyaspartic acid and salts
thereof sufficient to provide an am no acid
concentration in the agueous medi um under use
conditions of from 100 ppmto 5.0 wei ght percent,
and

(b) a base in an ampbunt sufficient to provide a pHin
t he aqueous nedi um under use conditions of at

| east 8.9."
V. The appel |l ant essentially argued as foll ows:
The conposition now clained, i.e. the aspartic or

pol yaspartic species in conbination with a base in

2693.D Y A



S o4 T 0734/ 96

sufficient anbunt to provide a pH of at least 8.9 so
adj usted that the polyaspartic species exists in the
fully ionized (conjugate base) formis neither

di scl osed nor referred to in any manner within the

di scl osure of any of docunents D1 to D4. Therefore, the
cl ai med conposition is novel. Miyreover, no inducenent
what soever is found in any of these docunents to
provide an (am no acid + base)-conposition in the fully
lonized formto reverse the corrosion rate of ferrous
netal s as does the present invention. Hence, the

cl ai med conposition also involves an inventive step.

Mor eover, given that the present clains define all the
essential conponents and the pH value of the clained
conposition, the requirenents of Article 84 EPC are

al so net.

Reasons for the Deci sion

2693.D

Amendnent s

The conbination of the features of claim1l nowon file
is disclosed in originally filed clains 1 to 4 and 9.
Clainms 2 to 7 correspond to former clains 5 to 7 and 10
to 12. I ndependent claim8 results froma conbi nation
of claims 13 to 16 and 21 as originally fil ed.

Dependent clains 9 to 11 and 12 to 20 are based on
originally filed clainms 17 to 19 and 22 to 30,
respectively.

The description has been suitably adapted to the
amended cl ai ns.

Hence, the anendnents to the clains and to the
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description do not offend against Article 123(2) EPC

Carity

The corrosion inhibiting aqueous solution form ng the
subject-matter of claim1 of the present application is
clearly defined by the mandatory presence of aspartic
or polyaspartic acid and salts thereof in an anount of
100 ppmto 5.0 wt% and a pH value of at |east 8.9 by
addi ng a base. The dependent clains 2 to 7 are directed
to preferred enbodi nents of the conposition given in
claim1l, these enbodinents relating to restricted
ranges of the conposition and the pH val ue of the

cl ai med corrosion inhibiting agent.

The sane statenent is true for clains 8 to 20 relating
to a process for inhibiting corrosion of ferrous netals
whi ch use the conposition defined in claiml.

The present clains, therefore, neet the requirenents of
Article 84 EPC

Novel ty

Docunent D1 (see in particular translation into English
D1') discloses an anticorrosive agent conprising an

al kal i hydroxi de and at | east one conponent sel ected
from pol yhydric al cohol, am no acid or saccharide. The
I nhi bitor shows, when added to cal cium chloride brine
in suitable anbunts, excellent anticorrosive protection
of nmetals such as mlId steel or cast iron in contact
with said brine. Al though docunent D1' - anpbngst ot her
am no acids - specifically nentions sodium L-aspartate,
none of the exanples actually conprises aspartate and
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no information is given about the actual pH val ue of
t he agent under use conditions.

The latter statenent is also true for docunent D3 which
fails to nmention the presence of a base and a specific
pH val ue.

Docunents D2 and D4 do not relate to a corrosion

i nhi biting solution conprising either aspartic acid or
pol yaspartic acid or salts thereof as does claim1 of
the di sputed patent application.

Consequently, the subject-matter claim1 is novel with
respect to the technical teaching given in any of
docunents D1 to DA4.

I nventive step

Li ke the present application, docunment D1 is concerned
Wi th the provision of a non-toxic corrosion inhibiting
agent which exhibits a marked corrosion prevention in
terms of ferrous netals and which is harmess to the
human body. Inter alia, the agent can conprise Na L-
aspartate as amno acid in conbination with sodi um
hydroxi de (cf. D1'). Therefore, docunment Dl1' represents
the cl osest prior art.

Starting fromD1', the problemunderlying the present
patent application is, therefore, seen in providing a
bi odegr adabl e corrosi on inhibitor which under static
i mrer si on and under dynamic fluid novenent conditions
as well as at tenperatures up to 90°C brings about a
pronounced benefit in terns of inprovenment to the
corrosion protection for ferrous netals.
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The solution to this problemconsists in an aqueous
agent having a pH value of 8.9 or nore at which the
aspartic or polyaspartic acid or salts thereof exist in
the fully ionized (conjugate base) form It is apparent
fromthe exanples that the problem has been
successfully solved by the clained conposition. The
conj ugate base formof aspartic or polyaspartic acid is
one of the key features of the present application.

That this is so may be seen fromthe exanpl es which
show t hat an aqueous sol ution not conprising aspartic
acid in the fully ionized condition inpairs the anti -
corrosion properties rather than inproves them

Not hi ng i n docunent Dl1' or any of docunents D2 to D4
di scl oses or suggests the significance of the pH val ue,
i.e. to adjust the pH value of the solution to 8.9 or
hi gher so that the amno acid exists in the fully
ionized form To be specific, docunent Dl1' renuins
conpletely silent about the pH value selected in the
exanpl es, and none of them even conprises polyaspartic
acid or salts thereof. Docunent D3 does not even
nmention the presence of alkali hydroxi de and,
consequently, cannot be hel pful for the selection of
the suitable pH value. Docunents D2 and D4 are even
nore renote in that they are concerned with corrosion
reduci ng agents totally different in conposition to
those clained in the present application.

Consequently, none of docunments D1 to D4, taken either
separately or in conbination, would give one clue to
the solution of the problemunderlying the present
application. Gven this situation, the subject-matter
of claim1l involves an inventive step within the
nmeani ng of Article 56 EPC



. g - T 0734/ 96

The cl ai ned conposition being novel and inventive, this

is also true for independent claim8 which is directed

to a process using the claimed conposition.

O der

For these reasons

it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance with the

order to grant a patent in the foll ow ng version:

d ai ns:

Descri ption:

Dr awi ngs:

The Regi strar:

2693.D

1to7 (part |I) submtted on 12.
August 1999 with letter of 28 July 1999;
7 (part 11) to 20 filed on 24 Septenber
1996 with letter of 20 Septenber 1996.

pages 1, 3, 7 to 21, 23 to 26, 28 to 34
as originally filed,

pages 2, 2A, 5A, 6, submtted on

12 August 1999 with letter of 28 July
1999;

pages 4, 5, 22, 27, 35 submtted on

8 Cctober 1999 wth letter of 5 Cctober
1999;

sheets 1 to 4 as originally filed.

The Chai r nan
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S. Fabi ani W D. Wi}

2693.D



