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Summary of Facts and Subm ssi ons

2559.D

The appel |l ant (opponent) filed on 31 July 1996 an
appeal against the decision of the opposition division
to maintain the patent in anmended formand paid the fee
for appeal on the sane day. The statenent of the
grounds for appeal has been filed on 1 Cctober 1996.

The opposition division held that the grounds brought
forward by the opponent and based on Article 100(a) EPC
(lack of novelty and inventive step) and 100(b) EPC
(insufficient disclosure) did not prejudice the

mai nt enance of the patent as anended.

In the grounds of appeal, the appellant only maintained

its objections on the grounds of |ack of novelty and

inventive step having regard to the docunents:

E2: US-A-4 617 715

E3: GB-A -708 884

E6: JP-62-116746 (introduced by an observati on under
Article 115 EPC and adm tted by the opposition

di vi sion under Article 114(1) EPC)

subm tted during the opposition proceedings, and cited
docunent :

E7: US-A-4 411 276

for the first tine.

Oral proceedings were held on 2 August 2000, at the end
of which the requests of the parties were as foll ows:
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The appel | ant (opponent) requested that the decision
under appeal be set aside and the patent revoked.

The respondent (proprietor of the patent) requested
that the appeal be dism ssed (main request) or that the
pat ent be mai ntai ned on the basis of one of the four
auxiliary requests submtted with letter of 30 June
2000.

The wording of the independent clains 1 and 6 of the
mai n request which are the basis for the decision under
appeal is as follows.

"1l. An extendabl e guidewi re system (10) conpri sing:

a main guidewire section (11) adapted to be inserted
into a patient's vascul ar system and which has a first
mat i ng end;

a guidewire extension section (12) having a second
mati ng end; and

a neans for releasably connecting the first and second
mati ng ends, said neans conprising a tubular nenber
(19) fixed to the mating end of one of the guide wire
sections (11, 12) and a nmale nenber (14) on the mating
end of the other guidewire section (11, 12), the male
menber (14) having a maxi numradi al di nension (A
slightly greater than the inner diameter (B) of the
tubul ar nenber (19) and being adapted to be inserted
into the tubular nmenber (19) to thereby rel easably
secure the two guidewire sections (11, 12) together,
characterized in that

the mal e menber (14) is provided with an undul at ed
shape. "

"6. An extendabl e guidew re system (10) conpri sing:
a main guidewire section (11) adapted to be inserted
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into a patient's vascul ar system and which has a first
mat i ng end;

a guidewire extension section (12) having a second
mati ng end; and

a neans for releasably connecting the first and second
mati ng ends, said neans conprising a tubular nenber
(19) fixed to the mating end of one of the guidewre
sections (11, 12) and a male nenber (30) on the mating
end of the other guidewire section (11, 12), the male
menber (30) having a maxi mum radi al di nension (A
slightly greater than the inner dianmeter (B) of the
tubul ar nenber (19) and being adapted to be inserted
into the tubular nmenber (19),

characterized in that

the mal e nenber (30) has protrusions (31) on an outer
surface thereof which engage an inner surface of the
tubul ar nenber (19) to thereby rel easably secure the
two sections (11, 12) together."

The appel | ant argued as fol |l ows.

The novelty of the subject-matter of claim1l was not
chal | enged. The guidewire system according to claim1
of the main request distinguished fromthe one

di scl osed in docunent E6 by the feature inits
characterizing part, that the male nmenber was provided
wi th an undul ated shape. The problemto be sol ved by
the invention was to find a better or a different way
to connect the two ends of the guidewire. The

di stingui shing feature was disclosed either by docunent
E7 or by docunment E2. Docunent E7 bel onged to the sane
field of the invention and showed the sane type of
connection of the invention, see Figure 1, reference
nunbers 15 (undul ated wire) and 11 (tubul ar nenber).
Docunment E2 described a general principle which
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bel onged to the general know edge of the person skilled
in the art. The skilled person in the field of nedical
appliances would al so consult this docunent because it
related like the invention to connections. Accordingly
claiml was not inventive.

The subject-matter of claim6 according to the main
request was not novel or at |least did not involve an

i nventive step having regard to docunent E6. The
features in the precharacterising parts were known from
docunent E6. Furthernore this docunent, Figure 2,

di scl osed al so the characterizing feature of the claim
that is a mal e nenber having protrusions. Using
protrusions to inprove the reliability of a junction
bel onged to the general know edge of a person skilled
in the art; see for exanple the cap connection of a
usual felt pen. Since docunent E3 disclosed a
connection conprising protrusions, the inventive nerit
of the subject-matter of clains 6 was al so chal | enged
by the conbi ned teaching of docunents E6 and ES.

The respondent argued as foll ows.

Regarding claim1 of the main request:

The person skilled in the technical field of the

i nvention was not induced to nodify the teaching of
docunent E6, which represented the nearest state of the
art, to arrive at the invention because the cited prior
art contained no hints in this respect. Docunment E2

bel onged in fact to a field totally renote and di stinct
fromthat of the invention. Docunent E7 related to the
field of electrical or optical permanent connections.
In contrast thereto, the connection according to the

i nvention was a tenporary, exclusively mechani cal
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connection. Furthernore, in docunent E7 the physical
connection was ensured by the sheath neans and not by
the structure of the wire 15, 17.

Turning to claim6 of the main request, docunment E6 did
not di scl ose macroscopi c protrusions but either a rough
surface or a groove. A mcroscopic irregularity on the
surface - such as a roughness - was neither a
protrusion in the neaning of the invention nor in the
ordi nary nmeani ng of the word. Docunent E3 concerned the
remote technical field of railway constructions and had
nothing to do with the invention.

Reasons for the Decision

2559.D

The appeal is adm ssible

Mai n request

General consi derations

Docunent E6 represents the closest state of the art
since it discloses, together with the features in the
preanbl e of the independent clains 1 and 6, the
general object of the invention, which consists on
providing a reliable, releasable connection for the
extension of a guidewire (see page 6, fromline 1 of
t he English translation of docunment E6).

Claim1 distinguishes therefromin that the nmale
menber is provided with an undul at ed shape, whereas
claim6 distinguishes therefromin that the surface
of the mal e nmenber has protrusions.
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The problem of the invention over docunent E6 is
therefore to provide an alternative solution for a
reliable, releasable junction of the guidewre.

The solution contained in clainms 1 and 6 consists of
providing a definite nunber of contact points between
the male and the fenmal e nmenber (tips of the
undul ati ons or of the protuberances, respectively).
In this way it is possible to adjust exactly the
force necessary to join and to separate the
connecti on.

By contrast, docunment E6 discloses 3 different
enbodi nment s:

(1) The fenale nenber 16 of the enbodi ment according
to Figure 2 conprises a ringlike projection 16a
adj acent its open end which is adapted to snap
into a corresponding ringlike groove 26a of the
mal e menber 26. This enbodi nent, although
provi di ng a connection which can be easily
actuated, can be disconnected only by a jerking
action which may harmthe patient in whose
artery the guidewire is |ocated.

(2) The nmale nmenber 27 of the enbodi ment according
to Figure 5 is slightly tapered toward its
distal end and its surface is roughly finished.
Since this tapered mal e nenber has to be
inserted into the cylindrical space of the
corresponding femal e nenber 17, it is evident
t hat the connecti on depends only on the
frictional force along the line of contact
bet ween these two nenbers, which is not
particularly reliable.
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(3) The fenale nenber 18 of the enbodi ment according
to Figure 6 conprises a longitudinal slit 18a
whi ch enabl es a mal e nmenber 28 having an
di aneter slightly larger than the inner dianeter
of the femal e nenber to be inserted and
mai ntai ned therein being slightly pressed by the
elastic fermal e nmenber. Bearing in mnd the tiny
di rensions of the parts to be fitted, it is
evi dent that the surgeon may find sone
difficulties when he has to actuate the
connection under stress and tine constraints.

The person skilled in the field of the invention
woul d not nodify the teaching of docunent E6 in the
sense of the invention because no hints are contai ned
in the available prior art for doing that, as it wll
becone clear fromthe considerations in the foll ow ng
par agr aphs.

Caimil

The appel |l ant nai ntains that a conbi nation of the
teachi ng of docunments E6 and E7 or of docunents E6
and E2 woul d make claim 1 not inventive.

Docunents E7 and E2 concern pernmanent non-detachabl e
connections and already for this reason woul d not
have been consulted by a skilled person in the field
| ooki ng around for a solution to the problemof the
patent in suit as defined above. Furthernore, E2

bel ongs to the field of civil engineering which is
very unlikely to be searched by the person concerned
wi th the devel opnment of nedical equipnent. In the
foll owi ng, docunents E7 ad E2 are considered in nore
detail .
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Docunent E7 relates to a surgical equipnent |ike the
invention and, nore specifically, is concerned with
electrical or optical (colum 7, line 59) pernmanent
connections (see colum 1, line 42, where a duration
of ten years or nore is cited), that is connections
whi ch are designed to resist breaking (colum 7
lines 30 to 33).

Docunent E7 does not disclose a male nenber of a
rel easabl e connection provided with an undul at ed
shape |ike the invention.

In the sense of the invention, the neans for

rel easably connecting first and second mati ng ends
consists of a tubular nenber fixed to the first
mating end and of a nale nenber fixed to the second
mating end. In contrast to that, the device according
to docunent E7 conprises two distinct connections,
nanely a nechanical and an electrical or optical
connection. The first one consists of: 1) two tubular
menbers 10 (lead) and 11 (extension), each integral
to one of the mating ends, and: 2) of a sheath 32.
The contacting surfaces of the junction are such as
to generate frictional forces when the two ends are
pulled. If one would attenpt to separate the |ead 10
fromthe extension 11 by pulling, the sheath 32 would
stretch, contract and thereby increase the frictional
force and grip the lead 10 and the extension 11 nore
tightly (see colum 4, lines 17 to 36; colum 7,
lines 21 to 33). If necessary, additional sutures 40,
41 or Orings 71, 81 are provided to increase the
conpression of the sheath and ensure a nore reliable
per manent junction, see colum 5, lines 32 to 56. The
second connection is a preferably electrical
connection consisting of a coiled conductor 18, 19
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inside the two tubular nenbers 10, 11 and of an

undul ated wire 15, 17 connected to the sheath 32.
Joining the two ends 10, 11 to the sheath 32 realizes
contenporarily the electrical and the nechani cal
connecti on.

The undul ation of the male nmenber 15, 17 of the

el ectrical connection has the purpose of assuring the
el ectrical contact with the coiled conductor 18, 19
and not to assure a rel easable connection. The
nmechani cal connection in docunment E7 is given by the
sheath nmeans 32 and not by the formof the wire 15,
17 (see al so paragraph bridging colums 2 and 3,
colum 5, lines 25 to 32 and colum 4, lines 26 to
36).

There are no reasons why the person skilled in the
art in the light of docunent E7 woul d depart fromthe
rel easabl e connections disclosed in docunent E6,
Figure 2 (projections 16a) or Figure 5 (rough
surface) in order to adopt an undul ated wre as

di scl osed by claim 1.

Accordi ngly, a conbination of the teaching of
docunents E6 and E7 would not | ead in an obvi ous way
to the invention as clainmed in claim1l of the main
request .

Docunment E2 relates to a systemfor prelimnary
anchoring a wire rope in excavation bores before the
setting of the cenent to be cast into the bore. The
purpose is to avoid using wooden wedges for keeping
in place the rope for the duration of the setting.
For this purpose a permanent deformation (undul ation)
is produced in the wire rope so that the undul at ed
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rope is anchored by friction to the bore wall.

The field of this device (construction and m ning)
has nothing to do with that of the invention

(cardi ovascul ar appliances). Furthernore the junction
of docunment E2 is not easily releasable. The skilled
person in the field of the invention would not take
in consideration the teaching of this docunent. There
are also no indications that E2 discloses a general
principle belonging to the general know edge of the
person skilled in the art. A single patent does not

di sclose, as a rule, a general know edge.

Accordingly a conbination of the teaching of
docunents E6 and E2 would not | ead in an obvi ous way
to the invention as clainmed in claim1l of the main
request .

Claim®6

Claim6 is novel having regard to docunent E6, the
only difference being that the surface of the male
part has protrusions.

Certainly, docunent E6 discloses a surface of the
mal e part being roughly finished (Figure 5) or having
a groove (26a, Figure 2), but this is not the sane as
havi ng protrusions.

The ordi nary nmeaning of the term "protrusions”, which
is consistent with its use in the patent in suit, is
that sonme parts rise above an (even) surface.

That inplies as a rule that the protrusions are of
t he sane order of magnitude of the surface involved,
in order for both to be practically conparable. Being
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the wire macroscopic, the protrusions on its surface
shoul d be al so macroscopic. A mcroscopic
irregularity on the surface such as a roughness is
not a protrusion.

Furthernore, the termprotrusion inplies that the
reference surface is relatively broader than the
protrusions thensel ves, so that the protruding

el ements are clearly distinguishable above the
reference surface. Roughness is therefore, again, not
made of "protrusions" because roughness neans that
said surface is uneven and irregul ar.

Regardi ng the enbodi rent with the groove (Figure 2),
the bottom of a groove can not be considered as a
reference surface in order to define the rest of the
surface as "protrusion"” because the surface of the
bottom of a groove is as a rule relatively too narrow
to be considered as a reference surface for the
definition of protrusions.

Finally, the groove enbodi nent of Figure 2 of
docunent E6 is not relevant in assessing inventivity
al so because the surface of the nmale el enent of
Figure 2 does not engage the internal surface of the
t ubul ar nenber as required by the claim

Accordi ngly, Docunent E6 does not disclose

macr oscopi ¢ protrusions but either a rough surface
(Figure 5) or a groove (25a, Figure 2) and claim6 of
t he main request should be considered as novel .

A conbi nation of the teaching of docunent E6 with the
general know edge of the person skilled in the field,
as exenplarily represented by the cap connection of a
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felt pen, does not lead in an obvious way to the
invention as clainmed in claim6. The cap connection
of a felt pen - like the connection disclosed in
Figure 2 of docunment E6 - is in fact typically a snap
connection where the nmale part conmes in contact with
a protrusion in the inner surface of the tubul ar
menber and not necessarily with its inner surface.
The presence of protrusions only on the surface of
the male part by the invention as clainmed in claim®6
allows on the other hand a carefully tuned regul ati on
of the frictional force. This is not possible by the
snap connection according to the general know edge
cited above. Furthernore, the formof the protrusions
and the possibility of arranging themin a suitable
manner along the male nmenber, for instance like in
Figure 4 of the patent in suit, allows also carefu
adjustnment of the frictional force. This is not the
case with a rough surface according to the known
enbodi nent of docunent E6.

Al so a conbination of the teaching of docunents E6
and E3 does not take away the inventive step of
cl aim 6.

Docunment E3 relates to the rempte technical field of
rail way constructions and discloses in particul ar
fastening spi kes designed to be driven in the
concrete - typically with an heavy hamer - to ensure
a permanent connection, the fastening spi ke being
provided with projections 7, see Figure 4. The field
of the device according to docunent E3 is far away
fromthat of the invention and the junction is of a
per manent character contrary to that of the

i nvention.
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2.3.4 Accordingly the subject-matter of claim6 of the main
request involves an inventive step.

3. Auxi |l iary requests

Since the patent as amended according to the main
request neets the requirenents of the EPC, the
auxiliary requests do not need to be consi dered.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man

V. Conmar e W D. Wi ld

2559.D



