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Summary of Facts and Subm ssi ons

2323.D

The appeal is fromthe decision of the Opposition
Division to revoke European patent No. 0 407 003, which
was granted in response to European patent application
No. 90 304 175. 4.

The deci sion under appeal was based on a set of clains
filed with the letter dated 26 March 1996. The only
i ndependent claim1 read as foll ows:

"A conposition conprising an aqueous sol ution of

pol yval ent cations thickened or gelled by a synergistic
m xture of finely divided or funmed silica and a
surfactant, wherein said polyvalent cations are

alum niumions.”

During the opposition proceedings, inter alia, the
foll owi ng docunents were cited:

D1 EP-A-0 011 984

D5: GB-A-1 572 032

D6 Ameri can Perfunmer and Cosnetics, Vol. 81 (1966),
pages 51-52.

The Opposition Division held that the subject-matter of
said clainms was obvious for a person skilled in the art
in view of D5 and D6. They considered that D5
represented the closest prior art and that starting
fromD5 the technical problemto be solved was to
nodify the gelling systemdisclosed in D5 such that a
stable gel of controllable viscosity could be obtained
from an aqueous solution of alumniumions. D5

di scl osed that the gelling rate of aqueous acids can be
i ncreased by applying a surfactant in addition to funed
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silica. FromD6 the skilled person got the further
incentive to select the conmbination of funmed silica and
a surfactant. No reasons were apparent why a skilled
person woul d not apply the general teachings of
conmbining funed silica with a surfactant in order to

i nprove gelling properties to an alum niumion
containing solution. No surprising effects were present
to support an inventive step.

In the statement of the grounds of appeal the appell ant
argued that the opposition was inadm ssible because it
was based on the sane prior art and the sanme argunents
as those al ready considered during the exam nation of

t he patent application. During oral proceedings, which
were held on 24 July 2002, it was admtted that the
opposi tion agai nst the patent as granted was adm ssible
initially but that after the anendnents made by the
appel l ant the continuation of the opposition was

i nadm ssible in view of the respondents’

acknow edgenent that the subject-matter of the anended
cl ai m8 was novel and overcane an acknow edged
difficulty. Wth respect to inventive step it was
essentially argued that in the past it was not possible
to gel aqueous sol utions of alum niumcations w thout
using very high levels of funed silica and that the
patent proprietor had surprisingly discovered that the
addition of a surfactant resulted in a dramatic
increase in the viscosity of aqueous sol utions
conprising alum niumcations and funmed silica so that

t he amount of fumed silica could be reduced which was
essential for use of these thickened solutions in
cosnetics. This phenonenon was neither known nor
obvious fromD5 or D6. Mreover it was not obvious to
conbi ne these citations because they related to
different technical fields. A textbook copy was filed
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as attachment 1 to illustrate the influence of the
polarity of a mediumon the increase in viscosity
attainable with Aerosil 200. A table with new
experiments showi ng the effect of the addition of a
surfactant was also filed. Later in the proceedi ngs
further textbook copies and a further table with

addi tional experinmental results were filed. In the
letter dated 24 Novenber 1999 it was argued that the
respondents were two | egal persons and since only one
opposition fee was paid the opposition had no |egal
effect so that the patent in suit should have renai ned
unanmended as granted. Wth the letter dated 8 July 2002
new sets of clains as auxiliary requests, Al to A4,
were subm tted.

The respondents maintained their inventive step

obj ections and argued that the use of a surfactant to
enhance the gelling properties of funed silica were

di sclosed in both D5 and D6. Evidence was submitted to
show t hat "Hostapur SAS 60" nentioned in D5 was a
surfactant. It was further argued that D5 and D6
related to simlar technical fields and were readily
conbi nabl e. Mreover, there was no synergistic effect
in using both funed silica and a surfactant. It was
further submtted that the [imtation in the clains to
t he gelling of aqueous solutions conprising al um nium
ions was contrary to the provisions of Article 123(2)
EPC. Wth respect to the adm ssibility of the
opposition it was argued that nothing in the EPC
prevented the revocation of a patent on the basis of
the sane prior art taken into consideration by the
Exam ning Division which granted the patent. Moreover
D6 was not considered in the exam nation proceedi ngs.
The new auxiliary requests subnmtted with the
appellant's letter dated 8 July 2002 were not filed in
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due tinme and should not be adm tted.

During the oral proceedings, wherein the respondents,
as announced in their letter dated 22 July 2002, were
not represented, no new grounds or evidence were
subm tted.

The appel | ant (patentee) requested that the decision
under appeal be set aside and that the patent be

mai ntained with clains 1 to 9 filed with the letter
dated 26 March 1996. As auxiliary requests the
appel l ant requested that the patent be maintained with
the clains of any of the requests Al to A4 filed with
the letter dated 8 July 2002, taken in their nunerical
order.

The respondent (opponent) requested in witing that the
appeal be di sm ssed.

Reasons for the Decision

1

2323.D

The appeal is adm ssible.

Adm ssibility of the opposition

Concerning the adm ssibility of joint oppositions, the
Enl arged Board of Appeal decided in decision G 0003/99
of 18 February 2002 (to be published in Q) EPO that an
opposition filed in comobn by two or nore persons,

whi ch ot herwi se neets the requirenents of Article 99
EPC and Rules 1 and 55 EPC, is adm ssible on paynent of
a single opposition fee. The appell ant has not provided
grounds why this decision would not apply in the
present case.
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Once an adm ssi bl e opposition has been filed the
opponents may continue the opposition if their requests
are not conpletely allowed. In this case the
respondents' original request in their grounds of
opposition that the opposed patent be revoked in ful
has never been withdrawn. As |ong as the respondents
mai ntain that the subject-matter of the anmended cl ai ns
| acks an inventive step, as in this case, it is
irrelevant for the course of the opposition whether

t hey woul d have admtted that it solved an existing

pr obl em

For these reasons the Board hol ds that the opposition
i s adm ssi bl e.

Amrendnent s

The subject-matter of claim1 (the only independent
claim of the main request is a selection of a specific
conposition according to claim2 as granted. The
anmendnent, therefore does not broaden the scope of
protection so that no objections under Article 123(3)
EPC arise. Although the original application was
directed to the thickening and gelling of aqueous

sol utions of polyvalent cations in general, it
cont ai ned several references and exanples to solutions
contai ning alum niumions so that the present
[imtation to aqueous solutions of alum niumions is
based on the application as originally filed (page 2,
lines 16-21; page 3, lines 6-9 and |ines 31-35; Table
3, pages 8-9, Exanples 1, 12, 16 and 17). The
amendnents in claiml are thus in conformty with
Article 123(2) EPC

Novelty and inventive step (claim1 of the main
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request)

None of the cited docunents discloses in conbination
all the features of claim1. The subject-matter of
claiml is thus new. The novelty of present claim1l
was, in fact, not contested.

In the contested decision D5 was taken as the cl osest
prior art. D5 discloses the use of funmed silica in
conbination with a surfactant for gelling acids but is
sil ent about aqueous sol utions of polyval ent cations
such as alum niumions. Also D6 does not nention such
solutions. In the Board' s view, therefore, these
docunents are not a suitable starting point for an
inventive step analysis of a claimlimted to a
conposition conprising an aqueous sol ution of al um nium
ions. Although no prior art docunent has been presented
di scl osi ng an aqueous solution of alumniumions, it is
uncont ested and acknow edged in the patent in suit
(page 2, lines 13-23), that such solutions are well
known in the art and are used in cosnetics. Further
according to the patent in suit it was al so known that
such solutions gel poorly with fumed silica and require
hi gh concentrations in excess of 10% by wei ght of funed
silicato obtain a gelling action (page 2, line 51 to
page 3, line 7). According to the appellant's
subm ssi ons conpositions conprising nore than 10% by
wei ght of silica are not suitable for cosnetics and
personal care products, the intended use of the clained
conpositions (patent in suit, page 2, lines 12-13 and
lines 17-20). In view of these uncontested statenents,
starting from aqueous sol utions conprising al um ni um
ions, the problemunderlying the invention can be seen
in providing a thickened or gelled agueous sol ution of
alum niumions suitable for cosnetics and personal care
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products. In agreenent with present claiml it is
proposed to solve this problem by providing a thickened
or gelled aqueous sol ution conprising alum nium cations
and a m xture of funmed silica and a surfactant as
gelling agent. According to Table 3 (pages 6 and 7) of
the patent in suit it is possible to increase the

vi scosity of an aqueous sol ution of 20% al um ni um

sul phate conprising 6% funed silica (Aerosil 200) to
above 1000 cps with various surfactants. The Board is,
therefore, satisfied that conpositions according to
claim1l actually solve the above-nentioned problem The
appel I ant has denonstrated that the thickening effect
by the conbination of silica and surfactant is higher
than the effect of silica or surfactant al one
(appellant's letter of 4 June 1999, Table 2). Since the
respondent s have not provided any evidence for their

di ssenting opinion, the Board al so accepts the presence
of a synergistic effect.

Since none of the prior art docunents on file is
actually concerned with the said problem they cannot
provide a direct hint to the clainmed solution.

As al ready indi cated above, D5 concerns the gelling of
aqueous acids. These are intended to be used as

pi ckling agent or for all kinds of cleaning purposes,
such as the cleaning of heavy goods vehicles, railway
carriages, netal and stone facades and sw nmm ng pool s
(page 1. lines 7-10). None of the conpositions
mentioned in the exanples, conprising high amounts of
strong acids, are suitable as cosnetics or personal
care products. Even the conposition of Exanple 5, a
denture cleaning gel conprising 10% w w of concentrated
hydrogen chl oride and 10% w w of Aerosil 200, cannot
reasonably be considered as a personal care product.
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Thus apart fromthe fact that D5 does not contain the
slightest indication for solutions conprising alumnium
cations, it does not relate to the kind of products in
which a skilled person, trying to solve the above-

nmenti oned problem is interested in. Mreover, although
D5 di scl oses that a surfactant increases the rate of

gel formation, it does not indicate that by using the
surfactant the anmount of silica can be reduced to
obtain the sanme viscosity. Exanple 5 of D5, the only
one in which a surfactant is used, is silent with
respect to the function of the surfactant. Thus it is
not only unlikely that a skilled person will look into
D5 for a solution of the above-nentioned problem it

al so does not clearly suggest the solution as now

cl ai nmed.

D6, an article in a cosnetics journal published in
1966, describes the functions of funed silica in
cosnetic-drug products. One of its uses disclosed
therein is the use as a thickener and thixotropic
agent. In respect therewith it is indicated that in
conpositions conprising polar solvents, such as

al cohol s, use of nonionic surfactants in conjunction
with the silica drastically reduces the percentage of
silica otherwi se needed but that in non-polar systens,
such as mneral oil or petroleum the efficiency of the
silica normally is high enough w thout a surfactant
(left colum of the first page). Al though water is a
pol ar solvent, it occupies such a unique place anongst
liquids that it is normally explicitly mentioned if it
is actually nmeant to be included. In view of the
explicit reference to al cohols and the absence of a
reference to water, the Board doubts that a skilled
person woul d have inferred fromthe context of D6 that
water was intended to be included by the expression



4.5

4.6

2323.D

-9 - T 0695/ 96

"pol ar solvents, such as al cohols". Thus the Board is
unable to derive fromD6 a clear incentive to use funed
silica as a thickener in aqueous solutions. Moreover,
as stated above, the present technical problemis not a
general problemof gelling an aqueous sol ution, but
concerns solutions containing high concentrations of

al um niumions, which, according to the uncontested
statenment in the patent in suit, were known to ge
poorly with funed silica as the sole gelling agent
(page 3, lines 4-7). No suggestion, however, is
derivable fromD6 to use funed silica together with a
surfactant to gel aqueous solutions conprising
consi der abl e amobunts of al um ni um cati ons.

The respondents argued that D5 was readily conbi nabl e
with D6 since they both related to silica thickened
solutions. The use of silica, however, is part of the
solution of the problem and the rel evance thereof for
sol ving the above-nenti oned probl em has only becone
apparent after know edge of the invention. For the
skilled person trying to solve the above-nentioned
probl em there was no reason to conbine D5, |acking any
reference to cosnetics, with D6. The respondents’
argunent is thus based on hindsight. Mreover, whether
or not it was obvious to conbine the teachings of D5
and D6 is irrelevant because in this case there is no
reason why the skilled person would have seriously
consi dered any of these docunents with a view to sol ve
t he above-nenti oned technical problem

D1 di scl oses thixotropic abrasive |liquid scouring
conpositions conprising insoluble abrasive particl es,
water, a surfactant, a bleaching agent, an electrolyte,
a light density filler and a nultival ent stearate soap
as gelling agent. The multival ent netal stearate soaps
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are water-insoluble (page 5, lines 2-10). Although they
conprise alum nium stearates they do not provide

al um ni um cati ons because of their insoluble nature.
The el ectrolyte functions as a buffering agent to

mai ntain a pH of from10.5 to 14 and may conpri se

al kaline earth salts (page 7, lines 26-30). The
conposition may al so include a bodyi ng agent providing
sone of the viscosity of the conposition and may
conpri se anongst others funmed silica (page 8, lines 8-
15). The bl eachi ng agent may be al kaline earth

hypochl orites and the preferred bl eachi ng agents are
sodi um hypochl orite and nonobasi ¢ cal ci um hypochlorite
when utilized in conmbination with sodiumsilicate or
sodi um carbonate to form sodi um hypochlorite in situ
(page 9, lines 7-10 and page 11, exanple 2). D1 does
not di scl ose conpositions conprising alum nium cations
and because of the high pH, the conpositions also do
not contain substantial amobunts of chemcally simlar
mul tivalent metal ions. Thus D1 provides no information
about the thickening of aqueous solutions conprising
substantial anpbunts of alum niumcations. Therefore, no
incentive for the present solution of the above-

nmenti oned problem can be derived fromD1l, or froma
conmbination of its content with that of D5 and/or D&6.

The other prior art docunents on file do not provide an
incentive for the clainmed solution either. Since they
are not relied on in the appeal proceedings there is no
need to discuss them here.

For these reasons the Board holds that the subject-
matter according to claim1l of the main request

i nvol ves an inventive step. The inventiveness of the
subject-matter of clains 2 to 9 follows fromtheir
dependency upon claim 1. The description is not yet in
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agreement with the present clains and shoul d be anended
for proper adaptation.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the Opposition Division with
the order to maintain the patent with clainms 1 to 9
(main request) filed with the letter dated 26 March
1996 and a description to be adapted.

The Regi strar: The Chai r man:

P. Martorana R Spangenberg
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