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Summary of Facts and Subm ssi ons

The appeal is fromthe decision of the Qpposition
Division to reject the oppositions and naintain

Eur opean patent No. 0 227 334 with clains 1 to 8 as
granted. CQaiml of the patent in suit reads as
fol | ows:

" An anor phous precipitated silica having

i) a surface area in the range from about 10 to about
400 nt/ g,

ii) an oil absorption (using linseed oil) of about 110
to about 180 cn®/100g,

iii) a weight nmean particle size in the range from
about 3 to about 20 m crons and

Iv) a perspex® abrasion value in the range from about
12 to about 20."

1. In the decision, inter alia, the followi ng prior art
docunents were consi dered:

R1: US-A-4067746

R2: Journal of Dental Research 55(1) pages 563-573,
1976

R3: US- A- 4244707
R5: US- A-4340583.
L1, In the statenment of the grounds of the appeal, the

appel | ant Degussa nmi ntai ned that the product according
to granted claim 1l | acked novelty and inventive step.
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The appel |l ant Rhodia maintained in its statenment of
grounds that the product according to claim1 | acked
novelty over R1L and R3. New docunents were filed of
which only the follow ng remained relevant for this
deci si on:

R9: The University of Kansas, Center for Bionedical
Research, letter of John J. Hefferren, dated
16 COctober 1996.

Oral proceedings took place on 6 May 1999. Appell ant
Degussa, who had infornmed the Board accordi ngly, was
not represented.

Wth respect to the novelty objection based on Rl the
appel | ant Rhodi a argued essentially as foll ows:

Exanple Il of Rl disclosed an anorphus precipitated
silica having all the properties required by claim1.
Al t hough R1 did not nention the "perspex abrasion

val ue" (hereinafter referred to as PAV), the silica of
exanple Il also had an abrasivity as required by
feature iv of claim1l for the follow ng reasons:

According to the patent in suit the PAV range from
about 12 to about 20 corresponded to a "Radi oactive
Denti ne Abrasion” (RDA) range of 60 to 165. The RDA
values given in the patent in suit were based on a
scale with a standard of 100 for cal ci um pyrophosphate
(RDA 10). The "Abrasivity |Index" of 310, given in
table VIIl for said exanple 2 of Rl related to the old
RDA scal e, based on a scale with a standard of 500 for
cal ci um pyrophosphate (RDA s50), and corresponded to a
RDA 100 val ue of 62.
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A/ The respondent maintai ned that the subject matter of
the granted clains was new and i nvol ved an i nventive
step over the available prior art. Wth respect to the
novelty objection based on RL it was essentially argued
that the abrasion index of 310 nentioned in table VIII
did not correspond to a RDA value of 62 for the
foll ow ng reasons:

There was no evidence that the said abrasion i ndex was
neasured according to the RDA sy, Standard.

The abrasion index in RL was neasured in a toothpaste
conposition and not in a reference suspension as
indicated in the patent in suit.

Cal culating the RDA o, val ue by dividing the RDA 5
val ue by five was not perm ssible.

VII. The appel |l ants requested that the decision under appea
be set aside and European patent No. 0 227 334 be
revoked.

The respondent requested that the appeal be dism ssed
and the patent be naintai ned.

Reasons for the Deci sion

1. The appeal is adm ssible.

2. Novel ty

2.1 The respondent did not dispute that Rl disclosed in
exanpl e 2 an anorphus precipitated silica for use in

1352.D N
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t oot hpaste conpositions having features i to iii of
present claim1l. Thus with respect to novelty it only
has to be decided whether the silica of said exanple 2
al so has an abrasion value as required by feature iv of
claim1.

The silicas of Rl are useful polishing and cl eaning
agents in dentifrices (colum 5, lines 15 to 17). At
the date on which RL was filed (8 July 1976) there

exi sted a standard test for determning the abrasivity
of polishing agents for use in toothpaste conpositions,
the so call ed RDA test, devel oped by

Dr R J. Gabenstetter and published in the Journal of
Dental Research 37: 1060-1068, 1958, whereby cal ci um
pyr ophosphate, given an abrasivity nunber of 500, was
taken as reference; see R2Z and R9. Wth respect to the
"Abrasivity Index" in table VIIIl, Rl discloses that
"The abrasive properties of the polishing agent of the
i nvention were studi ed and conpared to the abrasive
property of commercially avail abl e polishing agents.

Cal ci um pyrophosphate abrasive was used as a reference
standard and assigned an abrasivity index of 500.
Conpared with the reference standard, the abrasivity

I ndex obtained with polishing agents of this invention
is listed in table VIIl below "(colum 18, lines 3 to
10). In the closely related US patent R3 of the sane
assi gnee and the sane inventor as in Rl, RDA abrasivity
val ues between 200 and 400 are nentioned, whereby
explicit reference is made to RDA- G abenstetter et al,
Jour. of Dental Research, 37, 1060, 1958 (R3, columm 4,
lines 23 to 26). In the absence of any docunent

di scl osing other tests in the field of dental abrasives
using a reference of 500 for cal ci um pyrophosphate than
t he above nentioned RDA- G abenstetter test, the Board
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concludes that it has been established beyond
reasonabl e doubt that the abrasive index nmentioned in
R1 was al so determned with said RDA test.

Wth respect to the abrasivity index in table VIII, Rl
i ndi cates that they are obtained with "polishing agents
of this invention" and that "the abrasive properties of
t he polishing agent of the invention were studied and
conpared to the abrasive property comrercially
avai | abl e polishing agents". It was concluded that "the
abrasivity index of polishing agents of this invention
is lower than the reference standard phosphate of i ndex
val ue 500" (columm 18, lines 3 to 22). The Board agrees
Wi th the respondent that said text passages are not in
conformty with the imredi ately precedi ng text, which
says that "in a series of tests the |low structure
silicas of exanples |I thru IV were fornulated into a

t oot hpaste having the foll owi ng conpositions by

wei ght". Taking into account the fact that the RDA test
may be perfornmed wth paste dentifrices (R2, page 567,
left colum), and that in a |ater publication of Satish
K. Wagon, one of the co-inventors of Rl, the RDA val ues
of silica abrasives have actually been determ ned with
a dentifrice (R5, colum 21, line 27 to colum 22,

line 21) the Board cannot exclude the possibility that
the abrasive tests, the results of which are indicated
in table VIIl of RL, were perfornmed with the toothpaste
containing the silica and not wwth the silica itself.

If paste dentifrices are used to determ ne the abrasive
properties of the abrasive with the RDA test,
condi ti ons should be chosen such that the volune of the
test slurry and the abrasive concentration are simlar
to those of the reference abrasive slurry (R2,

page 567, left colum). Under such conditions the
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results of the RDA test perfornmed with a silica
cont ai ni ng toot hpaste conposition according to R1,
colum 17, line 60 to colum 18, line 2, are not likely
to deviate substantially fromthose perforned wth a
silica containing reference slurry as indicated in the
patent in suit (page 4, lines 55 to 58). In the absence
of evidence or argunents show ng the contrary, the
Board accepts that the abrasivity index val ues given in
table VIIl of RL are representative of the RDA val ue of
silicas according to the exanples | to IV of RI1.

Wth respect to the change in RDA scale, R2 discloses
that for the reference abrasive material the

abrasi veness value is to be taken as 100 in the fina
cal culation step and that "This value, rather than the
475 or 500 used in previous adaptations of the
Grabenstetter procedure, stresses that abrasivity
values fromthe present procedure are not necessarily
proportional to ol der values." (page 566, right hand
columm). The respondent concl uded therefromthat RDA 5y
val ues may not be sinply converted to RDA o, val ues by
dividing by five. In the absence of any reasons in R2
why, and under what circunstances, a conversion of the
RDA 500 t0 RDA 5, val ues woul d not be all owable, the
Board cannot agree with the respondent's concl usion.
Moreover, in R9, a letter fromresearch professor John
J. Hefferren, the author of R2, to M A Dronmard of
Rhone- Poul enc Chim e, Professor Hefferren declares that
"data fromabrasivity studies using the initial 500

cal ci um pyrophosphate abrasivity scale can be converted
to the 100 cal ci um pyrophosphate abrasivity scal e by
dividing by five". The respondent rejected said
statenment with the argunents that it was made 20 years
after the publication of R2 so that Professor Hefferren
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m ght have forgotten the reasons why the figures were
not proportional, and that the statenent m ght be

bi ased by the way M Dromard had fornul ated his
request. The Board cannot accept these argunents. In RO
reference is made to R2 and it is thus unlikely that
Prof essor Hefferren formulated his reply w thout having
read his own earlier paper. There is no objective
reason for any partiality on Professor Hefferren's
part. If the said statenent in RO (filed on 21 Cctober
1996) was not correct, the respondent had nore than two
and a half years to file a counterstatenent by

Prof essor Hefferren or sone other expert in this field.
In the absence of any evidence to the contrary the
Board accepts that the RDA 5 val ues nay be converted to
the RDA 140 by dividing by five.

For the reasons given above the Board accepts that the
silica of exanple Il of Rl has a RDA i, val ue of about
62, which falls within the range of abrasion val ues
given in feature iv of claiml, taking into

consi deration the respondent's own subnission that a
PAV range of about 12 to about 20 corresponds to a RDA
range of 60 to 165.

But even if the actual RDA value of the said prior art
silica were sonewhat bel ow 60, feature iv of claiml
woul d not establish novelty because the lower limt of
the range is not defined precisely. Since the | ower
limt of the PVA range is defined by "about 12" the
correspondi ng figure of the RDA val ue should al so read
"about 60", which in a normal interpretation would

i nclude values from55 to 64.

When deciding on novelty of the subject matter of a
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claim the Board considers that the broadest
technically neaningful interpretation of a claimshould
be taken into account. The respondent, who was nade
aware of the inherent anbiguity of claim1 caused by
the use of the term"about” for the definition of the
range here under consideration, did not avail hinself
of the possibility of anmending his claimin order to
renove this anbiguity.

In the Board's judgenent, for assessing novelty, the
scope of claiml1l is to be construed so that the
indicated lower limt of PVA-values corresponds to a
RDA 100 value as | ow as 55.

2.7 On that basis, the Board holds that it is beyond
reasonabl e doubt that the silica of exanple Il of Rl
neets all the requirenents of claiml1, which therefore
covers known subject-matter. Thus the subject matter of
claim1l | acks novelty over RI.

3. In view of this finding, there is no reason to consider
the objections raised by the appell ant Degussa.

O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.
2. The patent is revoked.
The Regi strar: The Chai r man:
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S. Hue R Spangenber g
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