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Summary of Facts and Subm ssi ons

This appeal lies fromthe Exam ning Division' s decision
refusi ng the European patent application No. 91 914
348. 7 (published as WD 92/03423) on the ground that the
subject-matter as clained did not conply with the

requi renents of Article 123(2) EPC

. The application as filed conprised Clains 1 to 29.
Claim1l of this set of clains read as foll ows:

"1. A conpound of general fornula I

wher ei n;:

Al is =N, =CH or =CR!-;

A2 is -N=, -CH= or -CR-=;

provi ded that, when one of A! and A’ is a nitrogen atom
the other of A! and A2 is other than a nitrogen atom

R represents hydrogen, -C-G al kyl, -GC-G al kenyl,
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hal ogen or -0OC;- G al kyl ;

each of R! and R independently represents hydrogen,
-C-G al kyl, -GC-G al kenyl, hal ogen, -CN, -CGOH,
-C0,C- G al kyl, -CONH,, -CHO, -CHOH, -CF; -0C-G al kyl,
-SC- G al kyl, -SOC-G al kyl, -SOC-GC al kyl, -NH,,
-NHCOVe or NGO, or R! and R’ together with the carbon
atons to which they are attached forma fused phenyl

ring;

R® represents hydrogen, -C-GC; al kyl, -GC»-GC; al kenyl,
-C- G al kynyl, -0OC-G al kyl, -SC-GCs al kyl, -(GC-G

al kyl' ) OG- G al kyl, -(G-G al kyl)SGC-G al kyl, -CF;,

-(C-G al kyl)phenyl, -GC;-G cycloal kyl, -GC-G

cycl oal kenyl, -(C-G al kyl)GCs-G cycl oal kyl, -(C-Gs
al kyl ) G- G cycl oal kenyl or thiophenyl;

R* represents hydrogen, -C-GC; al kyl, -GC,-GC al kenyl,
- G- G alkynyl, -COC-G alkyl, -SC-G alkyl, -(C-G
al kyl ) SC,- G al kyl, -(C-G al kyl)OC-G al kyl,

- (G- G al kyl ) phenyl, or thiophenyl;

R° represents hydrogen, -C-GC; al kyl, -GC»-GC; al kenyl,

- G- G al kynyl, -COG-Gs al kyl, -COCG-GC al kyl, -(COC- G
al kyl ) phenyl , -(COC- G al kyl ) phenyl, -(C-GCs

al kyl ) CC,- G al kyl, -(C-G al kyl)SC-G al kyl, -(C-GCs

al kyl ) CO,C,- G al kyl, -GC;-G cycloal kyl, -G-G

cycl oal kenyl or a group -D wherein D represents a

gr oup:
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= _R?®
(CHy) 5
{CHg)q \ ;{'Hg

wherein nis an integer fromO to 3, and each of R and
R° is independently hydrogen, -C-GC alkyl, -C-GC

al kenyl, -GC,-GC; al kynyl, hal ogen, -CN, -COH, -COC:- G
al kyl , -CONH,, - CONHC,- G al kyl, -CONH(C;-Cs al kyl) 5,
-CHO, -CH,OH, -CF; -0C-Gs al kyl, -SC-Gs al kyl, -SOC-GCs
al kyl, -S0OC-GCs al kyl, -NH, or - NHCOWE;

each of R and R’ i ndependently represents hydrogen,
hal ogen, -C;-GC; al kyl optionally substituted by one or
nore hal ogen atons, -GC,-GC; al kenyl, -GG al kynyl,
-(G-G al kyl)CO.G- G alkyl, -(GC-G alkyl)SG-G al kyl,
-(G-G alkyl)OGC-G alkyl, -(G-G alkyl)N(GC-GCs al kyl) o,
- G- G cycloal kyl, -GC4-G cycloal kenyl, -(C-Gs al kyl) G- G
cycl oal kyl, -(C-G al kyl) G- G cycl oal kenyl, -(C-Gs

al kyl ) OC;- G cycl oal kyl, -(C-G al kyl ) OC,- G

cycl oal kenyl, -(C-G al kyl) SGC;- G cycl oal kyl, -(C-G

al kyl ) SC,- G cycl oal kenyl, a side chain of a naturally
occurring amno acid, a group -D as defined above or a
-(C-G alkyl)OD group wherein D is defined above;

or R together with RR and the atons to which they are
attached forma 5 to 8 nenbered nitrogen-containi ng

het erocyclic ring;

or RR and R’ together with the carbon atomto which they
are attached forma G;-G cycl oal kyl ring;

B represents
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a) a ZRY group wherein Zis -C(=0-, -C(=00, -C(=9)-,
-C(=S)0O, and RY is -C-Cy; al kyl optionally substituted
by one or nore hal ogen atons, -GC,-Cy; al kenyl, -GC,-Cgg

al kynyl, -(C-G al kyl)OC-G al kyl, -(C-GCs al kyl) SC- G
al kyl, -(C-GCs alkyl)(C-GCs al kyl ) OC-G al kyl, -GCs- G
cycl oal kyl, -GC,;-G cycl oal kenyl, pyridyl, a group -D as
defined above or a -(C-Gs al kyl)OD group wherein Dis
as defined above;

b) a - CONRMR!? group wherein each of R and R? is

i ndependent |y hydrogen, -C-Cg al kyl optionally
substituted by one or nore hal ogen atons, -GC,-Cg

al kenyl, -GC,-Cy al kynyl, -GC;-G cycloal kyl, -G-G
cycl oal kenyl, pyridyl, a group -D as defined above or
R!! and R together with the nitrogen atomto which they
are attached forma 5 to 8 nenbered nitrogen-containing
het er ocyclic ring;

or a pharnmaceutical or veterinarily acceptable acid
addition salt or hydrate thereof."

The deci si on under appeal was based on Clains 1 to 50
filed on 21 Septenber 1995 for the Contracting States
AT, BE, CH DE, DK, FR GB, IT, LI, LU NL and SE, and
Clains 1 to 40 (part) filed on 21 Septenber 1995 and 40
(part) to 43 filed on 3 Novenber 1995 for the
Contracting States ES and GR

Claim1 of the clains for all the designated
Contracting States except ES and GR corresponded to the
originally filed daim1l, and Caim?2l1 of this set of
clainms read as follows:

"21. A conpound as clained in claim1 wherein:
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Al is =N, =CH or =CR!-;
A% is -CHs
R represents hydrogen,;

each of R! and R independently represents hydrogen,
-C-G al kyl, -GC-G al kenyl, hal ogen, -CN, -CGOH,
-C0,C- G al kyl, -CONH,, -CHO, -CHOH, -CF; -0C-G al kyl,
-SC- G al kyl, -SOC-G al kyl, -SOC-GC al kyl, -NH,,
-NHCOVe or NGO, or R! and R’ together with the carbon
atons to which they are attached forma fused phenyl
ring;

R® represents hydrogen, -C-GC; al kyl, -GC»-GC; al kenyl,
-0C- G alkyl, -SC-Gs al kyl, -(C-G al kyl)OC-G al kyl,
-(C-G al kyl)SC-G al kyl, -CF;, -(C-G al kyl) phenyl,

- G- G cycl oal kyl, or thiophenyl;

R* represents hydrogen, -C-GC; al kyl, -GC,-GC al kenyl,
-COC- G al kyl, -SC-G al kyl, -(C-G al kyl)SC-Gs al kyl,
-(C-G al kyl)OC-G al kyl, -(C-Gs al kyl ) phenyl, or

t hi ophenyl ;

R° represents hydrogen, -C-GC; al kyl, -GC»-G; al kenyl,
- G- G cycloal kyl, -GC4-G cycl oal kenyl or a group -D
wherein D represents a group:

—, RS
e
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wherein nis an integer fromO to 3, and each of R and
R® is independently hydrogen;

each of R and R’ i ndependently represents hydrogen,
-C-G al kyl, -GC-G al kenyl, -(C-G al kyl)COC- G al kyl,
-(G-G al kyl)SG-G alkyl, -(G-G al kyl)OG-Gs al kyl,
benzoxy(C,-G alkyl), a side chain of a naturally
occurring amno acid, a group -D as depicted above in
this claim wherein nis an integer from0O to 3, and
each of R and R’ is independently hydrogen, -GC-G

al kyl, -GC-G al kenyl, hal ogen, -CN, -COH, -COGC-Gs

al kyl, -CONH,, -CHO, -CH,OH, -CF; -0C-Gs al kyl, -SC-Gs
al kyl, -SOC;-GCs al kyl, -SOC-GCs al kyl, -NH,, or NHCOW;

or R together with RR and the atons to which they are
attached forma 5 to 8 nenbered nitrogen contai ni ng
het erocyclic ring;

or RR and R’ together with the carbon atomto which they
are attached forma G;-G cycl oal kyl ring;

B represents

a) a ZRY group wherein Zis -C(=0-, -C(=00, -C(=9)-
or -C(=S)0O and R is -C-Cy; al kyl, -GC,-Cy al kenyl,
-(G-G alkyl)OG-G alkyl, -(G-G al kyl)SG-Gs al kyl,

- G- G cycl oal kyl, -GC4-G cycl oal kenyl, pyridyl, a group
-D as defined above or a -(C-GC al kyl)OD group wherein
Dis as defined above in relation to R and R

b) a - CONRMR!? group wherein each of R and R? is
i ndependent |y hydrogen, -GC-Gs al kyl, -GC;-G cycl oal kyl,
pyridyl, a group -D as defined above in relation to R
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and R" or R'" and R together with the nitrogen atomto
which they are attached forma 5 to 8 nenbered
ni trogen- cont ai ni ng heterocyclic ring;

or a pharnmaceutical or veterinarily acceptable acid
addition salt or hydrate thereof."

| V. The Exam ning Division held that said Caim?21, and
Cains 22 to 38 depending on that claim contravened
Article 123(2) EPC, because the subject-matter of said
Claim?2l related to a particular subgroup selected from
t he conpounds as defined in the originally filed
Claim1, which subgroup could not be derived fromthe
patent application as filed. In this context, they
enphasi sed that a limtation of structural features
could in principle result in an unall owabl e extension
of the content of the application as filed.

V. The Appel |l ant contested that the subject-matter of said
Clains 21 and 22 to 38 contravened Article 123(2) EPC
argui ng that the subject-matter of these clains was
di rectly and unanbi guously derivable fromthe broader
subject-matter of the originally filed Claim1.

Mor eover, he submitted together with his statenent of
grounds of appeal a set of clains for the designated
Contracting States except ES and GR and anot her set of
clains for ES and GR as auxiliary request.

VI . In a comruni cati on dated 14 February 1997 the Board
informed the Appellant in particular that the
structural features of the clains of the main request
then on file seemed to be well supported by the
application as filed as required under Article 123(2)

2283.D Y A
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EPC, except that the nmeaning of residue B as defined in
said Caim21 under b), nanely "a - CONR'R! group
wherein each of RY and RY? is independently ... -C-G;

al kyl (enphasi s added) appeared to | ack such a

mandat ory support.

Moreover, the Board held that said Caim21 did not
seemto neet the clarity requirenent under Article 84
EPC, because the term "i ndependently” in relation to

t he nmeaning of both RR and R in the definition of R
appeared to be neani ngl ess, and because the neani ng of
"a group -D as defined above" in connection with the
meani ng of residue B appeared to be uncl ear.

Furt hernore, the Board observed that Clains 44 to 48
al so |l acked clarity under Article 84 EPC, because these
clains did not conprise a definition for the various
synbols Al, A’ R R etc. in the general fornula

Finally, the Board noted that these observations,
mutatis nutandis, also applied to the respective clains
for the Contracting States ES and GR

In reply, the Appellant filed on 21 February 1997
anended Cains 21, 36 and 44 to 48 on repl acenent
pages 138, 139, 141 and 149 to 151 for the designated
Contracting States except ES and GR, and anended
Clainms 21 and 36 on repl acenent pages 162, 163 and 165
for the Contracting States ES and GR

Amended Clains 21, 36 and 44 to 48 of the main request
for the designated Contracting States except ES and GR,
differed fromthe corresponding clains submtted on 21
Sept enber 1995, in that:
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(1) in Caim21l:

- the term"independently” with respect to the
meaning of RR and R in the definition of R
was del et ed,

- the neaning of residue B indicated under a)
was specified by replacing "a group -D as
defi ned above"” by "a group -D as defined above
inrelation to R" (enphasis added), and

- the neaning of residue B as indicated under
(b) was replaced by:

"b) a - CONRUR!? group wherein R is hydrogen,
-C-G alkyl, -GC-G cycloal kyl, pyridyl, or a
group -D as defined above in relation to R
and R” and RY? is hydrogen, nethyl, ethyl,
propyl, isopropyl, butyl, isobutyl, sec-butyl,
tert-butyl, pentyl, neopentyl, hexyl, -GC-G
cycl oal kyl, pyridyl, or a group -D as defined
above in relation to R and R” or R" and R%?
together with the nitrogen atomto which they
are attached forma 5 to 8 nenbered nitrogen-
contai ning heterocyclic ring;"(enphasis
added) .

(ii) in daim 36:
- the neaning of residue B as indicated under

(a) was specified with respect to the group -D
by referring to daim?2l, and

2283.D Y A



- 10 - T 0684/ 96

(iii) in dains 44 to 48:

- it was indicated that the synbols for the
resi dues had the neaning as defined in Caiml
or Claim21.

Furt hernore, anended C ains 21 and 36 of the main
request for the Contracting States ES and GR conpri sed
t he same anendnents as indicated above for the
corresponding clains for the other Contracted States.

VIIl. The Appellant requested that the decision under appeal
be set aside and the case be remtted to the Exam ning

Di vision for further prosecution on the basis of

(a) the followwing clains for all the designated
Contracting States except ES and GR

- Clainms 1 to 20 and 21 (part) on pages 132 to
137 filed on 21 Septenber 1995,

- Clains 21 (part) and 22 to 24 on pages 138 and
139 filed on 21 February 1997,

- Cains 25 to 31 on page 140 filed on
21 Septenber 1995,

- Clains 32 to 38 on page 141 filed on
21 February 1997,

- Clainms 39 to 43 and 44 (part) on pages 141
(last line) to 148 filed on 21 Septenber 1995,

- Clains 44 (part) and 45 to 48 on pages 149 to

2283.D Y A
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151 filed on 21 February 1997, and

- Clainms 49 and 50 on pages 152 to 154 filed on
21 Septenber 1995, and

the following clains for the Contracting States ES
and GR

- Clainms 1 to 20 and 21 (part) on pages 155 to
161 filed on 21 Septenber 1995,

- Caim2l (part) and 22 to 24 on pages 162 and
163 filed on 21 February 1997,

- Clainms 25 to 31 and 32 (part) on page 164 filed
on 21 Septenber 1995,

- Caim32 (part), Cains 33 to 38, and C aim 39
(part) on page 165 filed on 21 February 1997,

- Claim39 (part) to daim40 (part) on pages 166
to 171 filed on 21 Septenber 1995, and

- Caim40 (part) and Cains 41 to 43 on
pages 172 and 173 filed on 3 Novenber 1995,

as his main request, or

on the basis of two sets of clains, both filed
together with the statenent of the grounds of
appeal, nanely Clainms 1 to 32 for the

desi gnated Contracting States except ES and GR,
and Clains 1 to 25 for the Contracting States
ES and GR, as his auxiliary request.
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Reasons for the Deci sion

1

2.2

2.3

2.4

2283.D

The appeal is adm ssible.

Mai n request

The substantial issue to be dealt with is whether or
not the subject-matter of the clains of this request
neets the requirenments of Article 123(2) EPC.

In the decision under appeal, the rejection of the
application in suit was essentially based on the non-
conpliance of the then pending Claim?2l1 for all the
desi gnated Contracting States except ES and GRwith the
requi renents of Article 123(2) EPC. The Exam ning

Di vision held that the deletion of neanings fromthe
lists of nmeanings for the synbols A> and R to R of the
formula | defining the conpounds as clained in the
originally filed daiml narrowing its scope to a
subgroup of conpounds as clained in that Caim?21,
constituted a novel selection.

On the ot her hand, the Appellant disputed this point of
view by arguing that the subject-matter of that
Caim?2l1 could clearly be derived fromthe originally
filed daiml.

Present Caim2l1 for all the designated Contracting
States except ES and GR still contains in essence the
anmendnents objected to by the Exam ning D vision.
Therefore, the Board deens it appropriate first to dea
Wi th the anmendnents causing the rejection of the
application in suit.
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Article 123(2) EPC requires that a European patent
application may not be anended in such a way that it
contai ns subject-matter extending beyond the content of
the application as filed. The idea underlying this
provision is that an applicant should not be allowed to
I nprove his position by addi ng subject-natter not

di sclosed in the application as filed giving himan
unwar r ant ed advant age and possibly being detrinental to
the legal security of third parties relying on the
contents of the application as filed (see G 1/93,
1994, 541, No. 9 of the reasons for the decision).

The sane principle governs also a situation where the
anmendnent results in a limtation of the scope of the
clains be it by the addition of a technical feature, be
it - as in the present case - by the deletion of
originally disclosed neanings fromthe definitions of
synbol s of a generic chemcal fornmula standing for a

cl ass of chem cal conpounds.

In this context, the Board observes that there are
certainly cases in which alimtation of the scope of a
cl ai m may generate subject-nmatter not disclosed in or
not derivable fromthe original application; but a
limtation of a claimw ||l not necessarily result in
novel subject-matter, i.e. different fromthat as
originally disclosed. Alimtation may indeed nerely
exclude protection for a part of the subject-matter
di scl osed and clained in the application as filed

W t hout giving any unwarranted advantage to the
appl i cant and wi thout any adverse inpact on |ega
security (see G 1/93, QJ 1994, 541, No. 16 of the
reasons for the decision).
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Wth this in mnd, the question to be answered is
whet her or not the subject-matter of the present
dependent C aim 21, representing a subgroup of the

cl ass of conpounds as clained in the originally filed
Claim1 is supported by the application as filed.

It follows froma conparison of the subject-mtter of
originally filed daiml1 with that of present Caim?2l
that the subject-matter of Caim2l1 still relates to a
generic group of conpounds differing fromthe
originally claimd group of conpounds by its snaller
size as a consequence of the deletions of originally
di scl osed alternative nmeani ngs of the respective
synbols and the restriction of the neanings of R!Y and
R2 on the basis of the description of the patent
application as filed, page 4, second paragraph, in
conbi nation wth page 10, fourth paragraph, wth
respect to RY, and page 4, penultimte paragraph, wth
respect to R2. Moreover, it follows fromthe
description and the exanples of the originally filed
pat ent application that present C aim 21 includes
substantially all the particularly preferred conpounds
(see page 9, eighth paragraph to page 10, first

par agraph; the Exanples 1 to 30, 50, 52 and 54 relating
to conpounds wherein A! and A> are both "-CH=" and Ris
hydr ogen; and the Exanples 31 to 44, 46 to 49, 51, 53,
55 to 64, 67, 68, 73, 74 and 77 concerni ng Regi oi soners
(B) wherein At is =N-, A? is -CH=, and R is hydrogen).

Under these circunstances, the Board concludes that a
skill ed person cannot derive any information from
present Caim 21 which was not already present in the
patent application as filed, and that consequently no
new subj ect-nmatter has been generated by the anendnents
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I n question. Mreover, the Board observes that, in view
of the many di scl osed exanpl es of the application as
filed falling under the scope of present Claim 21, that
cl ai m cannot represent a so-called "new sel ection" as
was held by the Exam ning Division.

Furthernore, all the other clainms of the present set of
clains for all the Contracting States except ES and GR
neet the requirenents of Article 123(2) EPC too,
because:

present Caim1l corresponds to the originally filed
Claiml,

Caim2 finds its support on page 9, ninth and tenth
paragraph, of the originally filed application,

the subject-matter of Clains 3 to 8 corresponds to the
originally filed Clainms 4 to 9, respectively,

Clainms 9 and 10 are supported by the originally filed
C aim 10,

Clains 11 and 12 are supported by the originally filed
Caim1l1,

the subject-matter of Clains 13 and 14 corresponds to
the originally filed dains 12 and 13, respectively,

and

Cains 15 to 20 find their support in the originally
filed dains 14 to 19, respectively,

Caim?22 finds its support on page 9, ninth paragraph,
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of the application as filed,

Clainms 23 to 27 are supported by the originally filed
Clains 5 to 9, respectively,

Clains 28 and 29 are supported by the originally filed
G aim 10,

Clainms 30 to 35 are supported by the originally filed
Clains 11 to 16, respectively,

Claim36 is supported by the originally filed Caim17
and by the support indicated above for Claim21 with
respect to the definition of the group "-D'

Clains 37 and 38 find their support in the originally
filed Clains 18 and 19, respectively,

Claim39 is supported by Caim20 and Exanple 53
(conpound (B)) of the application as filed, as well as
Caim1 and the description (page 4, third paragraph,
and page 7, third paragraph) of the application as
filed indicating that the conpounds of the clained

i nvention include the pharmaceutically or veterinary
accept abl e salts thereof,

Cl ai m40 corresponds to the originally filed C aim 20,
except that the conpound of present Caim39 is

del et ed,

Clains 41 to 43 find their support in the originally
filed dains 21 to 23, respectively,

Clains 44 to 48 are based on the originally filed
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Clainms 24 and 26 to 29, respectively, and al so
supported by the originally filed Caim1l and the above
i ndi cat ed support for present Caim21l.

G aim49, which corresponds to the originally filed
Claiml except that Bis defined as a carboxylic acid
group, or a salt thereof, is supported by page 22,
lines 17 to 23, of the application as filed disclosing
t he base catal ysed hydrol ysis of esters of the clained
i nvention to the correspondi ng carboxylic acids
followed by the re-esterification of these

i nternedi ates, and by page 22, lines 4 to 9, of the
application as filed disclosing the reduction of

benzyl esters of the clained invention to the
correspondi ng carboxylic esters, and

Claimb50 is based on Exanple 77 of the application as
filed, in particular part (a), disclosing the base
cat al ysed hydrolysis of the correspondi ng ethyl ester
and the separation of the corresponding acid after

aci di fication.

2.12 Further, the Board observes that these considerations
Wi th respect to the support of the present clains for
the Contracting States AT, BE, CH DE, DK FR GB, IT,
LI, LU NL and SE apply also to the present clains for
the Contracting States ES and GR nutati s nutandis.

2.13 Therefore, the Board concludes that all the present
clains conply with the requirenents of Article 123(2)

EPC.

Auxi | iary request

2283.D Y A
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3. In the light of the above findings, it is not necessary
to consider the Appellant's auxiliary request.

Rem ttal

4. The decision to refuse the application in suit was
solely based on Article 123(2) EPC. As the Exam ning
Di vision did not decide on the other requirenents for
granting a European patent, the Board nakes use of its
conpetence under Article 111(1) EPC to remt the case
to the Exam ning Division for further prosecution on
the basis of the present clains. This will not preclude
the Appellant to further anend these clains as may
becone necessary.

O der

For these reasons it I s decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance for further
prosecuti on.

The Regi strar: The Chai r man:

E. Gborgmai er A. Nuss
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