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Summary of Facts and Subm ssi ons

Wth decision of 14 May 1996 the opposition division
canme to the result that the opposition is adm ssible
and revoked European patent No. 0 280 657 in the |ight
of Articles 52(1) and 54 EPC since the subject-matter
of claim1l received on 6 March 1995 was seen to | ack
novelty with respect to

(D1) FR-A-2 565 870.

1. Above claim 1 reads as foll ows:

"1. A nethod of form ng an abrasive nmenber wherein a
metal film(2) is fixedly attached to one surface
of a non-conductive flexible sheet (1), a mask
(13) of plating resistant material is applied to
t he exposed surface of the netal film(2), said
plating resistant material having a nmultitude of
di screte openings therein (14), and netal (3) is
el ectrodeposited through said discrete openings
(14) onto said netal film(2) in the presence of
particul ate abrasive material (4) so that the
particul ate abrasive material (4) becones enbedded
in the netal deposits (3), characterised in that
the voi ds between the netal deposits are
substantially filled wwth resin (5) to reduce
| ateral novenent of the nmetal deposits (3) and
t hereby reduce their tendency to chip off said
sheet (1)."

L1, On 16 July 1996 the patentee - appellant in the
follow ng - | odged an appeal agai nst the above deci sion
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payi ng the appeal fee in due tine and filing the
statenment of grounds of appeal on 16 Septenber 1996.

Appel l ant's requests are as foll ows:

(a) (by inplication) to declare the opposition as
i nadm ssi bl e,

(b) to set aside the inpugned decision and to maintain
the patent on the basis of the clains on file i.e.
t hose underlying the inpugned decision (main

request), or

(c) on the basis of auxiliary requests I, Il and Il

filed with the statenent of grounds of appeal,

(d) reinbursenment of the appeal fee under Rule 67 EPC
and

(e) by way of an auxiliary petition to refer the
qguestion of whether |ack of novelty and | ack of
i nventive step constitute the sanme ground of
opposition to the Enlarged Board of Appeal in the
Iight of G 4/92.

The opponent - respondent in the follow ng - requested:
(a) to declare the opposition as adm ssible and
(b) by inplication to dism ss the appeal or to set

asi de the inpugned decision and to remt the case

to the first instance for further prosecution.

Foll ow ng the Board's conmuni cati on pursuant to
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Article 110(2) EPC of 11 Novenber 1998 in which the
Board gave its provisional opinion on the issues raised
by the parties in respect of the objection that the
proceedi ngs before the first instance suffer froma
substanti al procedural violation, both parties agreed
that the case be remtted to the opposition division
for further prosecution on the substantive matters.

The argunents of the parties essentially can be
sunmmari zed as foll ows:

(a) appellant:

- it is not clear fromthe notice of opposition
that the respondent is a |l egal person;

- under these circunstances the opposition
di vision was wong to nmake a decision which is
adverse to the appellant, nanely assessing the
opposition to be adm ssi bl e;

- the sole ground raised by the respondent in his
noti ce of opposition was that "the subject-
matter of the European patent opposed is not
patentable (Article 100(a) EPC) because: it does
not involve an inventive step (Article 52(1); 56
EPC) ";

- in the light of the favourabl e conmunication
pursuant to Article 101(2) EPC of 23 May 1995 in
whi ch the existence of novelty was not contested
t he appellant informed the opposition division
that he would not attend the oral proceedings;
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- the opposition division in their final decision
of 14 May 1996 revoked the patent on a ground -
nanmely | acking novelty - "which was raised for
the first time at the Hearing"; the appellant
had therefore had no opportunity to present its
coment s;

- under these circunstances the proceedi ngs suffer
froma substantial procedural violation; the
appel  ant requests therefore a rei nbursenent of
t he appeal fee under Rule 67 EPC.

(b) respondent:

- since the identity of the | egal person
"opponent” was clear in view of Articles 99(1)
and 100 EPC and of Rules 1(1) and 55 EPC it is
requested to declare the opposition as
adm ssi bl e;

- the appeal has to be dism ssed since the
requi renent of Articles 123(2) and 84 EPC are
not net and the objections under Article 113(1)
EPC ar e unfounded;

- in the absence of auxiliary requests the
opposition division had no other choice than to
revoke the patent since the objection under
Article 56 EPC i s maintained; the docunents
filed after the time-limt for giving notice of
opposition should al so be consi dered.

Reasons for the Deci sion

1388.D Y A



2.1

2.2

2.3

3.1

3.2

1388.D

- 5 - T 0656/ 96

The appeal is adm ssible.

Adm ssibility of the opposition

In the "Notice of opposition..." EPO Form 2300.1 04. 89
see remark 111, the name of the opponent/respondent is
cited, nanely M nnesota M ning and Manufacturi ng
Conmpany and the address is set out as: "P.O Box 33427,
3M Centre, Saint Paul, M nnesota 55133, U S. A ". Under
state of residence or of principal place of business
"M nnesota" is indicated.

Wth the above infornmation the respondent to the
Board's conviction has fulfilled the requirenents of
Articles 99(1) and 100 EPC and of Rule 55 EPC in
conbination with Rul e 26, paragraph 2(c) EPC.

As set out in the inpugned decision under the above

ci rcunstances the opposition is therefore adm ssible so
that the request to the contrary forwarded by the
appel | ant nust be refused.

Basis of decisions Article 113(1) EPC

The oppositon of 25 May 1994, (see EPO Form 2300. 2

4/ 89, remark VI-(a) and "Facts and Argunents"”, page 4,
second paragraph), is based on the sole ground that the
subj ect-matter of the European patent does not involve

an inventive step.

In the Comrunication pursuant to Article 101(2) EPC of
23 May 1995, the opposition division set out its

provi sional findings on the independent clains 1 and 14
as follows:
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"5). The subject-matter of independent clains 1 and
14 fulfils the requirements of Articles 52, 54
and 56 EPC.

5.1) Docunment D1, which is considered to formthe
cl osest prior art, discloses a nethod of form ng
an abrasive nenber and an abrasive nenber
according to the preanbles of clains 1 and 14.
This fact is not in dispute.

5.2) The subject-matter of clains 1 and 14 differs
fromwhat is knowmn fromDLl in that
the voids between the netal protuberances are
substantially filled with resin to reduce the
| ateral novenent of the protuberances and
t hereby reduce their tendency to chip off the
sheet .

5.3) The distinguishing feature defines itself the
i nvol ved effect and the technical problemto be
sol ved by the invention:
the |l ateral novenment of the protuberances is
reduced and thereby also their tendency to chip
off the sheet."

In the light of this provisional opinion the appellant
could rely on the positive assessnent of the issue of
novelty by the opposition division, an issue which was
not raised by the opponent and was i ndeed stated to be
not in dispute.

Ther eupon the appellant infornmed the opposition
di vi sion and the respondent that he would not attend
the oral proceedings, (see telefax of 15 March 1996,
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page 10, |ast paragraph).

The Board would point out further that according to the
decision G 7/95, Q) EPO 1996, 626 the issues of novelty
and inventive step constitute different grounds of
opposition. As was explained in G 10/91, QJ EPO 1993,
420 any fresh ground for opposition can be consi dered
by the opposition division if, prima facie, it would in
whol e or in part seemto prejudice the maintenance of

t he European patent.

In the light of the opinion on novelty expressed in the
comruni cati on of the opposition division, no prima
facie case can be seen fromthe file, so that the

appel lant was entitled to consider that the question of
novelty would play no part before the opposition

di vi si on.

The appel | ant nust therefore have been taken by
surprise by the decision of the opposition division to
revoke the patent in the oral proceedings in his
absence on the grounds of |ack of novelty, a ground on
whi ch he had not been asked, nor had any reason, to
express an opi ni on.

According to decision T 197/88, Q EPO 1989, 412, (see
remark 4), and Opi nion of the Enlarged Board of Appea
G 4/92, QJ EPO 1994, 149, (see remarks 8 to 10), taking
a party by surprise is a substantial procedura

vi ol ati on.

The Board therefore comes to the conclusion that the
I mpugned deci si on cannot be upheld. Rather the case has
to be remtted to the first instance for further
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prosecution as envisaged in Article 111(1) EPC and as
agreed by the parties.

The Board refrains fromexpressing a final opinion as
to whether the term"substantially" - see contested
deci si on paragraph 1.3 - can be derived from"the
exanple" in the originally filed description so that
the further prosecution of the case in the first

I nstance shoul d include substantiation of the above
remark, Articles 123(2) and 84 EPC.

The first instance will noreover have to deci de whet her
or not the docunents filed after the tine-limt for
giving notice of opposition have to be considered or
not, Article 114 EPC

The above findings stand irrespective of whether or not
any auxiliary request was on file at the tine the
opposition division issued the decision of 14 May 1996.
It was a clear infringenment of Article 113(1) EPC to
directly revoke the patent in the oral proceedi ngs of
17 April 1996 so that the Board cannot share
respondent's findings in this respect.

Rei nbur senent of appeal fee

According to Rule 67 EPC rei nbursenment of the appea
fee shall be ordered if such reinbursenent is equitable
by reason of a substantial procedural violation.

Taking a party by surprise in the manner expressed
above has to be seen as a substantial procedura
violation within the neaning of Rule 67 EPC so that it
i s equitable under these circunstances that the Board
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orders rei nbursenent of the appeal fee.

O der

For these reasons it iIs decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance for further
prosecuti on.

3. The request for reinbursenent of the appeal fee is
al | owed.

The Regi strar: The Chai r man:

N. Maslin C. T. WIlson
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