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Summary of Facts and Subm ssi ons

0225.D

Eur opean patent application No. 90 103 926. 3
(publication No. 0 385 450) was refused by a deci sion
of the exam ning division dated 19 February 1996 on the
ground that the subject-matter of claiml submtted by
the applicant |acked an inventive step.

The only independent claiml form ng the basis of the
deci sion reads as foll ows:

"1l. A sem conductor device with a M S capacitor,
conprising a sem conductor substrate (36; 74a, 74b) of
a first conductivity type, a diffusion |ayer (40; 78,
78b) of the first conductivity type form ng one

el ectrode of the capacitor, and forned as a first
region in the sem conductor substrate (36; 74a, 74b) an
insulating film(66; 100) formed on at |east a portion
of the diffusion |layer (40; 78a, 78b), first wring
means (WL; WL1) for connecting through the insulating
film a first electrode (64, 704) forned on the
insulating film and second wiring neans (W2, W.2) for
connecting through the insulating film a second

el ectrode (48; 86a), fornmed on the diffusion |ayer (40;
78a, 78b); wherein said device further conprises a well
region (44; 82a, 82b) of a second conductivity type,
formed as a second region in the sem conduct or
substrate (36; 74a, 74b) and third and fourth regions
(50, 52; 90b, 92a) of the first conductivity type,
formed in the well region (44; 82a, 82b) and separated
at a predeterm ned di stance fromeach other, and that
said first wiring neans (W,; W.1) connects the fourth
region (52; 90b) to the first electrode (64; 104) and
said second wiring neans (W2; WL2) connects said third
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region (50, 92a) to said second el ectrode (48; 86a)
wherein said first and second wiring neans (W, W2;
WL1, W2) and said diffusion |ayer (40; 78a, 78b) of
the first conductivity type are superposed on each
other with the insulating film (66; 100) interposed

t her ebet ween, thereby constituting said MS capacitor."”

Dependent claim 2 concerns a particul ar arrangenent of
wiring nmeans and of regions, inter alia of the well
region (44; 82a, 82b), of the device of claim1l1l. The
dependent clains 3 to 5 concern particul ar arrangenents
of wiring neans and of regions of the device of

claim1l. The dependent clains 6 and 7 concern
particul ar arrangenents and shapi ngs of regions, inter
alia of the well region (44; 82a, 82b), of the device

of claiml.

The applicant | odged an appeal against this decision on
11 April 1996 and paid the appeal fee on the sane day.

On 1 July 1996, the applicant (appellant) filed the
statenment setting out the grounds of the appeal and
filed therewith a new set of clains 1 to 6, a new
descri ption page 3a and repl acenent pages 4, 8, 12 and
13.

The appel |l ant requests that the decision under appea
be set aside and that a patent be granted on the basis
of the follow ng patent application docunents:

Descri ption: Pages 1, 2, 5to 7, 9 to 11, 14 and 15
as filed;
Page 3 as filed by the applicant
(appel l ant) on 21 Decenber 1995;



0225.D

- 3 - T 0635/ 96

Pages 3a, 4, 8, 12 and 13 as filed by
the appellant on 1 July 1996 with the
statenent of the grounds of appeal;

d ai ns: Nos. 1 to 6 as filed on 1 July 1996 with
the statenment of the grounds of appeal;

Dr awi ngs: Sheets 1/3 to 3/3 as filed.

Mor eover, the appellant requests that, in the event
that the first petition, i.e. the request here above,
shoul d not be granted, a hearing be schedul ed before
t he Board of Appeal

The only independent claimof the set of 6 clains filed
with the statenent of grounds of appeal contains, as
conpared to the above-nentioned former claiml,
features concerning a second well region, an inter-

el enent isolation and a second pair of diodes, and it
reads as foll ows:

"1l. A sem conductor device with a M S capacitor,

conpri sing

a sem conductor substrate (74a, 74b) of a first
conductivity type,

a diffusion layer (78a) of the first conductivity type,
whi ch fornms one el ectrode of the capacitor, and is
formed as a first region (74a) in a first part (74a) of
sai d sem conductor substrate (74a, 74b),

an insulating film (100) formed on at |east a portion
of said diffusion |ayer (78a),
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a first electrode (104) fornmed on said insulating film
(100), and a second el ectrode (86a), forned over said
di ffusion layer (78a) and connected therewi th through
said insulating film (100), wherein said first

el ectrode (104) and said diffusion |ayer (78a) are
super posed on each other with the insulating film (100)
i nt erposed t herebetween, thereby constituting said MS
capacitor,

a first well region (82a) of a second conductivity
type, fornmed as a second region in said first part
(74a) of said sem conductor substrate (74a, 74b), and
third and fourth regions (88a, 90a) of the first
conductivity type, forned in said first well region
(82a) and separated at a predeterm ned di stance from
each other, thereby constituting a first pair of diodes
(D11, D12) connected in opposite polarities,

a second well region (82b) of said second conductivity
type, forned as a fifth region in a second part (74b)
of said sem conductor substrate (74a, 74b), and sixth
and seventh regi ons (88b, 90b) of the first
conductivity type, fornmed in said second well region
(82b) and separated at a predeterm ned di stance from
each other, thereby constituting a second pair of

di odes (D13, D14) connected in opposite polarities,

wherein
said first (74a) and second (74b) parts of said
substrate (74a, 74b) are separated by an inter-el enent

i solation (76), and

said first (D11, D12) and second (D13, Dl14) pairs of
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di odes connected in opposite polarities are series-
connected between said first (104) and second (86a)

el ectrodes of said MS capacitor by wiring neans (W1,
W2, Wi3)."

According to the statenent of grounds (see page 1,
paragraph 2), newclaiml is based upon the text of
claiml1l of the set of clainms having forned the basis
for the decision under appeal, and the disclosure of
Figure 7 and the correspondi ng description, special
attention being drawn to the disclosure on page 8,
lines 36 and 37, page 12, lines 12 to 14 and page 13,
lines 16 to 22.

The statenment of the grounds of appeal contains the
appel l ant's argunents concerning the patentability of
the invention, wherein it is contended that the prior
art docunents do not nention or suggest providing an

i nsul ating el enent between two parts of a substrate in
which wells are provided that are used for form ng

di ode pairs.

Reasons for the Deci sion

1

2.1
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The appeal is adm ssible.

Remittal to the first instance

Amended claim 1l formng the basis of the appellant's
request concerns a sem conductor device conprising a
second well region (82b) of a second conductivity type,
formed as a fifth region in a second part (74b) of the
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sem conductor substrate (74a, 74b), and sixth and
seventh regions (88b, 90b) of the first conductivity
type, formed in the second well region (82b) and
separated at a predeterm ned di stance from each ot her,
thereby constituting a second pair of diodes (D13, D14)
connected in opposite polarities,

wher ei n

said first (74a) and second (74b) parts of said
substrate (74a, 74b) are separated by an inter-el enent
i solation (76), and

said first (D11, D12) and second (D13, Dl14) pairs of
di odes connected in opposite polarities are series-
connected between said first (104) and second (86a)

el ectrodes of said MS capacitor by wiring neans (W1,
W2, Wi3).

Thus, none of the clainms of the fornmer sets of clains,

i ncluding the set of clains of the application as
filed, which were exam ned and refused by the exam ni ng
di vi si on, concerned a sem conductor device as set out
in the appellant's request.

I ndeed, as nentioned above (cf. iteml1V), the appell ant
has acknow edged that the anmendnents to claim1l of the
set of clains having fornmed the basis for the decision
under appeal are essentially based upon the disclosure
of Figure 7 and the correspondi ng description, special
attention being drawn to the disclosure on page 8,
lines 36 and 37, page 12, lines 12 to 14 and page 13,
lines 16 to 22.
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Pursuant to Article 111(1) EPC, follow ng the

exam nation as to the allowability of the appeal, the
Board shall decide on the appeal and, in this respect,
it may either exercise any power within the conpetence
of the departnent which was responsible for the

deci sion appealed or remt the case for further
prosecuti on.

In a case such as the present one where substantia
anendnents have been proposed which require a
substantial further exam nation in relation to both the
formal and substantial requirenents of the EPC, the
Board, follow ng the established case | aw of the boards
of appeal (cf. in particular the decision T 63/86, QJ
EPO, 1988, 224, specially point 2 of the reasons and
the decision T 186/93 of 22 May 1995, specially point 3
of the reasons), considers it appropriate that such
further exam nation should be carried out by the first

i nstance. As further stated in decision T 63/86, by
remtting the case to the first instance, the
applicant's right to appeal to a second instance is

mai nt ai ned.

It is noted that the appellant's request for ora
proceedi ngs is contingent upon the issue of an adverse
deci sion by the Board.

Under these circunstances, the Board has decided to
exercise its discretion under Article 111(1) EPC to
remt the case to the first instance for further
prosecution on the basis of the patent application
docunents on file including the docunents filed with
the statenent of the ground of appeal.
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O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance for further
prosecuti on.

The Regi strar: The Chai r man:

D. Spigarelli R Shukl a
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