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Summary of Facts and Submn ssions
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Eur opean patent No. 0 185 759 with the application

No. 85 903 545.3 and based on the internationa
application No. PCT/US85/01202 was granted on the basis
of 23 cl ai ns.

Opposition was filed against the granted patent by the
Appel I ant (Qpponent) on the grounds of |ack of novelty
and | ack of inventive step under Article 100(a) EPC
More particularly the statenent of grounds of appea
filed on 17 August 1993 contains an attack of |ack of
novelty of independent clains 1 and 19 to 23 and a
final request to revoke the patent in suit (see page 7,
| ast three paragraphs).

By its interlocutory decision of 3 May 1996 t he
Qpposition Division maintained the patent in anended
formunder Article 102(3) EPC on the basis of the fifth
auxiliary request filed during the oral proceedi ngs of
10 May 1995.

Since the subject-matter of the clains of the fifth
auxiliary request related to solutions containing
obligatorily only one of the couples |actate/pyruvate
(coupl e A2) or d-betahydroxybutyrate/acetoacetate
(couple A3), the Qpposition Division concluded that
this request was restricted to subject-matter not
objected to by the Qpponent. Moreover, in the
Qpposition Division's view, the Opponent did not
produce facts or argunents in the light of which the
patentability of the said restricted subject-matter
coul d be questioned on a prinma facie basis.

Bot h the Appellant (Patentee) and the Appell ant
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(Opponent) filed an appeal against the said decision.

In the course of the witten proceedi ngs the Appel | ant
(Patentee) filed several requests, nanely a nain
request seeking mai ntenance of the patent with the
clains as granted and el even auxiliary requests
cont ai ni ng anended sets of cl ains.

Oral proceedi ngs took place on 13 Novenber 2001.

At the beginning of the oral proceedi ngs the Appell ant
(Patentee) withdrew all previous requests and filed a
new mai n request and 2 auxiliary requests each

contai ning an anended claim 1 conprising couples A2
and/or A3 of claim1 as nmaintained in anended form

Since the scope of the opposition was restricted to an
attack on only couple Al (bicarbonate-dissol ved carbon
di oxi de) of the three alternative couples Al, A2 and A3
enconpassed by the granted claim 1, in fact couple A1,
and since the patent was mai ntai ned on the basis of an
anended claim1 containing obligatorily only the
coupl es A2 and/or A3, the Appellant (Patentee) took the
view that, as regards decisions G 9/91 and G 10/91 of
the Enl arged Board of Appeal, the Appellant (OQpponent)
was not adversely affected within the neaning of
Article 107 EPC by the decision of the Opposition

Di vi sion and accordingly contested the adm ssibility of
the Appellant's (Opponent) appeal.

In response the Appellant (Opponent) argued inter alia
that the notice of opposition only specified that the
opposition was directed essentially (i mwesentlichen)
but not exclusively to the said couple Al. Since the
patent was opposed in its entirety and since the
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subject matter of claim1 as granted represented an

i ndivisible unit the Appellant (Opponent) felt in any
case be adversely affected by the decision of the
Qpposi tion Division.

After deliberation on the aspect of admi ssibility of
the Appellant's (Qpponent) appeal, the Board inforned
the parties that the Appellant's (Qpponent) appeal was
adm ssi ble but |left open the question of whether the
facts and argunents agai nst the said couples A2 and A3,
brought forward for the first tinme at the appeal stage
by the Appellant (Opponent), should be admtted in the
proceedi ngs because of their late filing.

After discussing fornmal and substantial aspects of the
patentability of the subject matter of the said
requests filed at the beginning of the ora

proceedi ngs, the Appellant (Patentee) indicated its
intention to file a new sole request which would

repl ace all previous requests.

Havi ng regard to the | arge nunber of requests already
presented, the Board consented to a further and | ast
opportunity to nodify the cl ains.

Subsequently the Appellant (Patentee) filed a sole
request and expl ained that this request should be
acceptabl e since the clained subject was restricted to
sol utions conprising only couple A3 as an obligatory
feature.

The opponent declared that he did not see any probl em
with the mai ntenance of the patent on the basis of this
restricted request.
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The Appel |l ant (Opponent) and the Appellant (Patentee)
filed the sane request to the effect that the European
Pat ent be mai ntai ned on the basis of the sole request
recei ved during the oral proceedings.

After the Board announced its decision at the end of
the oral proceedings but before its reasoned witten
deci sion was sent to the parties, the Appellant
(Patentee) filed a letter dated 22 Novenber 2001,
confirmng each of the requests filed during the ora
pr oceedi ngs.

Reasons for the Decision

1.2

1.2.1

3124.D

Bot h parties appeal ed agai nst the decision of the
Qpposition Division.

The Appellant's (Patentee) appeal is adm ssible. This
was not contested by the Appellant (Opponent).

The adm ssibility of the appeal by the Appell ant
(Opponent), however, was chal | enged by the Appel |l ant
(Patentee) who argued in essence that the Appell ant
(Opponent) was not adversely affected by the decision
of the Qpposition Division.

A party is adversely affected within the neani ng of
Article 107 EPC if the decision fails to neet that
party's requests.

Havi ng regard to the content of the reasoned statenent
of grounds of opposition, the Board can only concl ude
that the Appellant (Qpponent) filed the opposition in
order to have the contested patent revoked in its
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entirety.

Accordingly, by maintaining the patent in anended form
t he deci sion of the opposition division unquestionably
did not fully neet the Appellant's (OQpponent) request
at the opposition stage, nanely to revoke the patent in
its entirety.

For that reason alone the Appellant's (Opponent) appea
I's adm ssi bl e.

At the end of the oral proceedings the Appellant
(Patentee) withdrew all previous requests and filed a
sol e request containing a set of clains 1 to 11.

Wth the clains of the sole request the Appell ant
(Patentee) has nerely cancell ed one of the two clai ned
al ternatives of the anended patent as maintained by the
Qpposition Division, keeping the remaini ng subject-
matt er unchanged.

| ndependent claiml of this sole request reads as
fol | ows:

"A physiologically conpati bl e agueous salt solution for
manmmal i an adm ni stration which (a) nmaintains a norma
plasma mlliequivalent ratio of sodiumcations to
chloride anions in a nornmal range, and (b) maintains
normal plasnma and cel lular pH and mai ntai ns nor nmal
cellular co-factor ratios, said solution containing no
pl asma proteins and conprising water which has

di ssol ved t herein:

the followi ng near equilibriumcouple in the quantity
I ndi cat ed:
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fromO0.1 to 465 mlIlinoles per litre of a couple

m xture consi sting of d-betahydroxybutyrate ani ons and
acet oacetate anions wherein the mlliequivalent ratio
of sai d d-betahydroxybutyrate to acetoacetate ranges
from6:1 to 0.5:1.

(B) from1 to 2400 mllinoles per litre of sodium
cations

(C sufficient mllinoles per litre of chloride anions
to produce a mlliequivalent ratio of sodium

cations to chloride anions in the range from1. 24
to 1.6

(D) optionally fromO to 2400 mllinoles per litre of
at | east one osnotically active substance

(E) optionally at |east one of the foll ow ng
additional cations in a respective quantity as

I ndi cat ed:

cations quantity (in mllinoles per litre)
pot assi umt up to 90

cal ci umt+ up to 60

magnesi umtr+ up to 15

(F) optionally up to 25 mllinoles per litre of sigm
i norgani ¢ phosphat e,

(G optionally up to 2 millinoles per litre of signa
I norgani c sul fate,

the rel ationship between said water and all solutes in
said water being such that the solution has:
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(1) an osnolarity ranging from 260 to 5000
ml1iosnol es;

(2) apHin the range from5 to 9; and

(3) the charges of all cations equal the charges of
al |l ani ons.

The Appel |l ant (Opponent) nade the Appellant's
(Patentee) request its own.

As regards the Appellant (Patentee), a request
consi sting of clains proposed by it and agreed by the
Opponent sel f-evidently brings its appeal to an end.

As regards the Appellant (Opponent), its consent to

those clains as its only request can only nean that

there is no renmai ning subject-matter of those clains
whi ch woul d give rise to continue the appeal.

Fol | owi ng decisions G 7/91 and G 8/91 (QJ 1993, 346 and
356) as to the effect of withdrawal of an appeal, the
Board conmes to the conclusion that by w thdrawal of an
appeal, conditional on the patent in suit being
restricted as it is in the present case, the Board is
deprived of its discretionary power to exam ne the
substantive nerits with respect to the renaining,
limted subject-matter clainmed by the Appellant
(Patentee) and consented to by the Appell ant

( Opponent) .
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For these reasons it is decided that:

1. The deci si on under appeal is set aside

2. The case is remtted to the first instance with the
order to maintain the patent on the basis of clains 1
to 11 of the request nanmed "sol e request” filed at the
oral proceedings on 13 Novenber 2001 and the
description to be adapted thereto.

The Regi strar: The Chai r man:

A. Townend P. A M Lancgon
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