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Summary of Facts and Subm ssi ons

2569.D

Eur opean patent application No. 88 830 404.5, filed on
6 October 1988 and published on 15 Novenber 1989 under
publication No. 0 341 370, was granted on 22 Decenber
1993.

The patent was opposed by the Respondents 1 and 2
(Opponents 1 and 2) on the grounds of |ack of novelty
and/ or inventive step and because the patent did not
di scl ose the invention in a manner sufficiently clear
and conplete for it to be carried out by the skilled

per son.

In support of their requests, the Respondents referred
inter alia to the foll ow ng docunents:

(D2) JP-U-52-17969 and English translation (D2-T)

(D4) JP-U-56-70739 and English translation (D4-T)

The patent was revoked by a decision dated 21 May 1996
because of |ack of novelty of the subject-nmatter of
Clains 1 to 3 and | ack of inventive step of the
subject-matter of Clains 4 and 5.

The Appellant (Patentee) filed an appeal against the
deci sion on 20 June 1996 havi ng paid the appeal fee on
17 June 1996. The Statenent of G ounds of Appeal was
filed on 7 Septenber 1996.

Wth the letter dated 2 July 1997 the Respondent 1
wi thdrew its opposition.
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Fol | owi ng the comuni cation pursuant to Article 110(2)
EPC dated 6 Novenber 1997 and the communi cation
pursuant to Article 11(2) RPBA dated 23 Septenber 1998
i n which the Board expressed its provisional opinion
primarily on the issue of Article 123(2) and (3) EPC
the Appellant filed with a letter received on 29 July
1999 Cdains 1 to 4 according to the main request.

During oral proceedi ngs conducted on 14 Septenber 1999
the Appellant filed Clains 1 to 3 according to the
auxi liary request.

The Appel |l ant requested that the decision under appea
be set aside and that the patent be nmintained on the
basis of Clains 1 to 4 filed on 29 July 1999 or by way
of auxiliary request on the basis of Clains 1 to 3
filed in the oral proceedings of 14 Septenber 1999.

Claim1 according to the main request reads as foll ows:

"1. Apparatus for conditioning the air in a room
conpri si ng:

1.1 a frame (2) supporting neans (3) for
conpressing a fluid;

1.2 means (4) for its condensation;

1.3 neans (5) for its evaporation; and

1.4 cooling neans (6) for said condensing neans;

1.5 said condensing nmeans conpri sing;
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1.5.1 at least a first condenser (7) for the
air-cooling of said fluid and

1.5.2 at |east one second condenser (8) for
the water-cooling of said fluid

1.5.3 whereby said first and second
condensers are nutual ly associ ated for
the flow of said fluid fromthe forner
towards the latter and for the flowin
t he opposite direction to said fluid,
of a present volune of cooling air
provided by a fan (12) fromsaid
second condenser to said first
condenser;

1.6 said present volunme of air, in the case of
air-cooling of said fluid, under-cools said
fluid in said second condenser and, in the
case of water-cooling of said fluid, pre-cools
it in said first condenser;

1.7 said cooling neans conprise at |east one water
delivery elenent (13), arranged above said
second condenser (8);

1.8 said first condenser (7) is arranged above
sai d second condenser (8) such that it
prevents water particles from being expelled
during cooling of the second condenser and in
a chanber (9) provided in said frane in order
that cooling-water fromsaid water delivery
element (13) flows in the same direction as
the fluid,

2569.D Y A
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1.9 said chanber (9) having a first opening (10)
downwar dly connected to the outside and second
opening (11) upwardly connected to said fan
(12) for sucking said volune of air;

characterized in that

1.10 after depletion of water in the container (14)
the conditioner automatically or controllably
shifts to operation with air-cooling, whereby
the fan (12) automatically increases its rpm
rate."”

Caiml according to the auxiliary request differs from
Claim1 according to the main request in that it
conprises the additional wording in feature 1.10:

"whereby said first (7) and second (8) condensers are
arranged in said chanber (9) in order that the

| ongi tudi nal axes of said first and said second
condensers are substantially nutually orthogonal, and
that the longitudinal axis of said second | ower
condenser (8) is vertical."

It has been requested to anend the term"present” in
the features 1.5.3 and 1.6 to "preset” in Cains 1 of
bot h requests.

The essential argunments brought forward by the
Appel  ant are as foll ows:

The prior art described by (D4) is not relevant to the
subject-matter of Caiml1l of the main request since the
citation does not disclose the features 1.5.3, 1.7 and
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1.8 as clained. In particular, the water delivery

el ement is not arranged above the second condenser but
within this condenser and the first condenser is not
posi ti oned above the second condenser and in a chanber.
Furthernore, the fan is arranged rather between than
above the condensers.

The aimof the invention that is to provide an
apparatus for conditioning the air in a roomwhich can
operate with air-or-water-cooling of its condensers is
not posed in the apparatus described by (D2) since this
citation teaches a steady supply of water. Due to the
structural differences between the apparatus discl osed
by (D2) and by (D4) the skilled person will not conbine
t he teachi ngs of these docunents.

Having regard to Claim1 of the auxiliary request the

| ongi tudi nal axes of the first and the second condenser
are defined by the greatest extension of the respective
condenser as shown in Figure 1 of the patent. Because
of the vertical positioning of the |ongitudinal axis of
the second | ower condenser a great speed of the cooling
air through the relatively small cross-sectional flow
area of this condenser results in an excellent cooling
ef fect being obtained. In the enlarging channel portion
above the second condenser the air flow speed is
reduced all owing thus the water droplets collected in
the first condenser to fall down towards the second
condenser. The inherent problemto provide an air
condi ti oni ng apparatus cooled by water and air which on
depl etion of water in the water tank mai ntains the
cooling operation is effectively solved by Caiml.

The Respondent requests that the appeal be di sm ssed.
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He argued essentially as follows:

In the apparatus for conditioning air according to the
di scl osure of (D4) the first condenser is shown in
Figure 1 to be arranged above the second condenser such
that the first condenser prevents water from being
expel | ed during cooling of the second condenser. This
citation teaches furthernore the shifting of the fan to
an increased speed when the water supply runs short.

The subject-matter of Caim1 | acks novelty in the
light of (D4). In any case it does not involve an

i nventive step in view of the conbination of (D2) and
(D4).

The cl ains according to the auxiliary request handed
over during oral proceedi ngs have been filed too | ate,
in particular taking account of the fact that Caim1l
thereof is not restricted to features conprised in the
clains as granted. If these clains are neverthel ess
admtted into the proceedings it nust be pointed out
that the term "l ongitudi nal axes of said first and
second condensers” is not clear since there is no
definition of such axes in the patent in suit. The

al l eged effects to be obtained by the particul ar
arrangenent of the said | ongitudinal axes can al so not
be under st ood because there is no disclosure relating
to the cross-sectional flow area of the condensers.
Claim1 of the auxiliary request does not therefore
provi de a useful teaching to the skilled person and
shoul d not be al | owed.

Reasons for the Deci sion

2569.D
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The appeal is adm ssible.

Mai n request

Anmendnent s

Caim1l conprises all the features according to Claiml
as granted and incorporates additionally the follow ng
features and terns, respectively:

Feature 1. 8:

The term"...during cooling of the second condenser and

in order that cooling water..." has been replaced by
the term"...during cooling of the second condenser and
in a chanber provided in said frane in order that
cooling water...". This anendnent is supported by the

original daim3 (granted Caim?2).

Feature 1.9: In its entirety

This feature is al so supported by the original Caim3
(granted Caim 2)

Feature 1.10: In its entirety

This feature is supported by page 6, paragraph 3 of the
original description (colum 3, lines 45 to 52 of the
pat ent).

Claim1 conplies therefore with Article 123(2) EPC. The
anendnents are of a character restricting the scope of
Caim1l as granted. Caim1l therefore satisfies also
Article 123(3) EPC



2.2

2.3

2.3.1

2569.D

- 8 - T 0554/ 96

Clains 2 to 4 correspond to Clains 3 to 5 as granted.

Novel ty

In the judgenent of the Board (D2) discloses the
nearest prior art. This citation descri bes an apparatus
for conditioning the air in a roomconprising the
features according to the precharacterising portion of
Claim1l (see the Appellant's letter dated 27 July 1999,
page 2, paragraph 3). In addition, it describes also a
contai ner (water tank 17) for feeding the water
delivery el enent (sprinkler 16).

Caiml differs fromthe disclosure of (D2) by the
feature 1.10 according to the characterising portion of
Caiml that after depletion of water in the container
the conditioner automatically or controllably shifts to
operation with air-cooling whereby the fan
automatically increases its rpmrate.

Caimlis therefore novel in the sense of Article 54
EPC. At the end of the oral proceedings, novelty of
Claim1 was no |onger disputed so that this issue
requires no further argunent.

I nventive step

In the air conditioning apparatus described by (D2)
water is used up to a substantial extent by effl ux
through the cooling air inlet and by vaporisation. In
order to avoid a decrease of the refrigerating capacity
of the apparatus the water tank nust be regularly
filled up. Due to m ssing replenishnent of the water
tank fluctuations of the tenperature in the roomto be
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cool ed may occur. The problemtherefore arises to
prevent or at |east to reduce such tenperature
fluctuations (see the Appellant's letter dated 27 July
1999, in particular page 2, paragraph 3 to page 3,

par agr aph 2).

(D4) (see Figure 1) describes an apparatus for
conditioning the air in a roomconprising an evaporator
(5), a conpressor, a first (9) and a second (8)
condenser and devices (rotary punp 14, fan 15) for
cool i ng the condensers. As described in connection with
t he enbodi nent of Figure 3 (see page 4, |ast paragraph
to page 6, paragraph 1 of the English translation
(D4-T) of (D4)), the apparatus is controlled such that
after depletion of the water supply in the tank a
change-over to air cooling is automatically effected
whereby the fan is rotated at an increased speed. This
action is taken with the aimof reducing the | owering
of the cooling capacity (see page 6, paragraph 2 of
(D4-T).

Due to the fact that the inherent technical problem of
(D4) corresponds with the object of the patent, that is
to adapt the air conditioner such that fluctuations of
the tenperature in the roomto be cool ed are avoi ded or
reduced, the skilled person, in expectation of the
advant age of an essentially constant roomtenperature,
will integrate the control systemof the fan speed as
taught by (D4) into the air conditioner of (D2) and
arrive thereby in an obvious manner at the subject-
matter of Claiml.

Contrary to the opinion of the Appellant, (D2) does not
teach the use of a water delivery duct devoid of a
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wat er storage basin in which apparatus the probl em
underlying the patent would allegedly not arise. It is
unanbi guously explained in this citation that the
apparatus conprises a water tank 17 provided with a
punp 18 to supply water within the water tank 17 to the
sprinkling pipes 15 and there is also provided a water
supply opening for supplying water from outside the
cooling machine to the water tank (see the description
of (D2-T), page 3, line 4 frombel ow to page 4,
paragraph 2). Due to the presence of a water tank it is
clear that there exists basically the risk of depletion
of the tank so that water cooling of the condenser
fails. Even in case of a water supply pipework w thout
the provision of a water tank a breakdown of the water
supply coul d occur so that also in this case the
probl em of reducing tenperature fluctuations of the
roomto be cool ed would ari se.

The Appellant further argues that there are structura
di fferences between the subject-matter of the patent
and of (D4), in particular as to the arrangenent of the
wat er delivery elenent relative to the second
condenser, the arrangenent of the first and the second
condenser to each other and the positioning of the fan
relative to the condensers. Further according to the
Appel I ant, these structural differences woul d di ssuade
the skilled person froma conbi nati on of the

di scl osures of (D2) and (D4).

The above opinion of the Appellant does not correspond
with the case | aw of the Boards of Appeal according to
whi ch the probl em sol ution approach is recommended
consi stently for achieving objectivity in the
assessnent of invention step. This approach is
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di sti ngui shed by starting out fromthe objectively
ruling state of the art, in the light of which the
technical problemis determ ned which the invention
addresses and sol ves (T 248/85, QJ EPO 8/1986, 261).
This nmet hod has been applied in the case to be deci ded
by starting out from(D2) as the relevant prior art,
determi ning the problemwhich is solved by aim1l and
i nvestigating whether the skilled person was noti vat ed
to integrate a specific feature of daim1l, nanely
feature 1.10, described in the prior art, that is in
(D4), into the apparatus disclosed by the rel evant
prior art (D2). It is irrelevant whether parts of the
structural features of the apparatus disclosed in (D4)
are different fromthe respective features according to
the patent since these features are known fromthe
relevant prior art (D2) as admtted by the Appell ant
when i ncorporating these features into the preanbl e of
Caiml. (D4) does not contain any statenent that woul d
restrain the skilled person from conbining the feature
relating to the automatic increase of the condenser fan
speed after depletion of the cooling water with the
apparatus described by (D2). Wuat is nore, the above
said feature is used in the apparatus described by (D4)
with the aimand the success of achieving exactly the
sanme effect as according to daiml. It follows
therefore fromthe application of the problemsolution
approach in the present case that the skilled person
woul d have conbi ned the disclosures of (D2) and (D4)
arriving thus in an obvious manner at the subject-
matter of Claim1l.

The Board cones to the conclusion that daiml
according to the main request cannot forma basis for
mai ntai ning the patent since its subject-matter does
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not involve an inventive step (Article 56 EPC).
Clains 2 to 4 being dependent on Claim1l fall with the
latter.

Auxi | i ary request

The Board considers the filing of Clainms 1 to 3 during
oral proceedings as an attenpt to overcone the

obj ection of |ack of inventive step raised. As the main
feature added to Claim1l according to the main request,
that is the nmutually orthogonal arrangenent of the
first and second condensers, is contained in the clains
as granted and has al ready been considered by the first
I nstance the Board finds it appropriate in the present
situation to admt these clains into the proceedi ngs.

Caiml differs fromCaim21l according to the main
request in that it conprises the additional wording in
feature 1.10: "whereby (a) said first (7) and second
(8) condensers are arranged in said chanber (9) in
order that the longitudinal axes of said first and said
second condensers are substantially nmutually
orthogonal, and (b) that the |ongitudinal axis of said
second | ower condenser (8) is vertical"

Feature (a) is supported by the original Caimb®6.

As to the disclosure of feature (b), Figure 1 of the
original drawings was referred to by the Appellant.

Figure 1 being a lateral elevation viewin transverse
cross-section shows a rectangul arly shaped box

desi gnated "tube condenser 8" with the | onger dinension
thereof extending in the vertical direction. Neither of
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Figures 1 and 2, however, shows the position of the

| ongi tudi nal axis of the second condenser 8 which
deficiency applies as well to the first condenser 7.
The drawi ngs do not contain any figure illustrating the
di mensi ons of the condensers in the direction
orthogonal to the plane depicted in Figure 1.

The original disclosure including the clains and the
description is conpletely silent about the position of
the | ongi tudi nal axes of the condensers. These axes may
in principle also extend in a direction orthogonal to
the plane shown in Figure 1. The skilled person is not,
t herefore, informed about the di nmensions of the
condensers regarding in particular the cross-sectiona
area available to the cooling air flow

The Appellant's argunment relating to a great speed of
the cooling air through the second (|l ower) condenser
due to its relatively small cross-sectional flow area
and a reduced air speed at the inlet to the first
condenser due to an increased flow area is w thout
basis since in the originally filed docunents no
information is provided as to the three-di nensi ona
configuration of the condensers and the pertinent
cooling air ducts.

For the foregoing reasons the Board cones to the
conclusion that the subject-matter added to aim1lis
nei t her cl ear nor supported by the description
(Article 84 EPC). Taking into consideration the
anmendnents nmade by the Appellant, Caim1l according to
the auxiliary request does not neet the requirenents of
t he EPC and cannot therefore be maintained

(Article 102(3) EPC).
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Since Clains 2 and 3 according to the auxiliary request
are dependent on unallowable Caim1l these clains can
al so not be mai nt ai ned.

O der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

N. Maslin C T. WIson

2569.D



