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Summary of Facts and Subm ssi ons

2503.D

Eur opean patent No. 0 436 994 was granted pursuant to
Eur opean patent application No. 90 203 451.1 on the
basis of a set of 15 clains for all the designated
Contracting States.

The text of granted clains 1, 13, 14 and 15 reads:

1. Non-dairy cream conprising an enul sion of vegetable
fat(s) and water, an enulsifier and a conponent of

mlk, selected fromthe group consisting of: butter

m | k powder, whole mlk powder, skimed m |k powder,
butter serum powder, butter mlk, skimed m |k, whole

m |k, butter serumand m xture thereof, characterised
by the presence of 0.1-10 wt% enulsifier and 0.1-15 mt %
(on dry basis) of the conmponent of m |k, whereas the
rati o between the concentration of the conponent of

mlk (= B) and the concentration enmulsifier (= C, both
as w% is such that B/C is greater than a critical

val ue Y,;; and the viscosity at 100 s'! is less than

150 nmPa.s, wherein the critical value Y., is determ ned
by the enmulsifier used and is obtained froma graph in
whi ch the viscosity is plotted against B/C?, in which
Yeoit 1S that value for B/C, which according to that
graph results in a viscosity of 100 nmPa.s at 100 s

13. Process for the preparation of NDC s by dispersing
an enul sifier and vegetable fat in water, honobgenising
the m xture, adding a conponent of mlk selected from
the group consisting of: butter m |k powder, whole mlk
powder, skinmred m |k powder, butter serum powder,

butter mlk, skinmred m |k, whole mlk, butter serum and
m xture thereof to the honpbgeni sed m xture and
processi ng the cream w thout further honogenisation to
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a processed NDC.

14. Process according to claim 13, wherein buttermlk
powder is used as conponent of mlk, which is adm xed
very carefully with a honobgenised m xture of water
veget abl e fat and casei nate.

15. NDC s as obtainable by carrying out the process of
clainms 13 and 14

Notice of opposition was filed by the appellant under
Article 100(a) EPC. The European patent was opposed to
the extent of the sole clains 13 and 14 on the ground
of lack of inventive step.

The foll owi ng docunents were cited during the
proceedi ngs before the opposition division and before
t he board:

(1) H Mlder and P. Walstra "The m |k fat gl obule -
Enmul si on science as applied to m |k products and
conpar abl e foods", Commonweal th Agri cul tural
Bur eaux, Farnham Royal , Bucks, England, 1974,
page 221

(1a) Page 191 of docunent (1)

(3) Bulletin - International Dairy Federation,
Docunent 116, 1979, pages 7-13;

(4) "Reconbination of MIlk and M|k Products”
Proceedi ngs of a sem nar organi sed by The
I nternational Dairy Federation and the University
of Al exandria, 12-16 Novenber 1988, pages 151-156.
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The opposition division issued a decision rejecting the
opposi tion.

Havi ng recogni sed in the high viscosity of the known
non-dairy creans the problemto be solved by the

i nvention, the opposition division found that all the
cited docunents related to dairy creans. In view of the
di fferent conpositions of these two types of products -
dairy and non-dairy - it held that the skilled person
woul d not reasonably have considered a teaching in
relation to the former to solve any problemin relation
to the latter.

Mor eover, the cited docunents all failed to recognise
the rel ati onship between m |k conponents and i ncreasing
Vi scosity upon honbgeni sati on. Even assum ng,
neverthel ess, that the skilled person could have

envi saged, in the light of the cited docunents, that
the m |k conmponents were indeed the cause of the high
vi scosity, he would not have found any useful
suggestion in the cited docunents to make the specific
solution of the problem proposed by the invention

obvi ous.

The appel | ant | odged an appeal against this decision
and filed additional docunents (3) and (4) to show t hat
the main aimin the preparation of NDCs is to obtain
products which physically and organol eptically resenble
as close as possible to the corresponding dairy
products and that the literature concerning the
preparation of the fornmer is also relevant for the
preparation of the latter. In the appellant's
contentions, clains 13 and 14 were not directed to a
process for preparing |low viscosity NDCs but to a
process for preparing generic NDCs. Keeping this in
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m nd, docunent (1) suggested that, in the preparation
of creans, it was desirable for reasons of stability to
reduce the amounts of mlk derivatives, nanely casein,
in the mxture to be honbgeni sed and that casein or
other m |k conponents could be added thereafter.
Therefore, the sole mssing teaching in (1) was the use
of vegetable fats in part at least to replace mlk
fats. However this possibility was well known to the
person skilled in the art of preparing reconbi ned and
filled mlks and creans.

Oral proceedings were held on 11 August 2000. During
the oral proceedings, the respondent filed a new first
auxiliary request, in which granted clains 13 and 14
wer e abandoned and their subject-matter incorporated
into the original product-by-process claim15, then
renunbered 13.

New cl ai m 13 reads:

"13. NDC s as obtainable by carrying out the process
for the preparation of NDC s by dispersing an

emul sifier and vegetable fat in water, honobgenising the
m xture, adding a conponent of mlk selected fromthe
group consisting of: butter mlk powder, whole mlKk
powder, skinmmed m |k powder, butter serum powder,

butter mlk, skinmred m |k, whole mlk, butter serum and
m xture thereof to the honobgeni sed m xture and
processi ng the cream w thout further honogenisation to
a processed NDC and wherein butterm |k powder is used
as component of mlk, which is adm xed very carefully
wi th a honogeni sed m xture of water, vegetable fat and
caseinate."

A second auxiliary request, limted to clains 1 to 12
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as granted and an accordi ngly adapted description, was
al so fil ed.

The respondent argued that dairy and non-dairy products
were not to be considered equivalent. Therefore all the
cited docunents were in thenselves irrel evant.

Mor eover, taking the viscosity as the problemto be
solved, the cited docunents failed to recognise any

rel ati onshi p between cluster formation during

honobgeni sation and viscosity, or that m |k derivatives,
specifically casein, influenced the formation of such
clusters. Docunents (1) and (la), which were cited as
the nost relevant prior art, were directed to inproving
t he whi ppability, not decreasing the viscosity of a
cream

As to the first auxiliary request, the respondent
enphasi sed that the granted product-by-process claim 15
was not opposed by the opponent. Therefore, according
to decision G 9/91 of the Enlarged Board of Appeal, the
board had no power to consider this claimeven if the
process clainms were to fail

The appel | ant requested that the decision under appeal
be set aside and the patent revoked.

The respondent requested that the appeal be dism ssed
and the patent be nmaintained as granted. Alternatively,
it was requested that the patent be maintained on the
basis of claims 1 to 13 (first auxiliary request) or
claims 1 to 12 (second auxiliary request), both
submitted during the oral proceedings.
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Reasons for the Decision

1

2503.D

The appeal is adm ssible.

The introduction into the proceedings of late filed
docunents (3) and (4), which were enclosed in the
appellant's statenent setting out the grounds of
appeal, was objected to by the respondent.

Docunents (3) and (4) were not filed by the appell ant
at the appeal stage in order to develop for the first
time new argunents or strategy, but sinply to
corroborate the argunments already submitted during the
opposi tion proceedi ngs and based on the prem se that
dairy and non-dairy products were equival ent. The new
docunents filed are al so regarded as the evident and
direct reply to the opposition division' s argunents
tending to disregard all those docunents relating to
dairy products since regarded as not pertinent. For
this reason, the introduction of the two docunents into
t he proceedi ngs pursuant to Article 114(1) EPCis
justified.

Mai n request

The main request corresponds to the set of clainms of
the patent as granted which was opposed to the extent
of the sole process clainms 13 and 14 on the ground of
| ack of inventive step.

The cl osest prior art
The description of the patent in suit acknow edges the

state of the art in relation to non-dairy creans
(NDCs). In colum 1, lines 5to 9, it is recognised
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that non-dairy creans conprising mlk conponents, such
as butterm | k powder, have been produced for a very
long tine. Reference is made to US patent No. 2,657,142
of 1953. The description also indicates that these
creans are produced according to conventional processes
in which the mlk conponent is first dispersed in water
together with a water-soluble enulsifier, the fat being
added afterwards to form an enul sion which is then

subj ected to honobgeni sation (colum 3, lines 17 to 22).
Thi s background know edge was not questioned by the
parties.

Since dairy and non-dairy products represent at |east
formally different classes of product, as stressed by

t he respondent, and as no docunent clearly relating to
non-dairy creans has been cited either by the conpetent
departnment of the EPO or by any party, the background
know edge illustrated in the description is considered
by the board to be the closest prior art.

The subject-matter of claim13 is a process for the
preparation of NDCs. In witing and during the oral
proceedi ngs, the respondent enphasi sed that the process
according to the present invention allowed | ow

vi scosity NDCs to be produced, and that the invention

t hus renoved t he drawback of the excessively high
viscosity of the known NDCs.

The board notes that claim 13 is an independent claim
maki ng no reference to the product of clains 1 to 12.
Moreover, the claimis neither explicitly directed to a
process for preparing a | owviscosity NDCs nor does it
cite those specific conditions which would
automatically result in a |low viscosity product. For
instance, Fig. 2 shows that viscosity is highly
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dependent on the ampunt of surfactant (NaCas) and that
by sinply decreasing this from2%to 1% while

mai nt ai ni ng unchanged all the clainmed features, the
final viscosity may increase dramatically. It follows
therefore that the alleged | ow viscosity of the final
product cannot be regarded as a feature of the process
according to clainms 13 and 14. The patentee itself
recogni sed during the oral proceedings that process
clainms 13 and 14 were not concerned with viscosity.

The board al so stresses that no ot her advantage or
desirable effect inplied in or caused by the clained
process was shown by the respondent either in witing
or during the oral proceedings.

On the basis of these considerations, the problemto be
solved by the invention as against the known
conventional processes illustrated in the description
is simply to provide an alternative process for
produci ng non-dairy cream

The solution proposed is that of adding the mlk
conponent after honobgeni sation of the emrul sion of the
veget abl e fat.

A nunber of docunents relating to dairy creans and

ot her dairy products were cited in the opposition
proceedi ngs. Both the respondent and the opposition

di vi sion questioned the rel evance of these docunents as
they were not expressly concerned with non-dairy
products.

Al t hough there nmay exist an official definition for
dairy and non-dairy products and a recogni sed
di fference between the two types of product, the board



3.4

2503.D

-9 - T 0525/ 96

finds in the cited docunents that in practice the two
groups may well overlap or even be equivalent. In fact,
products qualified as "dairy" may conprise vegetable
fats while others qualified as "non-dairy" often
conprise mlk derivatives. The invention under
consideration and the prior art acknow edged in the
description offer exanples of this situation. Docunents
(3) and (4) give further explicit exanples. Under the
heading "Filled m | ks" on page 12, docunent (3) reports
that filled mlks are simlar to reconbined mlks
except that instead of mlk fat, vegetable fat or oi
are used and that the procedures for manufacturing the
various fornms of filled mlks are the sane as for the
equi val ent reconbined m | ks, except for the obvious

m nor adaptations of the operating conditions.
Furthernore, docunment (4) enphasises, on page 151, that
the technol ogy of making filled m |k products (ie
skinmmed m |k products with vegetable fat) is identical
to that of making reconbined mlk products and that it
makes no difference whether mlk fat or vegetable fat
is used in processing. Under these circunstances, the
two groups are regarded as so close to one another that
the skilled person faced with a problemrelating to
non-dairy creans woul d have al so consi dered docunents
dealing with dairy products. Moreover, he woul d have
consi dered the presence of m |k conponents in a non-
dairy product or the presence of vegetable fats in a
dairy product as a matter of course.

Anmong the cited docunents, docunents (1) and (1la),
which are two parts of the sanme publication, are
particularly relevant. These documents el uci date sone
of the phenonena occurring during the honbgeni sation of
diary creans. In the second paragraph on page 221,
docunent (1) indicates that honobgeni sation of cream
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gives rise to the formation of clusters, and that in
order to obtain a good product it is preferable to keep
the cluster sufficiently small. Fromthis observation

t he board understands that the formation of clusters is
i ndeed a drawback of the honbgeni sation stage. On the
ot her hand, docunent (la) establishes a relationship
bet ween the presence of casein, which is the nost
abundant non-fat conponent of the m |k derivatives, and
the cluster formation during honogeni sation, casein
coating the surface of the fat globules contributing to
the formation of cluster. The aforenenti oned passages
woul d already in thensel ves suggest to the skilled
person that casein or any casei n-conprising product
present in the honogenisation m xture nmay affect the
quality of the dairy cream obtai ned. The teaching in
docunent (1), however, goes well beyond this
suggestion. In the fifth paragraph on page 221, it is
further explained that at |least in order to achieve
good whi pping properties of the creamobtained, it is
desirable that the m xture to be honpgeni sed conpri ses
only a small ampount of casein so as to ensure that
relatively little casein goes into the newy forned
menbrane of the fat globules. This further
recommendati on that the anount of casein should be kept
l ow in the honpbgeni sation stage is corroborated by the
foll owi ng suggestion that in any case casein or
separated m | k can be added agai n after honpbgeni sati on.

The teaching illustrated above in relation to dairy
products would, in the board's view, find a stil
easier application in the field of non-dairy creans
whi ch conprise casein or any other m |k derivative as
an addi tional non-essential conponent of their
formul ati ons.
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Therefore, the skilled person faced with the probl em of
devising an alternative process to the conventi onal
processes for producing non-dairy creans would not only
have found in docunents (1) and (la) a clear
recomrendation to add casein or any other mlKk
conponent after the honbgenisation stage, but he would
al so have expected this nodification to cause sone

i nprovenent in the quality of the product obtained.

For this reason, the board considers that the nmin
request does not involve an inventive step.

First auxiliary request

According to the first auxiliary request, process
claims 13 and 14 of the main request are abandoned and
their text is incorporated into new claim 13 which
corresponds to product-by-process claim15 of the main
request (ie granted claim15).

The text of new claim 13 conprises an internal
inconsistency. In fact, the m |k conponent is defined
in the sane claimin two different and partially

excl usive ways. Thus, the first part of the claim
defines this conponent as selected frombutter mlKk
powder, whole m |k powder, skimed m |k powder, butter
serum powder, butter mlk, skimred mlk, whole mlk,
butter serum and m xture thereof, whereas the second
part of the claimredefines the sane conponent as
butterm | k powder and provi des special conditions for
m xing in that case. This inconsistency obviously
derives fromthe incorporation into one single product
claimof the text of two process clains, one of which
being directed to a preferred enbodi nent of the

i nvention. Under these circunstances, the board regards



2503.D

- 12 - T 0525/ 96

t he second part of the claim starting with "and
wherein buttermlk...", as sinply identifying a
preferred, optional enbodi ment of the invention, which
conditionally limts the scope of the claimonly to the
extend that the selected m |k conponent is buttermlKk.

During the oral proceedings, the respondent relied on
decision G 9/91 (QJ EPO 1993, 408) and stressed that,
inits exam nation of the appeal, the board was bound
by the statenent by the opponent (appellant) under

Rul e 55(c) EPC of the extent to which the patent was
opposed. As the appellant had only chall enged the
validity of granted clains 13 and 14 (process), but not
that of claim 15 (product-by-process), the board had no
power to exam ne new claim 13.

In point 11 of its decision, the Enlarged Board of
Appeal laid down that "even if the opposition is
explicitly directed only to the subject-matter of an

i ndependent clai mof a European patent, subject-matters
covered by cl ainms which depend on such an i ndependent
claimmy al so be exam ned as to patentability, if the
i ndependent claimfalls in opposition or appeal

proceedi ngs, provided their validity is prima facie in
doubt on the basis of already avail able information.
Such dependent subject-matters have to be considered as
being inplicitly covered by the statenent under

Rul e 55(c) EPC."

The Enl arged Board of Appeal treated the usual

rel ati onshi p between i ndependent and dependent cl ai ns
(ie sanme category). The circunstances which caused
decision G 9/91 to be taken did not call for

consi deration of other specific situations such as the
rel ati onship between a process claimand a product-by-
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process clai mnmaking reference to the sane process.

The possibility stated by the Enl arged Board of Appeal
to exam ne the patentability of a dependent clai m not
explicitly cited in the statenment pursuant Rul e 55(c)
EPC is apparently based on the consideration that the
statenment under Rule 55(c) inplicitly covers clains
directed to subject-matter closely related to the

subj ect-matter of the clainms opposed explicitly if the
al ready avail able information casts serious doubts on
the patentability of these further clains and allows an
easy assessnent of their validity. In fact, dependent
claims may contain only trivial additional features
whi ch are unable to add any additional contribution
maki ng the independent claimpatentable. In such a
situation, the finding of facts which caused the

i ndependent claimto fail applies in the same way to
t he dependent clainms. In this case, the lack of any
explicit reference in the statenment under Rule 55(c)
EPC to a dependent cl ai mcannot be construed as a
purposive limtation of the extent of the opposition
but sinply as a matter of choice on the part of the
opponent .

The present case is slightly different since the claim
under consideration, new claim13, is not a dependent

cl ai m but an i ndependent product-by-process cl ai mbased
on a process claimwhich failed during the appeal
proceedi ngs. As the product protected by this claimis
not defined by any actual product feature but sinply by
way of its preparation process, its patentability can
only be justified by an allegedly novel and inventive
feature derived fromthis process. Therefore, in the
board's view, the relationship between claim 13 and the
original process clainms (13 and 14) for the assessnent
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of patentability is even stronger than that between

i ndependent and dependent clains referred to in the
deci sion of the Enlarged Board of Appeal, since the
invalidity of the product-by-process claimfollows
directly fromthe invalidity of the process claim
Hence it is justified to apply the conclusion of the
Enl arged Board of Appeal in G 9/91 also to the present
situation.

As already explained in relation to the main request,

t he preparation process, which is now incorporated
expressis verbis into claim 13 as the sole
characterising el enent of the clained subject-matter

is not defined by any conditions which would or even
could inpart a novel and inventive feature to the final
product (eg | ow viscosity).

On the other hand, beyond the preparation process, the
cl ai m does not provide any further product feature or
property capabl e of independently defining the clained
non-dairy cream

Since non-dairy creans were well known | ong before the

rel evant date of the patent in suit, as acknow edged in
t he description, the board does not see any el enent of

t he clai mwhich could endow the claimed subject-matter

if novel, with an inventive step.

For these reasons, the first auxiliary request is
refused, at |east on ground of |ack of inventive step
of claim 13.

Second auxiliary request

The second auxiliary request is |limted to clains 1 to
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12 of the granted patent, which were not the subject of
t he opposition. The validity of these clains is
therefore not a point at issue in the present appeal

pr oceedi ngs.

2503.D
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For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first-instance with the
order to maintain the patent as anended in the
foll owi ng version
Cd ai ns: 1to 12,

Descri ption: colums 1 to 4, both as submitted during
oral proceedi ngs, and
Dr awi ngs: Figures 1 to 3 as granted.
The Registrar: The Chai r man:
A. Townend P. A M Lancon
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