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Summary of Facts and Subm ssi ons
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The appeal |odged on 25 April 1996 lies fromthe

deci sion of the Exam ning Division posted on

22 February 1996 refusing European patent application
No. 89906459. 6 (European publication No. 377 750).

The deci sion was based on claim1l submtted on 16 March
1993 and clains 2 to 8 as originally filed according to
the then pending nmain request. The Exam ni ng Division
found that claiml did not involve an inventive step in
the sense of Article 56 EPC, having regard to the
fol |l owi ng docunents:

(A) CH A 440 283,

(B) Houben-Weyl, Methoden der organi schen Chem e
Vol unme E5 (1985), pages 596 to 599 and

(F) J. V. Metzger, Chem stry of Heterocyclic
Compounds, Vol une 34, Thiazole and its
derivatives, part 1 (1979), page 528.

More particularly, the Exam ning Division held that
ei t her docunent (A) or (F) represented the cl osest
prior art. The probl em underlying the application was
to provide an inproved nethod for producing

t hi azol ecar boxyl i c acidchlorides fromthe correspondi ng
aci ds. However, docunent (A) taught to prefer phosgene
as chlorinating agent and from docunent (B) the

advant ageous use of phosgene was known.

In a comruni cation fromthe Board pursuant to
Article 11(2) of the rules of procedure of the Boards
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of Appeal, the Appellant's attention was drawn to
di fferent aspects in the assessnent of inventive step,
inter alia to docunent

(D) J. Chem Soc. 1945, pages 601 to 603

as possible closest prior art, to the question whether
the probl em underlying the invention was successfully
solved and to the particular teaching of docunent (B)

Wi th respect to the use of phosgene.

At the oral proceedings before the Board held on

7 Decenber 1999 the Appellant filed two alternative
sets of anmended claim1l, claim1l according to the nain
request reading as follows:

"1l. A process for the preparation of a
t hi azol ecarboxylic acid chloride represented by the
foll owi ng general formula (11):

H 2
Ri-*ﬁfii tn:i (L)
5

COCL

wherein R, represents a | ower al kyl group or a | ower

al kyl group substituted by a hal ogen atom or | ower

al koxy group, and R, represents a hydrogen atom a | ower
al kyl group, or a lower al kyl group substituted by a

| ower al koxy group, which conprises reacting a

t hi azol ecarboxylic acid represented by the foll ow ng
general fornula (1):
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N.
24 ~ (L}
1
5 :

wherein R, and R, have the sane neaning as defined with
respect to fornmula (11), with phosgene in the presence
or absence of a catalyst.”

Claim1 according to the auxiliary request differed
fromthat according to the main request exclusively by
i ncorporating the additional feature to carry out the
reaction "at a tenperature from20°C to reflux".

The Appel lant submitted that docunent (D), which was
referred to in docunent (F), represented the cl osest
state of the art describing the conversion of 2,4-

di met hyl t hi azol e-5-carboxylic acid into the
correspondi ng aci dchloride using thionyl chloride as
chl orinating agent in the presence of pyridine at 0°C
The process of the present application using phosgene
as chlorinating agent resulted in an inproved yield and
purity of the prepared 2-al kyl -thiazol e-5-carboxylic
aci dchl ori des. Though docunent (B) stated that phosgene
was a mlder chlorinating agent than thionyl chloride
and that acidchlorides were obtained in "nearly
guantitative yield" when using phosgene, that docunent
was silent about the feature essential in the
performance of the invention to carry out that process
at a reaction tenperature of from20°C to reflux. To
evidence the inpact of this essential feature the
Appel | ant pointed to conparative exanple 2 as filed on
4 Novenber 1999 using phosgene as chlorinating agent
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and showi ng a very inferior yield when preparing 2-
al kyl -t hi azol e-5-carboxylic acidchloride at the | ower
reaction tenperature of 5°C.

VI . The Appel |l ant requested that the decision under appea
be set aside and that a patent be granted on the basis
of claim1l according to the main request or on the
basis of claim1l according to the first auxiliary
request, both requests filed during the ora
proceedi ngs before the Board.

Reasons for the Deci sion

1. The appeal is adm ssible.

Mai n request

2. In claiml both substituents R, and R, of the generic
chemcal fornmulae I and Il have been limted to
specific definitions by excising certain definitions
fromthe respective independent lists given in claim1l
of the application as filed specifying alternative
definitions of these substituents. That shrinking of
both lists of alternative definitions disclosed in the
application as filed is not objectionable as that
limtation does not result in singling out a particular
conmbi nation of specific definitions but nmaintains the
remai ni ng subject-matter of claiml1l as generic lists of
alternative definitions differing fromthe origina
lists only by their smaller size (see decision
T 615/95, point 6 of the reasons, not published in QJ
EPO) .

0103.D Y A
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Furthernore, claim1l has been restricted to the

al ternative enbodi nent of using phosgene as
chlorinating agent which finds support in claim1l of
the application as filed.

Therefore all these anendnents conply with the
requi renents of Article 123(2) EPC

3. It is the established jurisprudence of the Board of
Appeal s that a European patent may only be granted on
the basis of a claimdefining the matter for which
protection is sought by stating all essential features
of the invention. This requirenent arises from
Article 84, first sentence, in conbination with
Rule 29(1) and (3), EPC. It follows therefromthat an
I ndependent cl ai mnust conprise all the technica
features necessary to solve the problemunderlying the
application. Insofar as an i ndependent claimfails to
i nclude any essential feature, it is not a definition
of the invention but a nere inconplete description of
it (see decisions T 32/82, QJ EPO 1984, 354, point 15
of the reasons; T 115/83, point 4 of the reasons, not
published in Q3 EPO, T 409/91, QJ EPO 1994, 653,
point 3.2 of the reasons).

In the present case, the problemto be solved, i.e. the
technical effect to be achieved, as indicated in the
application (page 2, lines 22 and 23), which the
Appel | ant al so enphasi zed i n appeal proceedings,
consists in inproving the yield and the purity of the
2- al kyl t hi azol e-5-carboxylic acidchlorides obtained in
the preparation process of the invention. The Appell ant
submtted at the oral proceedings before the Board that
the reaction tenperature of that preparation process is

0103.D Y A
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a feature essential in the performance of the

i nvention. Once the reaction tenperature is not within
the range of from20°C to reflux, so the Appellant, the
2-al kyl t hi azol e-5-carboxyl i c aci dchl ori des are not
obtained wth an inproved yield and purity; hence, the
desired technical effect is not achieved in that case
and the problemunderlying the application is not
solved. In support of his subm ssion, he referred to
exanple 1 according to the invention and to fresh
conparative exanple 2 filed on 4 Novenber 1999. Both
exanpl es prepared the identical 2-alkylthiazole-5-
carboxylic acidchloride and were carried out in the
sane way, apart fromthe reaction tenperature: it was
5°C in conparative exanple 2, whereas exanple 1
according to the invention was carried out under
heati ng and reflux of the solvent xylene. Conparative
exanple 2 yielded nerely 41% of 2-al kylthiazol e-5-
carboxylic acidchloride, exanple 1 according to the

i nvention, however, 98%thereof. Thus, the conparison
of the yields of both exanples truly reflects the

I npact of the reaction tenperature on the yield and
backs up the Appellant's subm ssion that any

i nprovenent in yield and purity ained at is obtained
only, i.e. the problemunderlying the application is
sol ved only, when the reaction tenperature is from20°C
to reflux, with the consequence that this feature is

i ndeed essential in the performance of the invention.

However, it is precisely this feature that is m ssing
fromindependent claim1l, which, therefore, does not
nmeet the requirenent of Article 84, first sentence,
EPC, since it does not define the clainmed subject-
matter by reference to all its essential technical

f eat ur es.
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In these circunstances, the Appellant's main request is
not all owable for contravening Article 84 EPC and nust
be rejected.

Auxi | iary request

Caiml of the auxiliary request differs fromthat
according to the main request exclusively in adding the
feature "at a tenperature from20°C to reflux". This
anmendnent is supported by page 11, lines 5 8 and 14 of
the application as filed which is in keeping with the
requi renents of Article 123(2) EPC

Thus, contrary to claim1 according to the main
request, independent claim1l according to the auxiliary
request includes the feature to carry out the process
at a tenperature from20°Cto reflux (see point IV
above), i.e. all the essential features of the
invention (cf. point 3 above ). Therefore, the
deficiency objected to is rectified, with the
consequence that claim1 according to the auxiliary
request satisfies the requirenent of Article 84, first
sentence, EPC

Rem ttal

0103.D

Havi ng so deci ded, the Board has not, however, taken a
deci sion on the whole matter, since substantia
amendnment s have been nmade to independent claiml
according to the auxiliary request by including a
tenperature condition which, although nentioned in the
description of the application as filed, was only
presented at the oral proceedings before the Board as
an essential feature of the invention for which
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protection was sought. The deci sion under appeal dealt
exclusively wth lack of inventive step of claiml
according to the then pending main request and did not
consider claiml1l in the formof the present auxiliary
request as such request was never subnmitted to the
first instance. The anendnents made, in particular the
added feature requiring a tenperature of from20°C to
reflux, have the effect that the reasons given for
refusing the present application no |onger apply since
that particular anendnent is substantial in the sense
that the assessnent of inventive step has to be done on
a new basis. It is only before the Board that the
Appel I ant has pointed to fresh facts, argunents and
even evidence in support of his case, enphasizing that
the reaction tenperature of from20°C to reflux is now
the essential feature to be considered in the
assessnent of inventive step. Thus, claim1l according
to the first auxiliary request gives rise to fresh

I ssues not yet addressed in exam nation proceedings
constituting a "fresh case" (see e.g. decisions

T 63/86, Q) EPO 1988, 224; T 47/90, QJ EPO 1991, 486).

Wiile Article 111(1), second sentence, first

al ternative, EPC gives the Boards of Appeal the power
to decide in ex-parte proceedings on fresh i ssues where
the application has been refused on other issues,
proceedi ngs before the Boards of Appeal in ex-parte
cases are primarily concerned wth exam ning the
contested decision (see decision G 10/93, Q) EPO 1995,
172, points 4 and 5 of the reasons), fresh issues
normal ly being left to the Exam ning Division to
consider after a referral back, so that the Appellant
has the opportunity for these to be exam ned and

deci ded upon without | oss of an instance.
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Under these circunstances the Board considers it
appropriate to exercise its power conferred to it by
Article 111(1), second sentence, second alternative,
EPC to remt the present fresh case to the Exam ning
Division for further prosecution.

The Board has made out the issues outlined bel ow as
meriting consideration when resum ng exam nati on
proceedi ngs on the basis of claim1 of the auxiliary
request.

The relative term"lower” in claim1l indicating the
chain length of the alkyl and al koxy groups of the
substituents R, and R, needs to be examned as to its
suitability for clearly defining the subject-matter for
whi ch protection is sought as required by Article 84
EPC, second sentence (see decision T 337/95, Q) EPO
1996, 628).

The reflux tenperature in claiml appears to refer to
the boiling point of the solvent present in the clained
preparation process (cf. page 11, paragraph 2 of the
application as filed). The question therefore arises
whet her or not to include the presence of a solvent in
claim1.

The anmendnent nade to the description on page 9,
line 10 before the Exam ning Division should al so be
reviewed to establish whether or not it has a proper
basis in the application as filed.

When assessing the inventive step of the subject-matter
of claiml1l with respect to the fresh feature of
mai ntaining a reaction tenperature of from20°C to
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reflux, particular attention should be drawn to the
docunents cited as footnotes in the general text book
(B). The remttal of the present case to the Exam ning
Di vi sion ensures that the Appellant is given the
opportunity to present any conment on any possible
fresh objection or docunent which m ght becone rel evant
as a consequence of that amendnent, if he so wishes, in
conformty with his right to be heard pursuant to
Article 113(1) EPC

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance for further
prosecution on the basis of claiml1 of the first
auxiliary request filed during the oral proceedings.

The Regi strar: The Chai r man:

E. Gorgnmuaier A. Nuss
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