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This appeal lies fromthe Opposition Division's

deci sion revoking under Article 102(1) EPC the patent
EP- A-0 304 297 on the grounds that the then pending
claim1l was not newin view of the subject-matter

di scl osed in docunent

(2) JP-A-61-91657 (English translation)

submtted, inter alia, together w th docunent

(3) EP-A-0 251 042.

An appeal was | odged agai nst this decision by the
Appel I ant (Patent Proprietor) who filed a main and an
auxiliary request during oral proceedi ngs which took
pl ace before the Board of Appeal on 9 Decenber 1999.

Claim1 for all designated contracting states of the
mai n request read as foll ows:

"A col our phot ographic el enent conpri sing:

a reflective support,
a yell owdye-image formng silver halide enul sion
| ayer having its principal sensitivity in the blue
regi on of the spectrum
a magent a-dye-image form ng silver halide emul sion
| ayer having its principal sensitivity in the green
regi on of the spectrum
a cyan-dye-image-formng silver halide emul sion |ayer
having its principal sensitivity in the red region of
the spectrum

characterized in that:
the enul sion | ayers are silver chloride enul sion
| ayers,

at | east one of the nmagenta-dye-image form ng
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silver halide ermulsion | ayer and the cyan-dye-i nage
formng emul sion layer is a silver chloride enul sion
| ayer having a secondary sensitivity in the region of
the spectrum where the other of the layers has its
principal sensitivity, and

there is a speed separation between the two
enmul sion layers in the region of commpn sensitivity
of between 0.85 and 2.0 log E, such that inages
formed in the high density shadow regi on of said at
| east one dye-inmage formng | ayer have detail."

The subject-matter of Caiml1l of the auxiliary
request differs fromthat of the main request in that
the lower Iimt "0.85" of the speed separation was
repl aced by "1.3" and that the passage "such that

i mages forned in the high density shadow regi on of
said at | east one dye-inmage formng |ayer have
detail" has been del et ed.

The Appellant submtted that the clainmed subject-
matter was neither anticipated nor rendered obvious
by the citations and requested that the decision
under appeal be set aside and that the patent be
mai ntai ned in amended formon the basis of the main
request or of the auxiliary request.

The Respondent, who was not represented at the oral
proceedi ngs before the Board as indicated in his
letter of 1 Decenber 1999, requested that the appeal
be dism ssed. He argued in witing that the subject-
matter of the patent in suit did not neet the

requi renents of Articles 52(1), 54(1),(2) and 56 EPC.

At the end of the oral proceedings, the Chairnman
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announced t he deci sion of the Board.

for the Deci sion

Mai n request

Articles 123 and 84 EPC

Claim1l1l of the main request differs, apart from
editorial amendnents, in essence fromC aim®6 of the
application as originally filed by the incorporation
of the expressions "reflective", "having its
principal sensitivity", "having a secondary
sensitivity", by the replacenent of "silver

hal ogeni de" by "silver chloride"” where appropriate
and by the addition of the passage "there is a speed
separati on between the two emul sion layers in the
regi on of common sensitivity of between 0.85 and

2.0 log E, such that imges formed in the high
density shadow region of said at | east one dye-inage
form ng | ayer have detail".

The amendnent "reflective"” is supported by the
original Cdaim1l filed for BE, DK, FR and GB and by
t he expression "paper prints for view ng by
reflection” on original page 6, line 34 of the
application as filed.

The anmendnments "having its principal sensitivity",
"silver chloride", "there is a speed separation
between the two emul sion |ayers in the region of
common sensitivity of between 0.85 and 2.0 log E" are
supported by the application as originally filed (see
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page 4, lines 1 to 9, page 5, line 21, and exanples 1
and 2, page 3, lines 16 to 18, respectively), as is
the addition of "such that inmages formed in the high
density shadow region of said at | east one dye-inage
formng | ayer have detail"” (see page 4, lines 1 to 9,
page 5, line 21, page 3, lines 6 to 16,

respectively).

The amendnents do not extend beyond the contents of
the application as originally filed.

Therefore, the subject-matter of Caim1l satisfies
the requirenments of Article 123 EPC.

However, the passage introduced by "such that.." is
anbi guous as it seens to inply that particul ar
conditions have to be respected or particular
measures have to be taken for obtaining i mages having
detail w thout, however, specifying these conditions
or neasures. The Appellant submtted during oral
proceedi ngs that all the enbodi ments of the subject-
matter of Claim 1l having the physical technical
features as defined woul d produce i mages havi ng
detail when fornmed in the high density shadow region
of at | east one dye-image formng layer. This would
nmean that, hence, this effect is necessarily obtained
by the said physical technical features;

consequently, the functionally defined feature
relating to a layer "having detail" would not be

di stingui shing and, therefore, it would be redundant.

It follows that Caim1 as anended is neither clear
nor conci se, and, hence, does not conply with the
requi renents of Article 84 EPC, so that the set of
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Clainms 1 to 8 of the main request is not adm ssible.

Auxi | iary request

Articles 123 and 84 EPC

The amendnment directed to "1.3" as the lower limt of
t he speed separation is based on original page 3,
line 17. The Board is satisfied that all the other
anendnents are al so supported by the application as
filed (see above No. 1.1.1). Caim1l does no |onger
contain the passage introduced by "such that".

Therefore, no objections are to be raised under
Articles 123 and 84 EPC.

Novel ty

Article 54(3) EPC

Docunent (3), which is state of the art according to
Article 54(3) EPC, discloses a col our photographic
recording material having blue, red and green
sensitive |ayers conprising each the respective
conpl enmentary dye coupl ers whereby a red sensitivity
is produced in the green sensitive layer and in the
bl ue sensitive layer. The exanples refer to a col our
negative filmconposite having an antihalo | ayer.

The feature referring to speed separati on of between
1.3 and 2.0 log Ein the region of conmon sensitivity

is mssing in docunent (3).

The Board is satisfied that CQaim1 for all the
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designated contracting States is not anticipated by
docunent (3) which was not contested during the
appeal procedure.

Article 54(1),(2) EPC

Wher eas docunent (2) refers generically to silver
halide | ayers (e.g. the paragraph bridgi ng pages 8
and 9) all the exanples of document (2) disclose
silver chl orobrom de or iodobrom de |ayers. The
subject-matter of Caim1 of the enulsion |ayers of
the patent in suit which only allows for silver
chloride ermulsion layers differs from docunment (2)
and all the other cited docunents in that it gives
t he speed separation between the two emul sion |ayers
of common sensitivity which is mssing fromthe
citations.

Therefore the subject-matter of Claim1l is novel
(Articles 52(1), 54(1),(2) EPC.

I nventive step (Article 56 EPC)

The goal of the patent in suit was to extend the
exposure | atitude of col our positive photographic
materials in order to provide good reproduction of
detail in the high-density regions of print material
(page 2, lines 25 to 27).

The probl em of good col our reproducibility, good tone
in a high density region and excell ent reproduction
of shade in a high density region was al so addressed
i n docunent (2)(paragraph bridging pages 8 and 9)

whi ch the Board takes as a starting point for
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eval uating inventive step.

According to docunent (2) at |east one dye, "which
provi des a hue taking substantially no part in the
formati on of a colour hue of a specific inmage, is
added to provide gradation to the specific imge
region in which at |east one of said i magi ng dyes has
an i mage density over the definite value between 1.2
to 2.5" (page 9, lines 10 to 17). The addition of the
conpl enentary col ours appears to be very effective
because the "gradation-vani shi ng phenonmenon” can be
elimnated without inpairing the chroma (page 10,
lines 15 to 19). Above a density of 1.2 to 2.5, i.e.
inthe md to high density region, additional
colouration is provided. As a possible silver halide
for use in the photographic enul sion | ayers concerned
al so silver chloride is nentioned (page 26, lines 7
to 11).

The patent in suit conprises conparative exanples.
The col our phot ographic material according to the

i nvention, which was additionally sensitized with

33 ng/ Ag nol e of the green sensitizing dye, devel oped
15 visible steps whereas the control materi al
produced only 11 visible steps without this
sensitization; nore than 15 visible steps could be
seen in the col our photographic material according to
the i nvention when the green exposure was i ncreased;
all steps above Dmin were visible.

Docunent (2) does not disclose the nunber of visible
gradati on steps and speed separation val ues;
therefore a direct conparison between docunent (2)
and the patent in suit is not possible.
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The probl em underlying the patent in suit with
respect to docunent (2) is, therefore, to offer a
further photographic el enment having good reproduction
of detail in the high-density regions of print
material s.

The col our phot ographic material clainmed as sol ution
to the said technical problemrequires the follow ng
mandat ory features: the enulsion |ayers are silver
chl oride emul sion |ayers and the speed separation
between the two emul sion |ayers in the region of
common sensitivity is between 1.3 and 2.0 log E

In view of all the exanples of the patent in suit,
the Board is satisfied that the probl em underlying
the patent in suit has been solved by the clained
col our phot ographi c el enent.

The question remai ns whet her these col our
phot ogr aphi ¢ el enents involve an inventive step.

Wth respect to exanple 1 of docunent (2), the
Respondent submitted experinental data in his letters
dated 4 July 1994 and 19 May 1995: the speed
separation indicated by log E in the region of conmon
sensitivity, i.e. the green sensitive region, was
0.70 for sanple D (15 distinguishabl e gradation
steps), 0.82 for sanple C (17 distinguishable
gradation steps) and 1.30 for sanple B (15

di stingui shabl e gradation steps); the Appell ant
accepted these results; the inmage quality indicated
on page 57 of docunent (2) was described as foll ows:
for sanple C the chroma was high and the shade was
clearly distinguishable, whereas for sanple B the



2.2.3.8

2.2.3.9

0614. D

-9 - T 0465/ 96

chroma was high and the shade difficult to
di stinguish, and for sanple D, the chroma | ow and the
shade cl ear.

Wi | e docunent (2) suggests as one of several
possibilities to use silver chloride in the emul sion
| ayers, it is silent on the speed separation between
two layers in the region of common sensitivity.

In all the sanples A to D of exanple 1 of docunent
(2) silver chlorobrom de has been used; the skilled
person is aware that the replacenent of chlorobrom de
by chloride has an inpact on the colouring effect. In
particular, a loss of red detail has to be accepted,
since there is no native blue sensitivity to devel op
whereas the silver chlorobrom des of sanples Ato D
of exanple 1 of document (2) are naturally blue
sensitive.

The conpensation of the loss in red detail is
acconplished by false sensitization i.e. by adding to
a light sensitive enul sion, which has a princi pal
sensitivity in one region of the spectrum a limted
anount of sensitization in a second region of the
spectrum in which another emulsion layer in the

el ement has its principal sensitivity.

Two declarations 1 and 1A, bearing the reference
docket 53047PAb, both signed 4 Novenber 1999 were
filed with the letter dated 8 Novenber 1999; the
sanpl es 102 and 103 having a red-green speed
separation of 1.73 and 1.48 |log E, respectively, have
nore vi si bl e distinguishable gradation steps than the
conparative sanples 106 and 107, which illustrate the
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state of the art represented by docunent (2) and have
a red-green speed separation of 0.82 and 0.78 log E
respectively (declaration 1, table 2 and page 7,
lines 2 to 7); the sanples 202 and 203 having a red-
green speed separation of 1.76 and 1.49 log E
respectively, have nore visible distinguishable
gradation steps than conparative sanple 206 which
illustrates the state of the art represented by
docunent (2) and has a red-green separation of

0.82 log E (declaration 1A, table 2A and page 7,
lines 14 to 17)

Thus, it has been proved that the photographic
material according to Caim1l having silver chloride
enul sions and operating in a speed separation area of
1.3 to 2.0 log E records inproved detail in the high
density (shadow) region of the imges.

Therefore, the speed separation of 1.3 to 2.0 log E
is an essential feature of the invention.

The skilled person could derive fromdocunent (2) the
principle of false sensitization and try the
replacenent of the silver chlorobrom de by silver
chloride. However, he could not have derived the

rel evance of the speed separation between the two

| ayers in the conmmon region of sensitization nor the
critical range of 1.3 and 2.0 log E which reflects
the extent to which sensitization should take place
when silver chloride is used.

For these reasons, the Board concl udes that the
subject-matter of Claim1l involves an inventive step
and, therefore, neets the requirenents of
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Articles 52(1), 56 EPC.

2.2.3.11 Clains 2 to 8 are dependent on Claim1 and derive
their patentability fromthat latter claim

O der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.
2. The case is remtted to the first instance with the
order to maintain the patent in anmended formon the

basis of the foll ow ng docunents:

Clains 1 to 8 of the auxiliary request filed during
the oral proceedings;

Description to be adapt ed.

The Regi strar: The Chai r man:

G Rauh P. Krasa
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