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Summary of Facts and Subm ssi ons

1983.D

The appeal is against the decision of the opposition
di vi si on revoki ng European patent No. 343 387 upon
opposition filed by M Heinz Kauke.

The deci si on under appeal was based on the set of
19 clains as granted. Caim1l reads as foll ows:

"A solid phase assay system wherein a macronolecule is
i mobilized in the solid phase on a surface of
chromat ogr aphi ¢ substrate, characterized by enpl oying
as said solid phase a hydrophilic, porous positive
charge nodified m croporous nenbrane conprising an
organi c m croporous nenbrane having a charge nodi fying
anount of a cationic charge nodifying agent bonded to
substantially all of the wetted surfaces of said

menbr ane, which is a reaction product of a pol yam ne
wi th epichlorohydrin, the reaction product having:

(i) tertiary am ne or quaternary amoni um groups, and
(ii) epoxide groups along a pol yam ne chain, the
epoxi de groups capable of bonding to the

menbr ane. "

The foll ow ng docunents, inter alia, were relied upon
i n the decision:

(A) Gershoni et al., Analytical Biochemstry 124, 396-
405 (1982)

(T) US trademark application papers, Serial No. 406431
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The opposition division held that it had no legitimte
doubt concerning the real identity of the opponent.
Furthernore, it was found that docunent (T) was proof
that the subject-nmatter of at |east independent claiml
of the patent in suit |acked novelty in view of
docunent (A).

In his statenent of grounds of appeal, the appell ant
mai nt ai ned his objection against the adm ssibility of
t he oppposition on the ground that there was serious
doubt about the true identity of the opponent.

The follow ng new affidavits were submtted to the

ef fect that docunent (T) should not be used as evidence
t hat the nmenbrane known under the tradenane Zetabind
was nmade available to the public before the priority
date of the patent in suit:

(D) Affidavit of David E. Dougherty dated 8 May 1996

(F1) Supplemental Affidavit of Mchael E Zall dated
26 August 1996

(G Affidavit of Jonathan M GCershoni dated
15 Sept enber 1996

(M Affidavit of Rosalie MIlone dated 9 Septenber 1998

It was argued that the first use of Zetabind nentioned
i n docunent (T) consisted in a single shipnent nmade by
AMF/ Cuno to Prof. Gershoni under the pl edge of
confidentiality. The public therefore could not have
known that the nmenbrane di scl osed under the trademark
Zet abi nd had the specifications as stipulated in
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claim1 of the patent in suit.

The respondent refuted the appellant's suspicion
concerning the use of a "straw man". In particular, it
was poi nted out that the appellant had not provided any
facts or evidence in support of his allegation that the
opponent was not the person responsible for filing the
opposi tion.

Concerning novelty, it was agai n enphasi zed that the
trademark regi stration (docunent T) was cl ear evidence
that Zetabind was in the public domain, as it was used
and sold in conmerce before the priority date of the
patent in suit. Copies of letters and interoffice
correspondence were filed to prove that Cuno provided
the information on the invention freely and with no

| egal ties to several conpanies:

(Bl1) to (B10) AM-/ Cuno, Letters and Interoffice
correspondence

At the oral proceedings held on 27 July 1999, the
appel | ant subm tted anended clainms as the basis for an
auxiliary request. The new set of 15 clains
corresponded to the clains of the patent in suit, the
di fference being that clains 12 to 15 of the patent in
suit had been deleted and the remaining clains
renunbered accordingly. The deleted claim 12 was
directed to products as such, as alternatives to the
products according to claiml1l, with clains 13 to 15
bei ng dependent thereon.

At the end of the oral proceedings, the parties’
requests were as follows:
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- The appel | ant (patentee) requested that the
deci si on under appeal be set aside and the patent
be mai ntained as granted or, auxiliarily,
according to clains 1 to 15 submtted during the
oral proceedi ngs before the Board of Appeal and a
description to be adapted.

- The respondent (opponent) requested that the
appeal be di sm ssed.

Reasons for the Deci sion

1

1983.D

Adm ssibility of the opposition

Wt hout the existence of an adm ssi bl e opposition, the
EPO i n general and the boards of appeal in particular
have no conpetence to decide upon the fate of a granted
Eur opean patent.

In his statenment of the grounds of appeal, the
appel l ant has argued that the opposition should not be
adm ssi bl e because there were serious doubts about the
real identity of the opponent. However, in decision

G 4/97, Q) 1999, 270, the Enlarged Board of Appeal held
that an opposition is not inadm ssible purely because
t he person naned as opponent according to Rule 55(a)
EPC is acting on behalf of a third party. It would be
rul ed i nadm ssible if the involvenent of the opponent
Is to be regarded as circunventing the | aw by abuse of
process. In such a case, the burden of proof is borne
by the person alleging that the opposition is

i nadm ssi bl e (see Headnote points 1(a), 1(b) and 2).
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The appel | ant had been nade aware of that decision by a
comruni cation of the Board in the appeal case involving
the parent application (T 459/96) which was dealt with
on the sane day as the present case. In said

comuni cation, the Board drew the parties' attention to
deci sion G 4/97 of the Enlarged Board of Appea
addressing the question of admi ssibility of an
opposition filed by a straw man. The parties were
invited to submt evidence pertaining to this
particul ar aspect of the appeal. The appell ant,

however, expressly declared at the beginning of the
oral proceedings that he did not wsh to make further
subm ssions concerning the adm ssibility of the
opposition. At the end of said proceedings, he did not
maintain his request to this effect.

It follows that the appellant has not advanced
argunents, |let alone clear evidence, that the | aw has
been circunvented in the present case by an abuse of
process. Therefore, irrespective of whether M Kauke
has acted on his own behalf or on behalf of a third
party, the Board holds that, for the reasons set out in
deci sion G 4/97, the opposition is adm ssible.

Mai n request

Novel ty

Docunent (A) relates to the use of a positively charged
nyl on menbrane as an i mobilizing matrix for the

el ectrophoretic transfer of proteins froma

pol yacryl am de gel. The nmenbrane is referred to as
"Zeta-bind, a gift fromAM-, Specialty Materials

G oup/ Cuno Division" (see Summary and page 396, right-
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hand col umm, | ast paragraph). It is undisputed that
docunent (A) explicitly discloses all the technica
features as stipulated in claim1l of the patent in suit
except the exact nature of the filter nenbrane to be
used. The question therefore arises as to whether the
structural features by which this nenbrane is defined
inclaiml are inplicitly disclosed therein by the
nmentioni ng of Zeta-bi nd.

As is shown in docunent (T), the trademark Zetabind has
been applied by AMF Incorporated for "Nyl on charge

nodi fied i mobilizing matrices for use in

el ectrophoresi s" before the United States Patent and
Trademark O fice (USPTO . According to a statenent

i ncluded in said docunent, dated 14 Decenber 1982,
signed and sworn by D. E. Dougherty, this trademark was
first used in interstate cormerce at | east as early as
13 October 1982 (see (T): "The trademark was first used
at least as early as October 13, 1982; was first used

in interstate commerce at |l east as early as Cctober 13,

1982; and is now in use in such commerce").

The appel |l ant has asserted that the only shipnment of
Zet abind, to serve as proof of commerce for the purpose
of trademark application, was to Prof. Gershoni under
the pl edge of secrecy. During the oral proceedings, the
appel lant relied on statenents in various affidavits
for support of this allegation and rejected AMF/ Cuno

|l etters and interoffice correspondence as proof to the
contrary.

According to the appellant, the AMF/ Cuno papers nerely
reflect the conpany's effort to market the new product.
However, all these prelimnary contacts were to be
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treated as confidential. Even when a purchase of

Zet abi nd by MAM was announced in (B7), there is no
further evidence that the transaction was indeed nade
or that such transaction was nmade w t hout the seal of
confidentiality.

The appel | ant has pointed out that, in paragraphs 10
and 11 of (D), M Dougherty not only confirns "that it
was the policy of AMF and CUNO not to sell or publish
information until a patent application was on file" but
further reasons why "AMF di d not have a product
avai l abl e for commercial sale under the mark "ZETABI ND'
bef ore Septenber 1983". This is consistent with the
affidavit by Rosalie M| one (see docunent (M, in
particul ar paragraph 8) as well as with Prof.
Gershoni's declarations, both in witing (docunent (Q)
and at the oral proceedings.

The Board concurs with the appellant in that docunents
(Bl) to (B10) do not unanbi guously disclose that a sale
has taken place wi thout the seal of secrecy. Wthout
evidence to the contrary, it can also accept that the
cited affidavits were witten in good faith and that
the comercial sale of a product under the trademark
"Zet abi nd" had not been | aunched before Septenber 1983
on a broad basis. However, these affidavits cannot be
taken to categorically exclude the possibility that a
previ ous sale m ght have been nade w thout the

know edge of the signers.

The Board has no doubt that the person nost

know edgeable in this matter is M Zall. As is
succinctly put by M Dougherty, signer of the sworn
statenent in docunent (T), M Zall "had i nmedi ate and
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direct responsibility for the trademark involved" (see
docunent (D), paragraph 6). However, the latter's
statenent to this effect is at best anbiguous. Thus, in
his nore recent affidavit, docunent (Fl), paragraph 6,
it is said that:

"I can therefore say unequivocally, that the

October 13, 1982 interstate use date referred to in the
trademark application that was filed on Septenber 27,
1983 was either (a) a typographical error, i.e. the
true date was after the priority date of February 7,
1983 but before the trademark filing date of Septenber
27, 1983 or (b) was the date of an isolated sale nmade
for obtaining trademark protection”.

Assunption (a) appears to be of no use since it is

i ncorrect. Indeed, an exam nation of docunent (T) shows
that the correct filing date of the trademark
application is without any doubt 17 Decenber 1982 while
27 Septenber 1983 is the date on which a brochure used
as pronotional material for Zetabind was submtted to
the USPTO (see docunent (T), cover page, Trademark
Principle Register, Reg. No. 1,272,513 and letter
signed by M E. Zall bearing the date Septenber 27,
1983).

Assunption (b) appears to acknow edge that an isol ated
sal e had been nade before the priority date, w thout
providing firmproof that the nentioned sal e was nade
under the seal of confidentiality.

In the Board's judgenent, therefore, M Zall's
statenents do not constitute clear evidence that the
swor n statenent nmade before the USPTO was i naccur at e.
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Docunents (D) and (M are not in contradiction with
docunent (F1), nor can they prove the inaccuracy of
said sworn statement. Thus, the Board holds that a bona
fide business transaction had taken place before the
priority date of the patent in suit.

Even though a brochure advertising the properties of

t he nenbrane was not available at that tine, the exact
nature of the Zetabind nenbrane was nmade known to the
public by this sale. This is in agreenent with EPO case
|l aw as | aid down in decision G 1/92, QJ 1993, 277, of
the Enl arged Board of Appeal (see Headnote of the

deci sion: "the chem cal conposition of a product is
state of the art when the product as such is avail able
to the public and can be anal ysed and reproduced by the
skill ed person, irrespective of whether or not
particul ar reasons can be identified for analysing the

conposition").

Furthernore, it is not in dispute that the conposition
of the Zetabind nenbrane is covered by the definition
of the nenbrane according to claiml1 of the patent in

suit.

A skilled person, having know edge of the conposition
of the nmenbrane Zetabind, would thus have been in a
position to reproduce the teaching of docunent (A) and
thereby arrive at the subject-matter of present
claim1l. As a consequence, the subject-matter of said
claimlacks novelty with regard to docunent (A).

Auxi liary request

Caim1l of the anended set of clains according to the
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auxiliary request is the sane as claim1 of the main
request. The above findings therefore apply nutatis
mut andis to the present request.

O der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar The Chairman

S. Hue R Spangenberg
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