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Summary of Facts and Subm ssi ons

1242.D

The mention of the grant of European patent

No. 0 217 598, on the basis of two sets of clains, a
first set (Clains 1 to 10) for the Contracting States
BE, DE, FR, GB, IT, NL and a second set (Clains 1 to
10) for the Contracting States AT, CH, LI, LU, SE, in
respect of European patent application

No. 86 307 186.6, filed on 18 Septenber 1986 and
claimng a US priority of 26 Septenber 1985 (US 780159)
was announced on 22 Decenber 1993 (Bulletin 93/51).
Caim1l of the first set reads as foll ows:

"An orientated, heat-sealable polyner filmlam nate
conpri si ng:

(a) a polypropylene core |ayer, and

(b) a flane-treated first heat-seal abl e surface | ayer
for receiving a water-based coating provided on
one surface of the core layer (a), the first
surface | ayer being forned froma pol yner sel ected
from an et hyl ene-propyl ene-butene-1 terpol yner, an
et hyl ene- propyl ene random copol yner and a bl end
t hereof, said polynmer being conpounded with an
anti - bl ocki ng agent but not being conpounded with

silicone oil;

(c) a second surface |ayer on the other surface of
core layer (a) and fornmed froma pol yner sel ected
from an ethyl ene-propyl ene-butene-1 terpol yner, an
et hyl ene- propyl ene random copol yner and a bl end

t hereof , said pol ymer being conpounded with an
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anti-bl ocking agent and a silicone oil such that a
coefficient of friction-reducing anount of
silicone oil is present on the exposed surface of
| ayer (b) as well as the exposed surface of |ayer
(c) follow ng nutual contact of said surfaces.”
Clainms 2 to 10 are dependent clains directed to
el aborations of the |am nate according to Caiml.

The clains of the second set differ fromthose of the
first set only in that the words "flanme-treated" are

omtted fromfeature (b) of Caiml.

Notice of Opposition was filed on 21 Septenber 1994 on
the sole ground of Article 100(b) EPC in conbination
with Articles 83 and 84 EPC, that the subject-matter
established by the text of the description and the
wor di ng of the clainms was not disclosed in a manner
sufficiently clear and conplete for it to be carried

out by a person skilled in the art.

By a decision which was given at the end of oral
proceedi ngs held on 6 Decenber 1995 and issued in
writing on 20 March 1996, the Opposition D vision

rejected the opposition.
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According to the decision, whilst the | am nates as
defined in the clainms were not expressly devoid of
fatty acid am des, contrary to what was specified in

t he description, any skilled worker, producing a

| am nate restricted to the features of aim1 would
arrive at the invention. In particular, it had not been
di sputed that Exanple 3, the lam nate of which was
clearly devoid of fatty acid am des, was reproduci bl e,
and that it consequently achieved the requirenents
targeted. Mreover, the fact that the presence of fatty
acid am de could prevent the resulting | am nate from
bei ng susceptible to receiving a water-based coating
meant that such | am nates were not within the scope of
Caim1l. Any reasoning which ignored the above facts,
and concl uded that the latter |am nates, which had to
fail, nevertheless fell within the scope of the
invention, was itself contradictory. It was concl uded
that the requirenents of Articles 100(b) and 83 EPC
were fulfilled by daim1l of both sets of clains.

On 17 May 1996, a Notice of Appeal against the above
decision was filed, together with paynent of the

prescribed fee.

In the Statenent of G ounds of Appeal filed on 26 July
1996, as well as at oral proceedings held before the
Board on 6 May 1998, the Appellant (Qpponent) argued in

subst ance as foll ows:

(a) According to Article 83 EPC, an invention is in
principle sufficiently disclosed when the
invention is clearly and sufficiently disclosed in

the application as a whole. In finding that the

1242.D Y A
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invention was sufficiently disclosed in the

cl ai ms, however, the decision under appeal had
failed to address the question of what the
invention in fact was, and in particular which
invention was disclosed in the application as a
whol e and which in the cl ains.

(b) The omssion, fromCaim1l, of the feature that
the filnms according to the patent in suit had to
be free of fatty acid am des ("am des"), which was
admttedly essential for realising the effect of
havi ng good receptivity for water-based coati ngs,
and was an integral part of the object of the
patent in suit, neant that the subject-matter of
Claim1 was not realisable over the whole scope of
the claim The principle that the protection
provi ded should reflect the contribution made to
the art had thus been contravened. Consequently,

t he disclosure was not sufficient, in the sense of
Article 100(b) and 83 EPC, to support such a

claim

(c) Wiilst such a deficiency would normally have been
dealt with pre-grant, possibly by neans of an
obj ection under Article 84 EPC, this had not been
done in the present case, and redress had
t heref ore been sought by nmeans of an objection
under Article 83 EPC in the course of opposition.
The fact that the opposition had not been found
i nadm ssible was itself an indication that the
obj ection was not exclusively relevant to
Article 84 EPC, but could properly be considered

under the provisions of Article 83 EPC. It was in

1242.D Y A
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any case appropriate that a mechani sm be provi ded
for the patent to be contested post-grant for such
a fundanmental deficiency.

(d) It had in this connection been confirnmed by
technical staff of the Appellant's firmthat the
presence of a certain anount of such am des woul d,
in practice, reduce the hydrophilicity and thus
interfere with the receptivity to water-based
conpositions of the resulting fil ns.

The Respondent (Patentee) argued, in subm ssions filed
on 9 April 1997 and 3 April 1998 and at the oral
proceedi ngs held on 6 May 1998, essentially as foll ows:

(a) A closer reading of the passage of description
concerning the am des, relied upon by the
Appel  ant, showed that there was no requirenment
for an absol ute absence of this ingredient.
Consequently, it was not necessary for Claiml to
recite such absence.

(b) Quite apart fromthis, the reasoning given by the
Appel l ant did not support an attack under
Article 100(b) or 83 EPC, but only one under
Article 84 EPC, which was not a ground of
opposition. Even an objection under Article 84 EPC

was not justified, however.
Wth the subm ssion received on 3 April 1998, the
Respondent referred to two docunents cited in the

description of the patent in suit:

Dl: US-A-4 419 411; and

1242.D Y A
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D2: US-A-4 343 852.

The Respondent al so indicated an anendnent as the basis
of an auxiliary request which consisted in the
insertion of the words "substantially free of

[ ubricants" after "layer" on page 11, line 49 of the
patent in suit.

\Y/ The Appel |l ant requested that the decision under appeal

be set aside and the patent be revoked in its entirety.

The Respondent request ed:

(1) as main request, that the appeal be dism ssed and
t he patent be maintained as granted; and

(1i) as auxiliary request, to maintain the patent on

the basis of the anendnent set out in his letter
of 3 April 1998.

Reasons for the Decision

1. The appeal is adm ssible.

2. Late-filed documents

The disclosures of D1 and D2 were referred to by the
Respondent in reply to argunents raised by the
Appel | ant. These docunents are referred to in a passage
of the patent in suit crucial to the case under
consideration and are thus potentially highly rel evant

1242.D Y
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to the outcone of the appeal. No objection to the
introduction of this matter into the proceedi ngs was
rai sed by the Appellant. Consequently, the content of
D1 and D2 was taken into consideration in the appeal
pr oceedi ngs.

Sufficiency

The sole issue to be decided in this appeal is whether
t he deci sion under appeal was right to find that the
di scl osure of the patent in suit nmet the requirenents
of Articles 100(b) and 83 EPC

The patent in suit is concerned with providing a heat
seal abl e polyner filmlam nate possessing a | ow
coefficient of friction, good receptivity for water-
based coatings and good optical clarity (page 3,

lines 6 to 8). The neans provided to achieve this aim
are set out in Claim1l (section |., above). It was not
di sputed that the disclosure of the only illustrative
exanpl e, Exanple 3, was reproducible, or that it would

lead to a filmwhich was free of any "am des".

Thus the Board has no doubt that the disclosure of the
patent in suit fulfils the requirenents of

Articles 100(b) and 83 EPC to the extent that at |east
one way (i.e. at |east one enbodinent) is clearly

i ndi cated enabling the skilled person to carry out the
invention (T 0292/85, QJ EPO 1989, 275).

The Board is, however, aware that it has been held by

anot her board, on the basis of the sane case |aw, that

t he disclosure of an invention is only sufficient if

1242.D
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the skilled person can reasonably expect that
substantially all enbodi nents of a clainmed invention
which this skilled person woul d envi sage on the basis
of the corresponding disclosure and the rel evant common
general know edge can be put into practice (T 0435/891,
Q) EPO 1995, 188; Reasons for the decision

point 2.2.2).

In the light of this latter, nore rigorous
interpretation of the rel evant provisions, the burden
of the Appellant's case is that the alleged discrepancy
bet ween the clains and description anpbunts to evi dence
of an enbodi nent which is inoperable, since the
presence of amdes in the filnms, whilst permtted by
Caim1l1, would, in the light of the content of the

rel evant passage in the description, be expected to
prevent the filnms from being receptive to water-based
coatings, and hence fromfulfilling the stated object.

The rel evant passage, which is at page 3, lines 27 to

32 of the patent in suit, reads as foll ows:

"Unlike the prior art conposite filnms which may contain
a fatty acid am de such as erucam de, stearam de,
behenam de and ol eami de, to inpart lubricity or slip to
the films, e.g., the nmultilayer filns described in U S.
Pat ent Nos. 4, 343,852 and 4, 419, 411, supra, the filmof
this invention does not contain such an ingredient
since it usually interferes with the receptivity of the
filmsurface for, and the adhesion of, water-based inks
and wat er - based adhesi ves. Mreover, when concentrated
at the filmsurface, a fatty acid am de can appreciably

reduce the optical clarity of the film" (enphasis by

1242.D
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t he Board).

Cl oser exam nation of the above passage shows that
there is no explicit requirenent that fatty am des are
conpletely absent fromthe claimed film On the
contrary, the enphasis is rather that the fil m does not
contain "such an ingredient”. Since "such an
ingredient” is one which will inpart lubricity or slip
to the film the correct interpretation of this passage
is, in the Board' s view, that the filmdoes not contain
a fatty acid amde as a lubricity or slip inparting
agent, i.e. as a contributor to reducing coefficient of
friction (COF).

To contribute to reducing COF, however, it is not only
necessary that a COF reduci ng anount of such am de be
present sonewhere in the film but also that it be
avai l able on the surface of the film This is confirned
by the disclosure of D2, cited by the Respondent and
referred to in the passage relied upon, which rel ates
to a sonmewhat simlar nultilayer lamnate filmin which
the presence of such amdes is, however, nandatory.
According to D2, if a COF reducing anount of such an
amde is to be available at the surface of the film it
must be added at |east to the core layer, which is
general ly thicker than the surface |ayers, from which
it wll exude into and through the surface |ayers. If
the am de were solely in the skin layer, during
coextrusi on and subsequent heat exposure, equilibrium
tendenci es would force nost of the amde into the core
| ayer and insufficient am de would be available to
contribute to low COF." (colum 3, line 60 to colum 4,
line 3).

1242.D
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3.2.3 Consequently, it is evident that, according to the
passage relied upon by the Appellant, am des may be
present in the filnms, without being in a position to
reduce the COF or, therefore, the receptivity of the
films to water-based coatings. Such presence of am des
at least, therefore, does not inply any failure to
achi eve the stated object.

3.2.4 The general need to avoid the presence of amdes in a
way that could interfere with the achi evenent of the
object of the invention is furthernore reflected by the
requirenment in Caiml of the patent in suit that the
surface | ayer be one "for receiving a water-based
coating”. This is, in the Board' s view, a clear
functional requirement for such suitability which,
whi | st not excluding am des, only includes themto the
extent that they do not vitiate the receptivity of the
filmto water-based coatings.

3.2.5 Thus, on a fair reading of the relevant passages, the
al | eged di screpancy between the clains and description
does not exist, and the "invention" defined in the
clainms is therefore the sane as that described. There
is thus no lack of clarity or lack of support in the
sense of Article 84 EPC

1242.D Y
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Al t hough this finding neans that the prem se on which
the case of the Appellant was based nust fail, it

| eads, in the Board's view, to the further question of
the level at which the presence of am des would in fact
inevitably result in a filmwhich was no | onger
receptive to water-based coatings and therefore did not
fulfil the stated object. This question is relevant to
Article 100(b) and 83 EPC. It is furthernore an issue
whi ch would normally be decided in the |light of

rel evant experinental evidence. No such evidence was,
however, presented by the Appellant, who preferred
instead to rely on reported conversations with nenbers
of technical staff. According to the latter, a

t hreshol d concentrati on of am des mi ght be reached with
certain types of processing, in which scraps from ot her
films, containing am des, were incorporated, which
could affect the receptivity to water-based coatings.

Such reported conversations are, however, nere hearsay
evi dence, and as such carry little weight.

Even were this not the case, they add nothing to what
the patent in suit itself already teaches the skilled
person, nanely that such thresholds should not be

exceeded.

It nust be enphasised that it was up to the Appell ant
to show that the skilled person would not have been

able to do this, which he has clearly failed to do.
In summary, it has not been shown to the satisfaction

of the Board that there is a deficiency, in the patent
in suit, in the sense of Article 100(b) or 83 EPC, or

1242.D
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even in the sense of Article 84 EPC. The tenor of the

deci si on under appeal was therefore correct.

4. The Board therefore concludes that the Appellant's case
agai nst the Respondent's main request nust fail.
Consequently, it is not necessary further to consider
the auxiliary request of the Respondent.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

E. Girgnmaier C. CGérardin

1242.D Y



