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Summary of Facts and Subm ssi ons
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Eur opean patent No. 0 335 466 was opposed under
Article 100(c) EPC on the sole ground that the subject
matter of the European Patent extended beyond the
content of the application as filed (Article 123(2)
EPC) .

The Opposition Division held in its interlocutory

deci sion posted on 12 February 1996 that the subject
matter of claiml1l as granted (nmain request) extended
beyond the application as filed, but that the clains of
the first auxiliary request fulfilled the requirenents
of Article 123(2) EPC

The Appel l ants (patentees) | odged an appeal against the
i nterlocutory decision of the opposition division to
mai ntain the patent in anended form A statenent of
grounds was filed and, as an auxiliary request, ora
proceedi ngs were requested.

The Respondent replied to the appeal.

Oral proceedings were held before the Board of Appea
on 10 June 1999, at the end of which the requests were
as follows:

(i) The Appellants requested that the appeal ed
deci sion be set aside and the patent be naintai ned
on the basis of the clains as granted (main
request), or be maintained on the basis of
auxiliary request | or auxiliary request Il (the
words "a multiplicity of filaments” inline 3
being deleted) filed on 24 June 1996. As a third
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auxi liary request they requested to naintain the
patent in the form deened allowable in the
interlocutory decision of the Qpposition D vision.

I n addition, reinbursenent of the Appeal fee was
request ed.

(i1) The Respondents requested that the appeal be
di sm ssed.

Caim1l as granted reads as foll ows:

"1. A waxed dental cleaning floss conprising a coating
adhering thereon of mcrocrystalline wax, characterized
in that it conprises an Expanded PTFE having a nulti
filamentous nature of the interior, said floss having a
coefficient of friction of fromO0.08 to 0.25."

The Appel |l ants argued as foll ows:

Caim1l as granted which does not contain the limts
for the tensile strength and the polynmer matrix
strength is fully supported by the description as
originally filed. As indicated in the description,
conventional PTFE, e.g. as disclosed in D1, is not
suitable for use as a dental floss since it is too weak
and breaks. Therefore, the invention uses a nodified
PTFE cal | ed "Expanded PTFE" which is porous and
exhibits a high strength. These properties are attained
by uni-axial or bi-axial stretching coupled with
heating (cf. the A2 publication, page 3, lines 51 to
55). As set out in the patent application page 4,

lines 3/4, such "Expanded PTFEs" and the properties

t hereof are described in D2 US-A-3 953 566, D3
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US-A-4 096 227, D6 US-A-4 187 390 and D7 US-A-3 962 153
which are all "incorporated by reference"” to the
patent. Apart fromthe specific physical properties of
Expanded PTFE exclusively nentioned in the A2
publication on page 3, lines 56 to 58, which are,
however, regarded to be only a preferred enbodi nent of
the invention, the entire description makes no
reference to specific ranges for the tensile strength
and the matrix strength of "Expanded PTFE" to adhere
to. In a nore general way, the expert reader of the
application as filed is referred several tinmes to the
cross references D2, D3, D6, D7 describing in detai

t he nechani cal properties and the production route of

t he Expanded PTFE used in the invention. The skilled
person on reading the application would, therefore,
turn to these docunents which are incorporated by
reference, when he seeks nore detailed information
about the material used in the invention. Consequently,
alimtation of claim1 by including any ranges for the
tensile strength and the matrix strength are not
necessary since the broad wording of claim1 has a
basis in the application as filed. Myreover, a clear

di stinction has to be nade between "Expanded PTFE' and
"hi gh strength expanded PTFE'. Contrary to the

unr easoned opi nion of the Qpposition Division, the term
"Expanded PTFE" is held suitable to define a high
strength region of the spectrum of expanded PTFEs
produced according to the Gore patents. Besides, there
IS no basis or indication in the specification for
concl udi ng or inplying that Expanded PTFE having a
tensile strength bel ow 10,000 psi and a polymer matrix
strength | ower than 100,000 psi would not be suitable
for use as a dental floss, contrary to the fallacious
and unreasoned contention given in the interlocutory
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deci sion of the Opposition Division. Therefore, refund
of the appeal fee is justified.

VIIl. The Respondents argued as foll ows:

The patent at issue nakes reference to four other
docunents D2, D3, D6 and D7. However, the specification
as filed is enphatic and self-contained, i.e. capable
of being understood wi thout the reference to any ot her
docunent, in that it specifies either in claiml or in
the description, page 3, lines 57, 58 the tensile
strength and matrix tensile strength ranges necessary
to adhere to in order to solve the probl emunderlying
the patent at issue. Consequently, there is no need
what soever for a skilled person to turn to those
docunments in order to find a substitute value for the
tensile strength and the matrix tensile strength other
than those already nentioned in the patent. On the
contrary, resorting to these docunents woul d make the
case totally inconsistent, since they al so disclose
expanded PTFE products exhibiting tensile strength

val ues bel ow 5000 psi, thus corresponding to the
tensile strength of "conventional PTFE" which is,
however, found unsuitable for the intended purpose.

As to the term "Expanded PTFE" in conparison with
"expanded PTFE" or even "high strength expanded PTFE",
it is entirely wong to provide a significant technica
limtation of claimscope by neans of the use of a
capital letter at the beginning of a word.
Consequently, the anendnents to claim 1l contravene
Article 123(2) EPC

1600 Y A
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Reasons for the Deci sion
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The appeal is adm ssible.

Claiml as originally filed conprised the technica
feature

"having a tensile strength of at |east 68950 KPa and a
polynmeric matri x strength of at |east about 689600 KPa"
which is not contained in claim1l as granted. According
to the applicant (now appellant) these lower limts for
the tensile strength and the polyner matrix strength
were renoved since their values were considered to be
redundant because according to the description expanded
PTFE has inherently a tensile strength of at |east

68, 950 KPa and a polyner strength of at |east 689, 600
KPa (see letter of 29 COctober 1992, page 1, | ast

par agr aph).

According to the established case | aw of the Boards of
Appeal, the deletion of a technical feature froma
claimmy be permi ssible in circunstances where its
renoval serves to avoid a contradiction within the
claimor to resolve an inconsistency. The renoval of a
technical feature may also be allowed if the skilled
person woul d directly and unanbi guously recogni se that
this feature is not identified as essential to the
functioning of the invention in the [ight of the
technical problemit serves to solve.

However, the deletion of a technical feature froma
claimis not perm ssible under Article 123(2) EPC where
a skilled person would understand the application as
filed as seeking protection for a particul ar
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conmbi nation of features. In the present case, the
skilled person is aware on reading the origina

di sclosure that the mnimumlimts of 10 000 psi (68950
KPa) for the tensile strength and of 100 000 psi

(689 500 KPa) for the polymer matrix strength of the
Expanded PTFE specifically nentioned in claim1 as
filed and in the description, page 3, lines 57/58 of
the A2 publication are critical to the functioning of
the invention, since according to page 2, lines 53/54
of the description, "the tensile strength of Expanded
PTFE described below is quite satisfactory for
pressures associated with flossing”". By the wording
"descri bed bel ow', the expert reader |ooking for nore
detailed informati on about the technical properties of
Expanded PTFE is referred to the description page 3,
lines 57/58 and to claim1 which explicitly specify the
tensile strength and polynmer matrix strength of
Expanded PTFE used in application. Hence, both claiml
as filed and the passages on pages 2 and 3 reflect the
necessity to adhere to a mninumtensile strength and a
m ni mum pol ynmer matrix strength in order to provide an
Expanded PTFE which is suitable for the particul ar use
as a dental floss. Thus, contrary to the position of
the appellants, there is no indication whatsoever in
the application as filed that these m ni num val ues are
of m nor inportance or even could be dispensed with, or
that they nerely represent a preferred enbodi nent of
the invention. On the contrary, the mninmnumlimts for
t he nechani cal properties of Expanded PTFE featuring in
claiml1l confirmthat they have to be regarded as being
one of the key features of the invention rather than
being nerely a preferred enbodi nent or even optional.

The Appel l ants have drawn attention inter alia to
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page 3, lines 5, 6, 23, 27 to 29, 46, page 4, lines 1
to 5 which all relate to "Expanded PTFE" wi t hout
specifying its properties. In particular, they refer to
t he passage on page 3, line 51 to 55 and page 4,

lines 8, 9 stating that

"such porous, high strength PTFE having such properties
(as expl ained in US- A 3953566, enphasis added) is also
specifically referred to herein as "Expanded PTFE""

and

"such Expanded PTFEs are used in the present invention,
especi ally those having the properties described in the
above '566, '227, '390 and ' 153 patents".

Based on these citations, it is contended that the
expert reader would be imediately led to turn to the
above nentioned docunents in order to find out which
kind of material has to be used as a dental floss in
the di sputed patent. The teaching fromthese docunents,
in particular docunent D2, is said to be that the
material used in the patent at issue is a porous high
expanded PTFE exhi biting the nmechani cal properties
given e.g. in D2, fromwhere it is also apparent (see
D2, columm 4, lines 29 to 38), that a material, having
a mximumtensile strength of 10,000 psi or above and a
pol ymer matrix strength of 100 000 psi or above is only
a preferred enbodi nent which may be produced under
optim zed conditions and to the use of which the
subject matter of the patent in suit is not |imted.

The application docunents do, however, not support this
view. The application as originally filed is consistent
initself. In order to solve the probl em of breakage
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and gi ngi val bl eeding, the patent application proposes
a fl oss made of porous high strength Expanded PTFE
which is satisfactory for pressures associated with
flossing and which is coated with mcrocrystalline wax.
The mninmumlimts for the tensile strength and the
polyneric matri x of Expanded PTFE which are consi dered
to be necessary for carrying out the invention are also
mentioned in the application. Al though there are
various references to other docunents Dl to D4,

descri bing the process for producing high strength
expanded PTFE and how particul ar properties such
porosity and strength of such PTFE nmay be attai ned,
there is actually no need for the expert reader to
resort to these docunents for further technica

i nformati on because the application is internally
consistent, i.e. capable of being understood w thout
any ot her docunment. There is also no inconsistency with
any of the docunent D2, D3, D6 or D7 since all of them
confirmthat materials are avail able which match the
desired nechani cal properties of Expanded PTFE
mentioned in the application.

The Appellant further pointed to the fact that
docunents D2, D3, D6 and D7 are all "incorporated by
reference” and thus could give support for technica
feature not disclosed in the original specification. In
this context they referred to decisions T 196/92,

T 952/93, T 689/90 and T 6/ 84.

The common denom nator of all these decisions can be
sunmmari zed in that technical features nentioned in a
cross reference can be exceptionally incorporated in a
claimif the description | eaves no doubt to the skilled
reader that:
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(a) protection is or may be sought for such features

(b) such features contribute to achieving the
technical aimof the invention and are thus
conprised in the solution to the technical problem
underlying the invention

(c) such features inplicitly clearly belong to the
description of the invention of the application as
filed (Article 78(1)(b) EPC) and thus to the
content of the application as filed
(Article 123(2) EPC);

(d) such features are precisely defined and
identifiable within the total technica
information within the reference docunent (see in
particular T 689/90).

It is enphasized in point 1.4 second paragraph of

T 689/90 that under normal circunstances the reader of
t he published European patent application is entitled
to expect that the "description of the invention" which
It must contain pursuant to Article 78(1)(b) EPC wi ||
itself identify all the features of the described

i nvention for which protection is or may be sought. As
has been previously shown, the present case perfectly
meets this requirenent in that the application as filed
is internally consistent.

Moreover, with respect to the conditions (a) to (d), at
| east condition (d) is not net in present case. The
application refers to four different docunents rather

t han one single docunent. Despite the fact that these
docunents are all concerned with high strength expanded
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PTFE, they conprise a |large variety of exanples and
data showing a wi de range of tensile strength val ues
and polynmer matrix strength val ues dependi ng upon the
production nmethod applied. It is, therefore, highly
unlikely that the skilled reader can unanbi guously
identify those high strength expanded PTFE s havi ng
tensile strength val ues which satisfy the requirenents
for dental floss. Hence, the present case does not neet
the requirenents set by the case | aw concerning the
adm ssibility of a transfer of technical features from
any of these docunents in order to incorporate them
into the clains of the disputed patent.

Consequently, claim1 in the formas granted (nain
request) fails to neet the requirenents of
Article 123(2) EPC

Conpared to the main request, Caim1l of the first
auxiliary request additionally conprises the wording

"attai ned by uni-axial or bi-axial stretching of the
PTFE coupl ed with heating".

Al t hough this technical termis disclosed on page 3,
lines 53/54 of the A2 publication of the application,
claim1 still fails to nention the lower limts for the
tensile strength and the polynmer matrix strength which
are held to be one of the key features of the

i nvention. Therefore, the same reasoning given with
respect to the nain request also applies to the first

auxi liary request.

This statenent is also true for claim1l of the second
auxi |l iary request which conprises the wording
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... Expanded PTFE "having a matrix strength of above
50. 334 KPa (7300 p.s.i.)".

This lower |imt for the matrix strength is not

di scl osed anywhere in the application as filed. It has
rat her been derived from docunent D2, colum 3,

lines 43 to 48. However, for the reason given under
point 5, a transfer of such a technical feature from
the prior art is not permssible under Article 123(2)
EPC in the present case.

The third auxiliary request is identical to the anended
version of the patent as mmintained which, by the
deci si on under appeal, was found to neet the

requi renents of the EPC. Having in mnd that the
opponent has not appeal ed this decision, the third
auxiliary request nmay be chal | enged neither by the
respondent nor by the Board.

Since the appeal is not allowable, there is no basis
for a reinbursenent of the appeal fee.
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O der

For these reasons it is decided that:

1. The appeal is dism ssed.

2. The request for the reinbursenent of the appeal fee is
rej ected.

The Registrar: The Chair man

S. Fabi ani W D. Wil
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