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Summary of Facts and Subm ssi ons

0533.D

The appeal is froman interlocutory decision of the
Qpposition Division to maintain European patent

No. 0 424 398 in anended formaccording to a first
auxiliary request with independent Caim1 reading:

"1l. A detergent conposition which conprises

(a) an enzyne exhibiting peroxidase activity with the
provi so that hal operoxi dase i s not present,

(b) hydrogen peroxide, a precursor of hydrogen
peroxi de, or an enzymatic system capabl e of
gener ati ng hydrogen peroxi de, and

(c) a surfactant."”

In its decision, the Qpposition D vision found that
this subject-matter fulfilled the requirenments of the
EPC for patentability. This decision was rendered on
three oppositions based on the grounds of |ack of
novelty, lack of inventive step and insufficient

di scl osure and a nunber of docunents.

Al'l three Opponents (Appellants) appeal ed against this
decision, referring in their statenents of grounds of
appeal inter alia to the follow ng docunents:

(1) DE-A-2 430 699

(2) EP-A-0 072 098

(4) W Schreiber, Biochem Biophys. Res. Comm
63(2)(1975) 509-514

(8 MG Paice et al., Biotech. Bioeng. 26(1984) 477-
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480 and

(12) DE-A-2 009 721.

In a communi cation dispatched to the parties by tel efax
on 8 February 2000, the Board pointed to docunents

(19) B.C. Saunders et al., "Peroxidase", Butterworths,
London, 1964, pages 1 to 3 and 172 to 177 and

(20) Enzyme Nonencl ature 1978 |1UB, Academ c Press, New
York, San Francisco, London, 1979, pages 104 to
107.

Oral proceedings were held on 17 February 2000, in the
course of which the Respondent submtted anended sets
of clains according to a new nain request and new
auxiliary requests I and Il, the new requests repl aci ng
all requests previously on file.

Caim1 of the main request reads as follows:

"1. A detergent conposition which conprises

(a) a peroxidase,

(b) hydrogen peroxide, a precursor of hydrogen
peroxi de, or an enzymatic system capabl e of
gener ati ng hydrogen peroxide, and

(c) a surfactant."”

Claiml of auxiliary request | reads:
"1l. A process for bleaching usually dry stains present

on fabrics conprising treating a fabric with a
peroxi dase in the presence of hydrogen peroxide, a
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precursor of hydrogen peroxide or an enzymatic system
capabl e of generating hydrogen peroxide."

Caiml of auxiliary request Il differs fromthat of
auxiliary request | only in that the term "bl eaching
usual ly dry stains" is replaced by "bleaching naturally
col oured stains".

The Appel |l ants' argunments submtted in witing and
orally can be sunmari zed as foll ows:

- The term"a peroxidase"” in Caim1l of the main
request had a broader neaning than the original
definition in the patent in suit. Further, both
that termand the terns "usually dry" and
"naturally col oured" in the respective clains of
the auxiliary requests | and Il were unclear. The
amendnents were, therefore, not all owable.

- The detergent conposition according to Caim1 of
the main request was not novel over docunents (1)
or (12), nor were the processes of the respective
Clains 1 of auxiliary requests | and Il novel.

- Concerning inventive step, the Appellants argued
that it was known from docunent (2) to use bl each
activators or catalysts for inproving the
bl eachi ng action of hydrogen peroxide during a
washi ng process.

- Si nce no advant ages had been shown in conparison
with such known agents, the problemto be solved
in view of such prior art was to provide an
alternative for the conventionally used catal ysts.
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- The detergent conposition and its use in a process
for bleaching stains present on fabrics as cl ained
was not, however, based on an inventive step since
hydr ogen peroxi de was known to be efficient for
bl eaching stains present in fabrics, and since it
was known, inter alia, fromdocunents (4) and (8)
t hat peroxi dases enhance hydrogen peroxi de
bl eachi ng, and from docunent (12) that a hydrogen
per oxi de bl eachi ng agent in conbination with
per oxi dase can be used in a detergent conposition.

- Mor eover, there was no prejudi ce agai nst using a
per oxi dase and a hydrogen peroxi de source for
bl eaching fabric stains.

The Respondent presented, in essence, the follow ng
argunents:

- The amendnents made to the clainms did not go
beyond the scope of the application as originally
filed; nor was the clained subject-matter rendered
uncl ear by these anendnents.

- Docunments (1) and (12) did not disclose the
cl ai med conposition conprising peroxi dase conbi ned
w t h hydrogen peroxide and a surfactant.

- It was the object of the patent in suit to provide
a detergent conposition having a bl eaching effect
on usually dry fabric stains.

- Any one of docunents (1), (2) or (12) which
di scl osed detergent conpositions could be used as
a starting point for assessing inventive step. The
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teachi ng of these docunents could not, however, be
conbi ned with the disclosure of docunents (4) and
(8) which did not relate to the decol orization of
col oured substances by detergent conpositions.

- Since, furthernore, none of the cited prior art
docunents nentioned the bl eaching of fabric stains
which were normally dry, the cl ained conbi nation
of features could not be derived fromthe cited
prior art in an obvi ous nmanner.

The Appel l ants requested that the decision under appea
be set aside and that the European patent No. 0 424 398
be revoked.

The Respondent requested that the appeal be dism ssed
and the patent be naintained in amended formon the
basis of either the main request or alternatively the
first or second auxiliary requests submtted during the
oral proceedings.

Reasons for the Deci sion

1.1

0533.D

Amendnents (Article 123(2)(3) EPC and Article 84 EPQC)

Mai n request

The anendnents nmade to the clains of the patent in suit
i n accordance with the main request find support in the
clainms in conbination with the description of the
application as originally filed (see Clainms 15 to 21 in
conbi nation with page 2, line 33 to page 3, line 13,
page 5, lines 33 to 37, page 9, lines 28 to 32,
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page 10, line 35 to page 11, line 1, and page 11,
lines 8 to 15). The anendnents further bring about a
restriction of the extent of the scope of the clains
and conply, therefore, with the requirenents of
Article 123(2) and (3) EPC. In particular and contrary
to the Appellants' opinion, the anendnent of the term
"enzyne exhi biting peroxidase effect” into "a

peroxi dase" is held to be limting for the follow ng

reasons:

As is set out in the patent in suit, the term"enzyne
exhi biting a peroxidase effect” defines a group of
enzymes utilizing hydrogen peroxide as a substrate for
the oxidation wwth a node of action simlar to that of
"peroxi dase" (page 2, lines 41 to 48). Hence, the two
ternms in question do not express identical matter. This
tallies with the conmon general know edge of a person
skilled in the technical field of enzyne term nol ogy as
exenplified by docunents (19) and (20). Thus, docunent
(19), dated 1964, distinguished then between typical or
true peroxi dases, such as horseradi sh peroxi dase, and
three other groups of peroxi dases which may be sim | ar
to the true peroxidases in structure and/ or node of
action (page 1, third paragraph to page 2, third

par agr aph). Likew se, but nore systematically, docunent
(20), dated 1978, distinguishes between a cl ass of
enzynmes having the nunber 1.11.1 which is said to
contain the "peroxidases" and a subcl ass conpri sed

t herein having the nunber 1.11.1.7 and the recomended
name "peroxi dase". Hence, the Board accepts the
Respondent's argunent that the term"a peroxidase" is a
limtation to those enzynes of class 1.11.1 which fal
under subclass 1.11.1.7, whereas the originally used
term"enzynmes exhibiting a peroxidase effect" covers
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the whole class 1.11.1.

Considering this definition, the subject-matter as
cl ai med according to the nmain request also conplies
with the clarity requirenent of Article 84 EPC

Auxiliary requests |I and |

According to the auxiliary requests, the clained
subject-matter is a process as defined in Caimé6 of
the main request restricted, however, to its
application on "usually dry stains" (auxiliary

request 1) or on "naturally col oured stains" (auxiliary
request 11).

These anendnents are supported by the description of
the application as originally filed (see page 5,

lines 8 to 16, page 4, lines 1 to 2 and page 12,

lines 9 to 13) and fulfill, therefore, the requirenents
of Article 123(2) EPC

As concerns clarity of these anendnents, the Board
considers that in the absence of any specific
definition the term"usually dry" used in daim1 of
auxiliary request | has to be understood as "dry or not
dry". This was confirnmed by the Respondent who conceded
during the oral proceedings that the termhad no
limting effect.

In respect of auxiliary request Il, the patent in suit
again fails to give any wel | -defined neaning to the
term"natural”. It is nerely stated that "the process
Is particularly well suited for bleaching stains caused
by natural col oured substances, e.g. polyphenols, found
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in, for instance, fruit juice, wine, tea and the |ike"
(page 5, line 24 of the patent in suit). This statenent
does not, however, allow any distinction between

col ours which occur in nature and col ours which are
obtained by artificial nodifications of naturally
occurring substances. Nor does this statenent provide
any support for a generalization of its nmeaning into
food colours or colours used for nutrition as suggested
by the Respondent. Therefore, the term"naturally
coloured" present in Caiml of auxiliary request Il on
its proper construction nerely neans "col oured” and, in
the Board's judgenent cannot be given any nore specific
meani ng.

It follows that the anendnents nmade to Claim1l
according to the auxiliary requests are clear and do
not extend the scope of the clains. They also conply,
therefore, with the requirenents of Articles 84 EPC and
123(3) EPC.

Novelty (Article 54 EPC)

Mai n request

Docunent (12) discloses a softening detergent
conposition for treating fabrics conprising inter alia
ani onic or non-ionic surfactants, enzynes and a

bl eachi ng agent (see Claim8 in conbination with
Clainms 4 and 1). Suitable bleaching agents are either

I nor gani ¢ per oxi de contai ni ng conpounds such as a

per borate or percarbonate (page 20, first paragraph) or
chl orine containing conpounds (page 21). Suitable
enzynes are explicitly listed in the first paragraph of
page 25, in particular in the first three sentences,
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whi ch read:

"The enzynes to be used usually represent a m xture of
different enzymatic agents. Depending on their node of
action, they are naned proteases, carbohydrases,
esterases, |ipases, oxidoreductases, catal ases,

per oxi dases, ureases, isonerases, |yases, transferases,
desnol ases or nucleases. O particular interest are
enzymati c agents which are isolated from bacteri al
strains or fungi such as Bacillus subtilis and
Streptonyces griseus, in particular proteases and

anyl ases. " (Enphasis added; translation by the Board).

The Respondent argued that the second sentence had to
be read in isolation and nerely as a background

i nformati on concerni ng enzynme nonencl ature because the
list of enzynes contai ned the oxi doreductases as well
as the catal ases and peroxi dases whi ch were sub-cl asses
wi thin the oxi doreductases. Further, the |ist contained
al so the desnol ases which were not suitable for use in
det ergent conpositions, and the rest of the teaching of
docunment (12) exclusively dealt with the use of

prot eases, anyl ases and |ipases. Hence, only these
three enzynes were taught to be used in the conposition
of docunent (12).

Wi | st accepting that proteases, anylases and |i pases
are the preferred enzynes used in docunment (12),
because nobst stains, in particular on garnents, are
caused by protein, starch or fatty material, the Board
cannot concur with the argunent that the teaching of
docunment (12) was restricted to these enzynes. In
particular, it nmust not, in the Board' s opinion, be
over| ooked that the first two sentences on page 25 of
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docunment (12) are directly interrelated by using in

I mredi ate succession the terns "the enzynes to be
used", "depending on their node of action"” and "they
are naned". Therefore, a reader cannot but understand
that any of the enzynes listed are to be used in the
det ergent conposition of Claim8 of docunent (12),
regardl ess of whether or not these enzynes were known
to be useful for this particular purpose. (Concerning
the nmentioning of the catal ases and peroxi dases in
addi tion to oxidoreductases, the Board tends to view
this as an enphasis laid on these particul ar enzynes
wi t hi n the oxi doreduct ases.)

Therefore, the Board concludes that docunent (12)
teaches a detergent conposition conprising a peroxidase
and a bl eaching agent (Claim@8 in conbination with

page 25, lines 1 to 9).

As can be readily understood fromthe nane

"peroxi dases", and as is generally known in the art
(see patent in suit, page 2, lines 41 to 43 and page 2,
line 53 to page 3, line 3; docunent (19), page 1,
paragraphs 2 and 3; see also docunent (20), which
classifies under point 1.11 those enzynmes which act on
hydr ogen peroxi de as acceptor), peroxi dases act on

hydr ogen peroxide as a substrate. In this context, the
term "depending on their node of action" nentioned in
docunment (12) (see quotation above) inplies, in the
Board's judgnent, that if the presence of peroxidases
Is specified, there will also be the sinultaneous
presence of hydrogen peroxide in the formof a source
gener ati ng hydrogen peroxi de such as perborates or

per car bonates nenti oned as possi bl e bl eaching agents in
t he detergent conposition of docunent (12).
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In other words, even if one would accept for the sake
of argunent that in docunent (12) the peroxidase on the
one hand is enunerated in one list (i.e. that of the
enzynes) and the hydrogen peroxi de precursors

per borates and percarbonates are nanmed i n another 1|ist
(i.e. that of the bleaching agents), it would not
require a "twofold" selection fromtwo lists (which
could render the resulting conbination of features
novel) to arrive at the conpositions of daim1l of the
patent in suit. Rather on the contrary, as soon as a
person skilled in the art contenpl ates a peroxi dase
contai ni ng detergent conposition as disclosed in
citation (12), he or she nust also contenplate the

hydr ogen peroxi de precursors al so disclosed there in
order to ensure the necessary supply of the peroxidase
substrate hydrogen peroxide. The skilled person is
given no choice in this respect. It follows that
docunent (12) discloses directly and unanbi guously

det ergent conpositions conprising both peroxidase and a
hydr ogen per oxi de precursor.

For these reasons, the Board concl udes that the
subject-matter of Claim1l1 of the main request is not
novel in view of the teaching of docunent (12).

2.2 Auxiliary requests | and |

The Appel lants argued that the process for bl eaching
"usual Iy dry" or, respectively, "naturally col oured"
stains present on fabrics as clainmed in accordance with
the auxiliary requests was not novel over the teaching
of docunents (1) or (12). However, neither of these
docunents actually relates to or even nentions the

bl eachi ng of stains. In these docunents, the term

0533.D Y A
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"bl eaching” is only used in the context of the

bl eachi ng agents which may be contained in the

det ergent conposition (see docunment (1), page 27,
paragraph 5 to page 29, second paragraph; docunent
(12), page 9, first paragraph and pages 20 and 21).
However, the term "bl eaching” as such is not, in the
Board's opinion, restricted to stain bleaching. It also
inplies bleaching an entire fabric or textile, e.qg.
during its manufacture in order to lighten its natura
or artificial colour. One such process is, for exanple,
used to achieve the so-called stone washed appeal of
denim Consequently, the presence of a bl eachi ng agent
in the conpositions of docunents (1) and (12) does not
anount to a clear and unanbi guous teaching of its use
in a process for bleaching stains present on fabrics.

No ot her prior art docunment has been cited in respect
of novelty of the subject-matter as clained in
accordance with the auxiliary requests.

Therefore, the Board decides that the process of
Claim1l according to either of auxiliary requests | or
Il is novel.

I nventive step (Article 56 EPC)

It remains, therefore, to be assessed whet her or not
the cl ai ned processes according to auxiliary requests |
and Il are based on an inventive step.

Techni cal background

The patent in suit relates to the use of bl eaching
agents in washing procedures (page 2, lines 12). An
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i mportant object in this technical field is said to
consist in the provision of detergent conpositions

whi ch contain bl eaching agents and are efficient even
at low tenperatures. It is further stated in the patent
in suit that this object has successfully been attained
in the art by incorporating into the detergent
conposition a hydrogen peroxi de precursor together with
TAED (tetraacetyl ethylene diamne) as a bl each
activator (see page 2, lines 22 to 37).

Cl osest prior art

Docunent (2) is representative of such prior art and,
hence, suitable as a starting point for assessing

i nventive step. The Respondent al so confirned that
docunent (2) can be taken as the closest prior art.

Docunent (2) pertains to liquid detergent conpositions
cont ai ni ng a hydrogen peroxide precursor which is
activated by the addition of a bleach activator to
yi el d hydrogen peroxide at |ow tenperatures (Clains 1
and 19 to 25, Exanple 1, page 2, lines 3 to 6 and 12 to
14). The bl each activator is selected fromconventiona
organi ¢ conpounds, such as TAED, which react with

hydr ogen peroxide via the formation of the nore
efficient organic peracids, or fromheavy netal ions of
the transition series, such as cobalt, which are said
to catal yse peroxi de deconposition (page 6, line 54 to
page 7, line 8).
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Techni cal problemand its sol ution

According to the Respondent, the patent in suit was
concerned with the technical problemarising from
stains which were usually dry and adsorbed into the
fibres of the fabric and, therefore, |ess accessible to
the action of the bleaching agent (page 3, lines 25 to
29). However, the bl eaching of such dry or adsorbed
stains has not been exenplified or even sufficiently
defined in the patent in suit (see point 1.2 above).
Hence, it has not been shown that such a probl em has
been sol ved by the clained subject-matter.

The exanples of the patent in suit show a treatnent of
soi |l ed swatches as does docunent (2), where stained
fabrics are treated (see Exanples). In each case tea is
used as the soiling nmaterial. No conparative data as
regards docunent (2) are on file. Therefore, the
problemto be solved in view of this docunent boils
down to what has actually been achieved by the use of
per oxi dase i nstead of TAED or transition netal as the
only distinguishing feature.

The exanples of the patent in suit show that the
addi ti on of peroxidase as a catalyst to the hydrogen
per oxi de contai ning bl eachi ng system i nproves the

det ergency or delta detergency values in conparison
With a systemw t hout peroxi dase. Since, however, no
particul ar effects have been shown in conparison wth

t he process known from docunent (2), the existing
probl em nust be seen in the provision of sinply another
nmeans suitable to activate or catalyse a hydrogen

per oxi de based bl eaching agent. In view of the exanples
of the patent in suit, it is evident that this



3.4

0533.D

- 15 - T 0366/ 96

technical problemis solved by the clained subject-
mat t er.

It remains to be deci ded whether, in view of the
avai | abl e prior art docunments, it was obvious for
soneone skilled in the art to solve the above technica
probl em by the nmeans cl ai ned.

According to the patent in suit it was known that

" per oxi dases act on various am no and phenolic
compounds resulting in the production of a colour” and
it was, therefore, surprising that peroxi dases may al so
exert a bleaching effect on col oured substances

(page 2, lines 49 to 52).

However, the ability of peroxidase to catal yse or
activate the oxidation of organic conpounds by hydrogen
per oxi de has | ong been known in the art (e.g. docunent
(19), page 1 second paragraph). Moreover, hydrogen
peroxide is well-established in the art as a stain

bl eachi ng agent (patent in suit, page 2, lines 12 to
24). It was further known, e.g. fromdocunent (12), to
use peroxi dase together with a hydrogen peroxi de based
bl eachi ng agent for treatnent of fabrics and it was
known that the addition of peroxidase increases the
ability of hydrogen peroxide to decol orize col oured
matter even at al kaline pH (docunent (4), page 509,

| ast paragraph to page 510, second paragraph and
Figure 1; docunent (8), page 477, abstract and right-
hand col umm, first paragraph, page 478, |eft-hand

col um, second and fourth paragraph and page 479,
Figure 3).

Therefore, despite any suggestion that undesired
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colouring mght occur in certain specific instances,
the know edge referred to in the previous paragraph
woul d, in the Board's opinion, have clearly guided
soneone skilled in the art |ooking for other possible
catal ysts suitable in a hydrogen peroxi de bl eachi ng
process as taught in docunent (2), sinply to try a
per oxi dase for that purpose and thereby arrive at a
process as clained in Caim1l of both auxiliary

requests.

The Respondent's subm ssion that, due to the different
conposi tions used and purposes ained at, the teaching
of docunent (2) would not have been conbined by a
skilled person with that of docunents (4) and (8), is
not well-founded since all these docunents deal wth
the ability of certain activators and catal ysts to

i nprove the effect of hydrogen peroxide in decol ouring
coloured material. Therefore, a skilled person
interested in solving the technical problemdefined
above woul d have consi dered the disclosure of all these
citations. It is, in particular, unconvincing to
suggest that the absence of a detergent in the

conposi tions disclosed in docunents (4) and (8) could
be construed as an essential difference to the subject-
matter of the Clains 1 of the auxiliary requests, since
the presence of a detergent is equally not mandatory in
the cl ai ned processes.

For these reasons the subject-matter of the respective
Clains 1 of auxiliary requests | and Il do not involve
an inventive step; consequently these requests nust
fail.
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For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The patent is revoked.

The Regi strar: The Chai r man:
G Rauh P. Krasa
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