BESCHWERDEKAMMVERN  BOARDS OF APPEAL OF CHAMBRES DE RECOURS
DES EUROPAI SCHEN THE EUROPEAN PATENT DE L' OFFI CE EUROPEEN
PATENTAMTS OFFI CE DES BREVETS

I nternal distribution code:
(A) [ ] Publication in QJ

(B) [ ] To Chairnmen and Menbers
(O [X] To Chairnen

DECI S1 ON
of 12 January 2000

Case Nunber: T 0296/96 - 3.3.1
Appl i cati on Nunber: 91203092. 1
Publ i cati on Nunber: 0488474

| PC: CO7D 213/ 86

Language of the proceedi ngs: EN

Title of invention:
Her bi ci dal car boxam de derivati ves

Appl i cant:
SHELL | NTERNATI ONALE RESEARCH MAATSCHAPPIJ B. V.

Opponent :

Headwor d:
Car boxanm des/ SHELL

Rel evant | egal provisions:
EPC Art. 56, 87(1), 108, 113(1), 119, 122, 123(2)
EPC R 67, 78(3)

Keywor d:

"Admi ssibility of appeal (yes) - appeal deened to have been
filed"

“Main request: inventive step (no) - effect not nmade credible
for whol e scope”

"Auxiliary request 1 - anmendnment not directly and

unamnbi guousl y derivable fromapplication as fil ed"

"Auxiliary request 2: inventive step (yes) - clainmed conmpounds
not derivable fromthe prior art”

"Rei mbur senent of appeal fee (no) - no substantial procedural
vi ol ati on"

Deci si ons cited:

EPA Form 3030 10.93



Cat chwor d:

EPA Form 3030 10.93



Européisches European Office européen

0) Patentamt Patent Office des brevets

Beschwerdekammern Boards of Appeal Chambres de recours

Case Nunber: T 0296/96 - 3.3.1

DECI SI1 ON
of the Technical Board of Appeal 3.3.1
of 12 January 2000

Appel | ant : SHELL | NTERNATI ONALE RESEARCH MAATSCHAPPIJ B. V.
Carel van Byl andtl aan 30
NL- 2596 HR Den Haag  (NL)

Repr esent ati ve: Allam Peter derk
LLOYD W SE, TREGEAR & CO
Conmonweal t h House
1-19 New Oxford Street
London WC1A 1LW (GB)

Deci si on under appeal : Deci sion of the Examining Division of the
Eur opean Patent O fice posted 25 Cctober 1995
ref usi ng European patent application
No. 91 203 092.1 pursuant to Article 97(1) EPC

Conposition of the Board:

Chai r man: A J. Nuss
Menber s: P. P. Bracke
W Mbser



Sq . T 0296/ 96

Summary of Facts and Subm ssi ons

The appeal is against the decision of the Exam ning

Di vi sion, dispatched on 25 Oct ober 1995, refusing the
Eur opean patent application No. 91 203 092.1, published
as EP-A-0 488 474, due to lack of inventive step of the
cl ai med conpounds over those described in docunents

(A) EP-A-0 053 011;
(B) US-A-4 251 263;
(C) US-A-4 270 946; and
(D) EP-A-0 447 004.

1. On 21 Decenber 1995, the Appellant (Applicant) filed a
noti ce of appeal together with a fee voucher in respect
of the fee for appeal referring to an anount of
1000 DM During a consultation by tel ephone on
15 January 1996, the representative of the Appellant
was informed by a Formalities O ficer of the EPO that
the fee for appeal was 2000 DM and the Appell ant was
invited to pay the difference; the renmai nder was paid
by means of a fee voucher annexed to a tel efax dated
15 January 1996, by which the Appellant submtted that
it was apparent fromthe notice of appeal that it had
al ways been the intention of the Appellant to pay the
full fee for appeal and that the wong anmpbunt quoted on
the fee voucher acconpanying the notice of appeal was
clearly the result of a clerical error. The EPO
accepted the paynent of the remai nder w thout comrent.

L1, On 4 March 1996, a statenment setting out the grounds of
appeal was filed.
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At the oral proceedings before the Board of Appeal,
whi ch took place on 12 January 2000, the Appell ant
filed a set of 10 clains as a "main request”, a set of
10 clains as "auxiliary request Al" and a set of

9 clains as "auxiliary request A2".

Claim1l1l of the "main request" read:

"1. A conpound of the general formnula

Ym
/ijii\
n |
é N (1)
N —N\
RZ

wher ei n

n is an integer from1l to 5 and the or each X
i ndependently represents a hydrogen or hal ogen
atom a C_,, alkyl or C.,, al koxy group optionally
substituted by one or nore of the sane or
di fferent substituents sel ected from hal ogen atons
and cyano, hydroxy and C,,, al koxy groups, or a
cyano, nitro, C,,, al kenyl oxy, GC,,, al kynyl oxy, C_q,
al kylthio, C.,, hal oal kylthio, C,,, al kenylthio or
C,.1» al kynyl t hi o group;

m is O or an integer from1l to 3 and the or each Y
i ndependently represents a halogen atomor a C_,,
al kyl or C,.,, hal oal kyl group;

Z represents an oxygen atom or a sul phur atom

and
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Rt and R? each, independently, represents a hydrogen
atom a C_,, alkyl group optionally substituted by
one or nore of the sane or different substituents
sel ected from hal ogen atons or hydroxy, cyano, C._,,
al koxy, C.,, alkylthio, C.,, al koxycarbonyl, or
nmono- or di-C_,, al kylam no groups, a C,,, al kenyl,
C..1» al kynyl, C;.4 cycloal kyl, or hal osubstituted C,
¢ cycloal kyl -C,., al kyl group, or a hydroxy, C_;,
al koxy, GC,,, al kenyl oxy, C,,, al kynyl oxy, C,.i,
al koxycar bonyl , am no, nono- or di-C_,, al kyl am no,
C.., al koxycarbonyl am no group, a phenyl am no group
optionally substituted by a hal ogen atomor a di-
C.., al kyl carbanoyl group

or
R and R? together represent a G, al kyl ene chai n which
is optionally interrupted by an oxygen or sul phur atom
or by a group -NR- in which R represents a hydrogen
atomor a C_,, al kyl group.”

Claim1l1l of "auxiliary request Al" read:

"1. A conpound of the general formnula

Ym
n |
N (1)
N ——N\
R2

wher ein
n is an integer from1l to 5 and the or each X

i ndependently represents a hal ogen atom a C_,,
al kyl or C,.,, al koxy group optionally substituted
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by one or nore of the same or different
substituents sel ected from hal ogen atons and
cyano, hydroxy and C_,, al koxy groups, or a cyano,
nitro, C.,, al kenyl oxy, GC,,, al kynyl oxy, C_;,

al kyl thio, C_.,, hal oal kylthio, C,,, al kenylthio or
C,.1» al kynyl t hi o group;

is O or an integer from1l1l to 3 and the or each Y
i ndependently represents a halogen atomor a C_,,
al kyl or C,.,, hal oal kyl group;

represents an oxygen atom or a sul phur atom

and R? each, independently, represents a hydrogen
atom a C_,, alkyl group optionally substituted by
one or nore of the sane or different substituents
sel ected from hal ogen atons or hydroxy, cyano, C,_,,
al koxy, C.,, alkylthio, C.,, al koxycarbonyl, or
nmono- or di-C_,, al kylam no groups, a C,,, al kenyl,
C,.., alkynyl, C, ¢ cycloal kyl, hydroxy, C.,, al koxy,
C,.., al kenyl oxy, GC,,, al kynyl oxy, C_q,

al koxycar bonyl , am no, nono- or di-C_,, al kyl am no,
C.., al koxycarbonyl am no group, a phenyl am no group
optionally substituted by a hal ogen atomor a di-
C.., al kyl carbanoyl group

R and R? together represent a G, al kyl ene chai n which

is optionally interrupted by an oxygen atomor by a

group -NR- in which Rrepresents a hydrogen atomor a
C.1, al kyl group.”
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The set of clains according to "auxiliary request A2"
contai ned five independent clains reading:

"1. A conpound of the general formnula

Ym
/Ii%ii\
n |
é N (1)
N —N\
R2

wher ei n

n

and

Rl

is an integer from1l to 5 and the or each X

i ndependently represents a hal ogen atom a C_,,

al kyl or C,.,, al koxy group optionally substituted
by one or nore of the same or different
substituents sel ected from hal ogen atons and
cyano, hydroxy and C_,, al koxy groups, or a cyano,
nitro, GC.,, al kenyl oxy, GC,,, al kynyl oxy, C_;,

al kylthio, C.,, hal oal kylthio, C,,, al kenylthio or
C,.1» al kynyl t hi o group;

is O or an integer from1l1l to 3 and the or each Y
i ndependently represents a halogen atomor a C_,,
al kyl or C,.,, hal oal kyl group;

represents an oxygen atom or a sul phur atom

and R? each, independently, represents a hydrogen
atom a C_,, alkyl group optionally substituted by
one or nore of the sane or different substituents
sel ected from hal ogen atons or hydroxy, cyano, C._,,
al koxy, C.,, alkylthio, C.,, al koxycarbonyl, or
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nmono- or di-C_,, al kylam no groups, a C,,, al kenyl,
C,.., alkynyl, C, ¢ cycloal kyl, hydroxy, C.,, al koxy,
C,.., al kenyl oxy, GC,,, al kynyl oxy, C_.,

al koxycar bonyl , am no, nono- or di-C_,, al kyl am no,
C.., al koxycarbonyl am no group, a phenyl am no group
optionally substituted by a hal ogen atomor a di-
C.., al kyl carbanoyl group

or

R and R? together represent a group -(CH),-,

-(CH) ,Q(CH,) - or -(CH)NR(CH),- in which Ris a C.,
al kyl group."

"6. A process for the preparation of a conpound of
general formula | as clained in claim1, which
conprises preparing a conpound of general fornmula | in
whi ch Z represents an oxygen atom by

a) reacting a conpound of the general fornula Il

(IT)

COL

In which X, and Y, are as defined in claiml, and L
represents a |l eaving group, with an am ne of the

general formula NHR'R?, in which R and R® are as defined
inclaiml; or

b) reacting a conpound of the general fornmula II
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Hal—" (III)

CONR!' R2

In which Y, R and R? are as defined in claim1, and Hal
represents a hal ogen atomw th a conpound of the
general formula IV

M (IV)

in which X, is as defined in claiml1l and Mrepresents an
al kali metal atom and

optionally converting the product into a conpound of
general formula | in which Z represents a sul phur
atom"

"7. A herbicidal conposition which conprises a conpound
as claimed in any one of clains 1 to 5, together with a
carrier."

"8. A nethod of conbating undesired plant growth at a
| ocus, which conprises treating the locus with a
conmpound as clained in any one of clains 1 to 5, or
with a conposition as clained in claim7."

"9. The use of a conmpound as clainmed in any one of
claime 1 to 5, or a conposition as clained in claim?7,
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as herbicide."

As far as the main request is concerned, the Appellant
accepted docunent (D) as the closest state of the art.
He submtted that a nunber of the clainmed conpounds
showed a greater selectivity for herbicidal activity
agai nst barnyard grass in conparison to rice than
conmpounds according to docunent (D) and that the

cl ai med conpounds generally showed hi gher activity
agai nst barnyard grass, as shown in the Appendix B to
the statement setting out the grounds of appeal.

As far as the auxiliary requests are concerned, the
Appel I ant subm tted that docunent (B) represented the
cl osest state of the art and that it had been
satisfactory shown, with the data provided in the
application in suit and with the data shown in Appendi x
A to the statenent setting out the grounds of appeal,
that the claimed conpounds exhi bited herbicida
activity. Since it could not be derived from

docunents (A), (B) and (C) that the conpounds now

cl aimed had herbicidal activity, the Appellant

concl uded that the conpounds according to the auxiliary
requests were inventive.

Additionally, the Appellant submtted that the
Exam ning Division had commtted a substanti al
procedural violation, since it issued the contested
decision after only one comuni cation, although the
Appel | ant had provided a bona fide response.

The Appel l ant requested that the decision under appeal
be set aside and that a patent be granted on the basis
of the follow ng docunments filed during oral

pr oceedi ngs:
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(a) dains 1 to 10 filed as main request; or

(b) dCains 1to 10 filed as auxiliary request Al; or

(c) dains 1 to 9 filed as auxiliary request A2,

The Appellant further requested the rei nbursenent of
t he appeal fee.

Reasons for the Decision

1

1154. D

Adm ssibility

In the present case, the time limt for filing a notice
of appeal and for paying the appeal fee expired on
Thursday, 4 January 1996 (Article 119 EPC, Rule 78(3)
EPC). Hence, only 50% of the appeal fee was paid before
the expiry of the time limt under Article 108 EPC,
first sentence. However, since the Formalities Oficer
invited the Appellant to pay the remainder of the
appeal fee and accepted its subsequent paynment w thout
comment, the appellant could assunme in all good faith
that the appeal was deened to have been filed

(Article 108 EPC, second sentence) and that, as a
consequence, it was not necessary to file an
application for restitutio in integrum (Article 122
EPC). The Appell ant should thus have been invited by
the EPOto file an application for restitutio in

i ntegrum before the expiry of the one-year tinme limt
under Article 122(2) EPC, third sentence, on 4 January
1997. Since there was no such invitation, the
Appel | ant, who was m sled by the action of the
Formalities O ficer, nust, in accordance with the
principle of the protection of legitimte expectations,
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be treated as having paid the appeal fee in tine. The
appeal is thus deenmed to have been filed; furthernore,
it is also adm ssible.

Mai n request

The set of clainms neets the requirenents of
Article 123(2) EPC. More particularly, Caimlis
supported by Claim1l of the application as filed and by

- page 3, lines 23 to 27, of the application as
filed, nmentioning that when any of the
substituents X, Y, R and R® represents or contains
an al kyl, al kenyl or al kynyl substituent group,
the latter suitably has up to 12 carbon atons, and

- page 3, lines 31 and 32, of the application as
filed, saying an aryl group suitably is phenyl.

| nventive step

It was not disputed that inter alia the clained
conmpounds wherein X is hydrogen were not nentioned in
the priority docunent, that thus the priority of

28 Novenber 1990 cannot be validly clainmed and,
consequently, that docunent (D), published on

18 Septenmber 1991, is conprised in the state of the art
according to Article 54(2) EPC. Therefore, in assessing
inventive step, this docunent is to be taken in

consi derati on.

It was al so not disputed that docunment (D) represents
the cl osest state of the art.

Docunent (D) describes 2-phenoxy-6-pyridi necarboxam des
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differing fromthe cl ai med conpounds in that the am de
function is substituted with a phenyl- or a benzyl
radical instead of a radical R and/or R® as defined in
Claiml1l. It is taught that those carboxam des have high
herbicidal activity with a wi de spectrumof activity
agai nst grasses and, especially, broadl eaved weeds when
applied pre- and post-energence and that they show
selectivity to small grain cereals, for exanple maize,
barley and rice, and to broad-|eaved crops, for exanple
soya and sunfl ower, thus being useful in conbatting
weeds growi ng in such crops (page 2, |ast paragraph,
and page 6, lines 12 to 17).

According to the Appellant, starting fromthe

di scl osure of docunent (D), the problem underlying the
i nvention nmust be seen in providing further 2-phenoxy-
6- pyri di necar boxam des, whi ch exhi bit advant ageous
herbi cidal activity, such as a different spectrum of
activity and/or increased activity (see the |ast
sentence on page 3 of the telefax dated 5 January
2000) .

The first point to be considered in assessing inventive
step is therefore whether it has convincingly been
shown that the clainmed 2-phenoxy-6-pyridi necar boxam des
exhibit such a different spectrum of activity and/or

i ncreased activity.

In an attenpt to show that the above-nentioned activity
is effectively obtained with the clained conpounds, the
Appel lant referred to the data contained in Appendix B
to the statenent setting out the grounds of appeal,
showi ng that the conpound of Exanple 49 of the
application in suit in conparison with its cl osest
structural anal ogue from docunent (D) (hereinafter
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desi gnated: reference conpound) exhi bited higher
activity agai nst barnyard grass w thout exhibiting
phytotoxi city agai nst rice, which suggested the
potenti al useful ness of the conpound of Exanple 49 as a
selective herbicide as it killed weeds whilst |eaving
the crop plant rice unscat hed.

Mor eover, the Appellant argued that such higher

herbi cidal activity against barnyard in conparison with
rice was also illustrated by the data set out in

Table 3 of the application in suit, show ng that part
of the claimed conpounds had a greater selectivity for
herbi ci dal activity against barnyard grass in
conparison to rice than the reference conpound.

Al t hough the Appellant also admtted in the paragraph
bridgi ng pages 4 and 5 of the telefax dated 5 January
2000 that a non-negligible part of the conpounds in
Table 3 of the application in suit did not show such
hi gher selectivity, it argued that all of the
substituent groups exenplified in these conpounds,

whi ch did not show such higher selectivity, were
structurally nore distant fromthe disclosure of
docunent (D) and thus less likely to be synthesised by
the person skilled in the art seeking further active
conmpounds.

However, the only decisive question is whether it has
been shown that virtually all clainmed conpounds exhi bit
a different spectrumof activity and/or increased
activity. Since the Appellant itself admtted that a
non- negl i gi bl e nunber of the clai med conpounds does not
show such effect, the Board concludes that it has not
been satisfactory shown that the probl em underlying the
i nvention, as defined in point 2.2.2 above, is
effectively solved for the whole range of the
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subj ect-matter covered by O aiml.

The argunent of the Appellant that the substituents in
t he conpounds not exhibiting such an effect were
further fromthe disclosure of docunent (D) is
irrelevant in assessing whether an effect has been
effectively shown.

Consequently, in view of the teaching of document (D)

t he probl em underlying the invention can only be seen
as the provision of further conpounds havi ng herbi ci dal
activity, as taught on page 5, lines 19 to 26, of the
application in suit.

Therefore, it remains to be decided whether a skilled
person woul d have expected the clainmed conpounds to
have herbicidal activity.

The Appel lant argued that it was known that N-phenyl
and N-benzyl phenoxy-pyri di ne-carboxam des had hi gher
herbi cidal activity than their N-al kyl anal ogues, as
mentioned on page 2, lines 5 to 9, of the application
in suit. Therefore, a skilled person, starting fromthe
di scl osure of docunent (D) and | ooking for conpounds
havi ng hi gher herbicidal activity would not have

consi dered repl aci ng the phenyl or benzyl group on the
am de function in the conpounds of docunent (D) by the
substituents R and R* as defined in daim 1.

However, as the probl emunderlying the invention nust
be seen in providing further conmpounds having
herbi ci dal activity (see point 2.2.4 above), the
question does not arise whether a skilled person would
have expected a hi gher herbicidal activity but whether
he woul d have expected a herbicidal activity at all.



2.2.6

1154. D

- 14 - T 0296/ 96

Si nce 2- phenoxy- 3-pyri di ne- car boxam des bearing on the
am de function an al kyl, al kenyl or al kynyl group are
known from docunent (B) to have herbicidal activity
(see colum 1, lines 5 to 52), and 2-phenoxy- 3-

pyri di ne- car boxam des bearing on the am de function a
phenyl or benzyl group are known from docunent (C) al so
to have herbicidal activity (see colum 1, lines 5 to
44), a skilled person had no reason even to consider

t hat the replacenment of a phenyl or a benzyl group on
the am de function of a phenoxy-pyridi ne-carboxam de
having a specific substitution pattern on the pyridine
ring by an al kyl, an al kenyl or an al kynyl group woul d
inmpair the herbicidal activity in a substantial way.

Therefore, in view of the teaching of docunment (D), in
conmbi nation wth the disclosures of docunents (B) and
(©, the Board conmes to the conclusion that it was
obvious for a skilled person |ooking for further
conpounds havi ng herbicidal activity to try to replace
t he phenyl or the benzyl group in the conmpounds known
from docunment (D) by an al kyl, al kenyl or al kynyl

gr oup.

Consequently, Caim1l, at |east for the conpounds
having as Rt and/or R? an al kyl, al kenyl or al kynyl
group, does not involve an inventive step according to
Article 56 EPC.

Auxi liary request Al
Article 123(2) EPC
According to Jaiml, R' and R2 may represent a Cgq

al kyl ene chain interrupted by a group -NR- in which R
represents a C,.,, al kyl group, whereas in Claim1l as
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filed and in the passage on page 3, lines 19 to 22, of
the application as filed Ris defined as representing a
hydrogen atom or an al kyl group, w thout any
specification of the nunber of carbon atons.

In support of its subm ssion that the definition of R
in Cdaim1l was neverthel ess disclosed by the
application as filed, the Appellant referred to the
teaching in lines 23 to 27 of page 3 of the application
as filed, saying that "Wen any of ... R and R
represents or contains an al kyl, al kenyl or alkynyl
substituent group, this ... suitably has up to 12 ..
carbon atons ".

Thi s teaching, however, refers to those conmpounds
wherein any of the substituents R and R® contain an
al kyl, al kenyl or al kynyl group and does not refer to
conpounds wherein R and R? together represent a Cq
al kyl ene interrupted by -NR-.

The content of a docunment nust not be considered to be
a reservoir fromwhich features pertaining to separate
enbodi nents could be conbined in order to artificially
create a particul ar enbodi ment. \Wen assessi ng whet her
a feature has been disclosed in a docunent, the

rel evant question is whether a skilled person woul d
seriously contenplate conbining the different features
cited in that docunent. This is not the case in the
application as filed, fromwhich it may not be directly
and unanbi guously derived that the definition given on
page 3, lines 23 to 27, for alkyl, alkenyl and al kynyl
woul d al so be valid for the R-substituent in the -NR-
group interrupting the al kylene chain when R and R?

t oget her represent an al kyl ene chai n.
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Claim 1 thus contains subject-matter extendi ng beyond
the content of the application as filed, contrary to
the requirement of Article 123(2) EPC

Auxi liary request A2

Article 123(2) EPC

Caim1l is supported by Caim1l of the application as
filed and by

- page 3, lines 23 to 27, of the application as
filed, nmentioning that when any of the
substituents X, Y, R and R® represents or contains
an al kyl, al kenyl or al kynyl substituent group,
the latter suitably has up to 12 carbon atons;

- page 3, lines 31 and 32, of the application as
filed, saying an aryl group suitably is phenyl;
and

- page 5, lines 26 to 30, disclosing that Rt and R
t oget her may represent a group -(CH,) ,-,
-(CH,) ., CH,) ,- or -(CH,),NR(CH,),- in which Ris a
C., al kyl group.

The features of Clains 2 to 5 are supported by Clains 2
to 4, 5 and 6 of the application as filed.

The process of Caim6 corresponds with the process
described in CCaim7 as originally filed and Clainms 7
to 9 correspond with Clains 8 to 10 as originally
filed.

Consequently, the subject-matter of all Clains 1 to 9
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neets the requirement of Article 123(2) EPC

State of the art

Al'l the clainmed subject-matter was disclosed in the
priority docunment and, consequently, the present clains
concern the sane invention as the priority docunent and
the priority of 28 Novenber 1990 is validly clai ned.
Since the date of priority, according to Article 87(1)
EPC, counts as the date of filing for the purpose of
Article 54(2) EPC, docunent (D), published on

18 Septenber 1991, does not belong to the state of the
art to be consi dered.

Novel ty

Si nce the conpounds defined in Claim1l differ fromthe
conpounds known fromthe prior art at |east by the
substitution of the phenoxy and the carboxam de groups
on the pyridine ring, the Board cones to the concl usion
that Caim1 and, consequently, also Clains 2 to 9 are
novel over the cited prior art. Since the novelty of

t he cl ai med process has never been contested, it is not
necessary to give detailed reasons for this finding.

| nventive step

The Board considers docunment (B), which is discussed on
page 2, lines 3 to 5 and 13 to 17, of the application
in suit, to represent the closest state of the art,

whi ch was not contest ed.

Docunent (B) describes 2-phenoxy- 3-pyridi necar boxam des
exhi biting herbicidal properties, being herbicidally
active agai nst various species of weeds, show ng
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various activities as pre-energence and/or post-

ener gence herbici des and sone of them show ng
particular activity against certain weed species (cf.
colum 1, lines 8 to 30, and lines 43 to 52).

Starting fromthe disclosure of docunent (B), the
probl em underlying the invention nust be seen in the
provi sion of further conpounds exhibiting herbicidal
properties. This was agreed upon by the Appellant at
t he oral proceedings before the Board of Appeal.

Fromthe data in Table 3 of the application in suit,
illustrating the pre-energence and post-energence
her bi ci dal activities of conpounds 2 to 61 and 63 and
fromthe data contained in Appendix A to the statenent
setting out the grounds of appeal, illustrating pre-
energence and post-energence herbicidal activities of
conpounds 2 and 39 of the application in suit and of
two conpounds enbraced within the disclosure of
docunent (B), it incontestably follows that the clained
conpounds have herbici dal properties.

The Board therefore accepts that a credi bl e case has
been put forward that the problemunderlying the
invention, as defined in point 4.4.3, is effectively
sol ved by the claimed conmpounds.

It remains to be decided, whether, in the light of the
teachings of the cited docunents, a skilled person
seeking to sol ve the above-nentioned problem would
have arrived at the clainmed conpounds in an obvi ous
way .

Docunent (B) only describes pyridi necarboxam des havi ng
a phenoxy group in the 2-position and a carboxam de
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group in the 3-position w thout nentioning the

possi bility of having any other substitution pattern on
the pyridine ring. Therefore, docunent (B), taken

al one, would not suggest to a skilled person | ooking
for further compounds having herbicidal activity that
he shoul d change the substitution pattern on the
pyridi ne ring.

Docunents (A) and (C) al so descri be 2-phenoxy- 3-

pyri di necar boxam des exhi biting herbicidal properties
(see docunent (A), page 1, line 5 to page 2, line 22,
and docunment (C), colum 1, lines 6 to 31, and 45 to
57). Since, however, both docunents are al so silent
about the possibility that phenoxypyri di necarboxam des
not havi ng the phenoxy and the carboxam de groups in
the 2- respectively 3-position of the pyridine ring
coul d have herbicidal properties, a skilled person
could not get any hint fromthose docunents to change
t he substitution pattern of the pyridine ring, |et

al one to expect that the clainmed 2-phenoxy- 6-

car boxam des woul d exhi bit herbicidal activity.

Therefore, the Board cones to the conclusion that the
subject-matter of Caiml1 is not obvious in the |ight
of the teachings of the cited prior art and thus

i nvol ves an inventive step.

Dependent Clains 2 to 5, which represent preferred
enbodi nents of Caiml1l, and Clains 6 to 9 derive their
patentability fromthe sane inventive concept.

Rei mbur senent of the appeal fee

According to Rule 67 EPC the rei mbursenent of an appeal
fee shall be ordered if such reinbursenment is equitable
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by reason of a substantial procedural violation.

In his communi cation dated 10 May 1995, the Exam ning
Di vi sion has given detailed reasons why it was of the
opi nion that the clainmed conpounds were novel over the
cited prior art docunents but that the clains as
originally filed did not neet the requirenent of
inventive step. Wth his letter dated 4 Septenber 1995,
the Appellant filed an amended C aim 1 which
essentially differed fromCaim1l as originally filed
in that the nunbers of carbon atons of the al kyl -,

al koxy-, al kenyl -, al kynyl - and cycl oal kyl radicals
wer e defined, and he contested the rel evance of the
Exam ning Division s objections concerning inventive
st ep.

As in the Exam ning Division’ s opinion the Applicant
had not given convincing argunents for accepting an

i nventive step, the Exam ning Division has refused the
application on the basis of the objections nentioned in
the only comruni cation, instead of repeating the

obj ections of the first comrunication in a second one.
Si nce, however, the main argunents for refusing the
application were a nere repetition of those nmentioned
in the only conmunication, the contested decision was
based on grounds on which the Applicant had an
opportunity to present his comments and, consequently,
Article 113(1) EPC was not contravened.

Therefore, by refusing the application after only one
communi cation, there has not been a substanti al
procedural violation within the neaning of Rule 67 EPC.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the Exam ning Division with the
order to grant a patent with the follow ng clains:

- Clains 1 to 9 filed as auxiliary request A2 during
oral proceedings;

and a description to be adapted.

3. The request for reinbursement of the appeal fee is
ref used.

The Regi strar: The Chai r man:

N. Maslin A. Nuss
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