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Summary of Facts and Subm ssi ons

1957.D

Mention of the grant of European patent No. 0 260 922

i n respect of European patent application

No. 87 308 124.4, filed on 15 Septenber 1987 and
claimng priority froman earlier application in the
USA (909100 of 16 Septenber 1986), was published on

24 Novenber 1993, on the basis of eight clains, Caiml
readi ng:

"A yarn of aromatic polyam de consisting essentially of
copol y(p- phenyl ene terepht hal am de/ 2, 6- napht hal am de)
wherein the nole fraction of 2,6-naphthalamde is from
0.005 to 0.010."

Clains 2 to 6 were directed to preferred enbodi nents of
Caiml. Caim7 referred to a nethod for making a yarn
of the copolyner described in daiml and daim8 was
directed to a preferred enbodi nent of Caim7.

On 12 August 1994 a Notice of Opposition was filed and
revocation of the granted patent in its entirety was
requested under Article 100(a) EPC for both I ack of
novelty and | ack of inventive step.

In a decision delivered orally on 24 January 1996 and
issued in witing on 5 February 1996, the Opposition

Di vi sion revoked the patent. That decision was based
upon the set of eight clains as granted as the main
request and a set of five clains, filed on 13 Decenber
1995, as an auxiliary request. Caiml of the auxiliary
request was directed to a yarn of the sane copol yam de
as in the main request, further characterized by
mnimmlimts of toughness and tacticity.
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The Opposition Division held that the yarns as defined
in the clains of the nmain and auxiliary requests were
not novel in view of DI (EP-A-0 248 458), a prior art
docunent according to Article 54(3) EPC. In particular,
it was held that, although D1 was only partly entitled
toits priority date, the priority docunent inits
English translation (DLP: NL-A-8601159) discl osed yarns
i n accordance with the patent as granted as well as the
auxiliary request. Therefore, the part of D1
correspondi ng to D1P di scl osed the clai med subject -
matter of both requests which, for that reason, was not
novel .

On 27 March 1996 the Appellant (Proprietor) |odged an
appeal against the above decision and paid the
prescribed fee. The Statenent of G ounds of Appeal was
filed on 23 May 1996.

In that statement and at the oral proceedings held on
17 June 1999, the Appellant argued essentially as
fol | ows:

(a) The Opposition Division conpared the clainmed
subject matter with the disclosure of DI1P.
However, DI1P not being a prior art docunent, that
was not correct. Instead, the clainms should have
been conpared with DI and then it shoul d have been
ascertai ned whether the parts of DL which were
detrinmental for novelty were entitled to the
priority date.

(b) Neither D1 nor D1P disclosed the clainmed yarns. In
both these docunents bl ends of poly-p-phenyl ene
t erepht hal ate and a copol yam de were used to
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prepare yarns. D1 nentioned the use of several
possi bl e copol yam des in the bl ends, one of which
was the same as the copol yam de of present
Claiml1l. There was no suggestion, however, to
prepare the specific yarns as now cl ai ned.
Contrary to D1, the only copolaym de specified in
D1P was the copol yam de used in present Caiml,
but there was no actual disclosure of a yarn as
defined in Claim1l1 of the patent in suit.

The Appel |l ant concl uded that the claimed subject-
matter was novel in view of DI1.

The Respondent (Qpponent)'s witten and oral argunents

can be summari zed as foll ows:

(a)

(b)

(c)

There were two possibilities to assess the
contents of D1, which was only partly entitled to
its priority date: (i) to conpare the clained
subject-matter directly wwth DIP, or (ii) to
conpare the clainmed subject-matter with those
parts of D1 which were supported by the priority
docunent. The first option was sinpler, but a
version of D1, adapted according to the second
option, was presented at the oral proceedings.

Since DI was not entitled to its priority date for
the additional subject-matter, the Qpposition
Division was correct ininterpreting D1 in the
light of the disclosure of D1P and in not taking
into account that additional subject-matter.

Dl explicitly disclosed the 2,6-N copol yam de as
well as the sanme nethod to prepare fibres as in
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the patent in suit. In the exanples only two
copol yam des were used for preparing yarns, one of
whi ch being the 2,6-N copol yam de of present
Claiml. Therefore, Dl took away the novelty of
the clai ned subject-matter

(d) The Respondent concluded that the clained subject-
matter was not novel over DL.

The Appel | ant requested that the decision under appea
be set aside and the patent be nmaintained as granted,
alternatively on the basis of the auxiliary request as
filed on 13 Decenber 1995.

The Respondent requested that the appeal be dism ssed.

Reasons for the Deci sion

Adm ssibility of the appeal

1

The appeal is adm ssible.

Priority and novelty

1957.D

According to Article 54(2) EPC, the state of the art
shall be held to conprise everything made available to
the public by neans of a witten or oral description,
by use, or in any other way, before the date of filing
of the European patent application. Additionally, the
content of European patent applications as filed, of
which the dates of filing are prior to the date
referred to in paragraph 2 and which were published on
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or after that date, shall be considered as conprised in
the state of the art (Article 54(3) EPC) in so far as a
Contracting State designated in respect of the |ater
application, was also designated in the earlier
application as published (Article 54(4) EPC).

In the present case, NL-A-8601159 was filed in the

Net herl ands on 6 May 1986 and published on 1 Decenber
1987, which is after the filing date of the patent in
suit. It is a national and not a European patent
application, so that it is not part of the state of the
art pursuant to Article 54(2) and 54(3) EPC, the
parties did not dispute this. Since it is not part of
the state of the art, the docunent as such cannot be
taken into account for the assessnent of novelty (see
al so decision T 550/88, Q) EPO 1992, 117).

The national patent application forned the basis of D1,
which was filed on 28 April 1987, invoking the priority
fromthat earlier application in the Netherlands, and
publ i shed on 9 Decenber 1987. In view of the designated
states which D1 has in common with the patent in suit,
it is part of the state of the art pursuant to

Article 54(3) and (4) EPC. None of the parties disputed
t hat concl usion either.

The di scussion arose fromthe fact that the priority
docunent and D1 were not exactly the sanme and in fact
differed on major points. In particular, DLP discloses
fibres entirely or substantially consisting of a blend
of aromatic pol yam des, characterized in that the blend
I s conposed of poly-p-phenyl ene terephthal am de (PPDT)
and a copol yam de derived from p-phenyl ene di am ne,
terephthalic acid and 2, 6- napht hal ene di carboxylic acid
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(Claim1l), whereas D1 refers to fibres entirely or
substantially consisting of a blend of p-phenyl ene

t er epht hal am de and anot her aromati c pol yam de,
characterized in that the other copolyamde is derived
from p- phenyl ene di am ne, terephthalic acid and at

| east one ot her nononer sel ected from napht hal ene

di carboxylic aci ds and napht hal ene di am nes havi ng the
acid and am ne groups separated by at |east two
substitutabl e carbon atons in the naphthal ene nucl eus
(Cdaim1l). The docunents thus differ in that the p-
phenyl ene terephthalamde in the priority docunent is
bl ended with one specific copol yam de whi ch corresponds
to the one nentioned in present Claim1, whereas
according to D1 the p-phenyl ene terephthal am de can be
bl ended with a variety of copolyam des, one of which is
the copol yam de used in present Claiml (D1, page 2,
lines 32 to 33).

A maj or source of dispute between the parties was, how
to deal with the different disclosures of DI and D1P.

The Respondent proposed two possibilities:

(i) to conpare the clainmed subject-matter directly
with D1P, or

(ii) to conpare the clained subject matter with those
parts of D1 which were supported by the priority
docunent, which required a precise conparison of
the two docunents and deletion fromDl of all of
those parts that were not present in DLP; during
the oral proceedings the Respondent in fact filed
such an adapted version of DI.
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The Appel |l ant argued that the only correct way to dea
with the different docunents was to conpare the present
claims with DI. Only if any part of D1 would be novelty
destroying for the patent in suit, its entitlenent to
priority should be checked.

Regarding the first of the Respondent's options, as

poi nted out above (point 2.1), DIP is not part of the
state of the art and hence its contents, whether
novelty destroying or not, cannot be taken into account
for the assessnment of novelty. In addition, that
proposal would include the possibility that subject-
matter present in DIP but not in D1 would al so be
considered. The first of the Respondent's options can
therefore not be accepted.

The second option differs fromthe first one in that
any subject-matter present in DLP but not in D1, would
al so not be present in the adapted version of D1, so
that, by sinply deleting the added subject-matter, an
al t oget her changed di scl osure nmay be created, which
woul d have no basis either in the priority docunent or
in the correspondi ng patent application. In the case
that the priority docunent contains no subject-nmatter
whi ch was not al so present in the correspondi ng
application, the deletion would anount to returning to
the priority docunent, which, as pointed out above, is
not accept abl e.

Therefore, the Board cannot adopt either of the two
opti ons proposed by the Respondent.

Wher eas D1P does not belong to the state of the art, D1
does (see points 2.2 and 2.3 above). Therefore, the
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approach of starting fromthat docunent when assessing
the novelty of the patent in suit, is correct.

D1 di scloses fibres nade out of a m xture of poly-p-
phenyl ene terephthal ami de and anot her aromatic

pol yam de, which is derived from p-phenyl ene di am ne,
terephthalic acid and at | east one other nononer

sel ected from napht hal ene di carboxylic acids and
napht hal ene di am nes.

The critical features of these bl ends, whereby the
properties of the fibres may be optim zed, are the

rel ati ve anount of the two aromatic pol yam des and the
anount of naphthal ene units in the copol yam de (page 3,
lines 2 to 4). There are five possible structures for
both the diam nes and the dicarboxylic acids, of which
the 1,5- and 2, 6- napht hal ene di aci ds and di am nes are
preferred (page 2, lines 32 and 33). In the exanples,
copol yam des are prepared with either 2,6-naphthal ene
di carboxylic acid chloride (Exanple b.(i)) or with 1, 5-
napht hal ene di am ne (Exanple (ii)). Filanents spun out
of the conpositions according to D1 as well as
conparative conpositions are specified in Exanples 1 to
38, of which Exanples 31 and 32 describe filanments of
an unbl ended copol yam de containing 7,5 nol. % 2, 6-
napht hal ene units. However, the contents of these
exanpl es were not present in the priority docunent, so
that their disclosure cannot be taken into account.
Apart froma nunber of control experinents with a
conposition containing the honopol yam de PPDT, all of

t he ot her exanples describe filanents of blends of one
of the two above-descri bed copol yam des with PPDT

Thus, whilst it is clear that the subject-matter of D1



3.2

3.3

1957.D

-9 - T 0286/ 96

which is entitled to its priority date concerns fibres
made out of a m xture of aromatic copol yam des, the
patent in suit refers to fibres made essentially out of
one specific aromati c copol yam de.

For the alleged disclosure of such a fibre in D1, the
Respondent relied on the passage on page 2, |ines 52:
"For fibres prepared fromthe afore-nentioned

copol yam de | ower strength values are normally found."
The term "the afore-nenti oned copol yam de" obvi ously
refers to the foregoi ng paragraphs, where the second
copol yam de to be used in the blend is described in
nore detail. On page 2, lines 25 to 28 the copol yam de
is defined in the sane wording as in CCaim1l. In

lines 29 to 31 it is explained what is neant by
"substitutable carbon atons". The description then goes
on to state that there are five possible structures for
both the diacids and the diamnes (lines 32 to 34) and
continues wth: "The copolyner is normally
prepared...." (lines 34 to 35). According to lines 36
to 39, "the use of said copolyamde results in a blend
| eading to fibres having the envisaged properties" and
lines 40 to 49 explain that "the copol yam de to be

bl ended with the PPDT" should contain at |east 1.5% by
wei ght of naphthal ene units and that the anount of
copol yam de, which is to be prepared separately, should
be bl ended in the smallest possible quantity with PPDT
Fromlines 50 to 51 it can be learned that fibres of
PPDT have a certain strength, after which the above-

ci ted passage fol |l ows.

Fromthe several references to a blend in the above
passages as well as fromthe indication that fibres
prepared from pol y- p- phenyl ene terephthal am de and from
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t he copol yam de have different properties, it is clear
that the term"the copol yam de" refers to the pol yner
to be blended with PPDT. Since that copol yanm de can
have a nunber of different structures (five for both
the diacids and the diamnes; page 2, line 32), with a
preference for 1,5- and 2, 6- napht hal ene di am nes and

di acids (page 2, lines 32 to 33), the passage under

di scussi on cannot be interpreted as referring to fibres
essentially made out of the specific copol y(p-phenyl ene
t er epht hal am de/ 2, 6- napht hal am de), and even less so to
copol yam des containing the precise nole fraction of

2, 6-naphthalam de as required in Caim1 of the patent
in suit. A conbination with the nole fractions of the
copol yam des used in the exanples is not permtted as

t he exanpl es describe fibres of blends only. There is
no di sclosure of any nole fraction to be used in fibres
essentially made of the unbl ended napht hal ene units
cont ai ni ng copol yam de.

For the above reasons, the Board concludes that Dl is
not detrinental to the novelty of the clained subject-
mat t er.

Since the subject-matter of CGaiml is novel over D1
and Cainms 2 to 8 relate to further enbodi nents of and
net hods for preparing the fibre according to Caiml,
their novelty is supported by that of Caiml.

As the clainmed subject-matter according to the
Respondent's main request is novel over D1, there is no
need to consider the auxiliary request.
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6. The Opposition Division revoked the patent solely on
the ground of |ack of novelty. It did not consider the
I ssue of inventive step in the light of the other
docunents on file. In order not to deprive any of the
parties of the possibility to be heard by two
I nstances, the Board nakes use of its power under
Article 111(1) EPC and refers the case back for further
prosecuti on.

O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the Opposition Division for
further prosecution on the basis of the main request.

The Regi strar: The Chai r man:

E. Girgmaier C. Gérardin
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