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Summary of Facts and Subm ssi ons
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The Appellant (Proprietor of the Patent) |odged an
appeal on 19 February 1996 agai nst the decision of the
Qpposition Division posted on 21 Decenber 1995 revoking
t he European patent No. 384 652 and filed on 12 Apri
1996 a witten statenent setting out the grounds of
appeal .

Notice of Opposition had been filed by the Respondent
(Opponent), requesting revocation of the patent inits
entirety for lack of novelty and inventive step
(Article 100(a) EPC) and for lack of sufficient

di scl osure (Article 100(b) EPC). The foll ow ng docunent
was submitted inter alia in opposition proceedings:

(3) EP-A-265 140

The deci si on under appeal was based on two alternative
sets of clains, i.e. a main request on clains 1 to 7 as
granted and an auxiliary request on clains 1 to 7 as
anmended during opposition proceedi ngs. The set of
clainms according to the then pendi ng nmain request was
directed to a process for preparing a carboxylic acid
having (n + 1) carbon atons by reaction of carbon
nonoxi de with an al cohol having n carbon atons in the
presence of a rhodium catalyst and the set of clains
according to the then pending auxiliary request to the
use of a Goup VIB netal as costabiliser in that
process.

The Opposition Division decided that the patent was not
novel according to either request.
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The Opposition Division held in particular that the
process disclosed in docunent (3) conprised all the
features as defined in the clained invention according
to the then pending nmain request. The di scl osed process
was necessarily effected in the presence of nolybdenum
and chromum i.e Goup VIB netals, since those netals
were corrosion products of the reactor when the

oper ati on extended over |onger periods of tine. Having
regard to the patent as anended according to the then
pendi ng auxiliary request, the Goup VIB netals were
claimed to be used as a costabiliser of the catalyst
which lead to an enhancenent of the productivity of the
process. The Qpposition Division found that this

techni cal effect as such was al ready known from
docunent (3). The enhancenent of that known effect did
not represent a technical feature rendering the

subj ect-matter clai mned novel

At the oral proceedings before the Board, held on

28 April 1999, the Appellant defended the mai ntenance
of the patent in suit in amended formon the basis of a
mai n request submtted during those oral proceedings
and an auxiliary request submtted on 3 June 1996, both
supersedi ng the respective previously submtted
requests. Both fresh requests conprised a set of six
clains, wherein claiml was the sol e i ndependent claim
That claimof the nmain request read as foll ows:

"1. A continuous liquid-phase process for preparing a
carboxylic acid having (n + 1) carbon atons by reaction
of carbon nonoxide with an al cohol having n carbon
atons in the presence of a rhodium catal yst at el evated
tenperature and pressure whi ch process conprises
feedi ng the al cohol and/or an ester of the al cohol and
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t he carboxylic acid together with carbon nonoxide to a
carbonyl ati on reactor and renoving the carboxylic acid
fromthe carbonyl ation reactor; characterised in that
the carbonyl ation reactor contains during the course of
the process a liquid reaction medi um conpri sing:

(a) water at a concentration in the range 0.5 to0 5 %
by wei ght of the total weight of the reactor
contents,

(b) a catalyst stabiliser selected fromiodide salts
whi ch are soluble in the reaction nediumat the
tenperature of the reaction,

(c) a Goup VIB netal costabiliser,

(d) the iodide derivative of the al cohol

(e) the ester of the carboxylic acid and the al cohol,
(f) a rhodium catal yst, and

(g) the carboxylic acid

and in which process there is maintained a
concentration in the reaction nediumof the Goup VIB
costabiliser by adding to the reaction medi um of an
effective anount of a Goup VIB netal costabiliser or
by selectively renoving all the corrosion netals with
the exception of chrom um nolybdenum or tungsten salts

fromthe reacti on nedium"”

The clains according to the auxiliary request and those
according to the main request differed essentially in
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droppi ng the alternative enbodi nent conprised in the
|atter of selectively renoving all the corrosion netals
with the exception of chromi um nolybdenum or tungsten
salts fromthe reacti on nedi um

The Appellant submtted in particular that the clains
as anmended according to the main request satisfied the
requi renments of Article 123 EPC and were directed to
novel subject-matter. He argued that process claiml
according to this request was delimted fromthe state
of the art since it required the Goup VI B neta
costabiliser to be added to the reaction nedium a
feature which was not disclosed in docunment (3). Nor
was the alternative enbodi nent of selectively renoving
all the corrosion netals with the exception of
chrom um nol ybdenum or tungsten salts fromthe
reaction nedi umdi sclosed in that docunment, which, on
the contrary, taught to renove all the corrosion netals
wi t hout exception due to their adverse effect on that
process. Therefore neither docunent (3) nor any other
docunent cited in the proceedings anticipated the

cl ai med i nventi on.

The Respondent submitted that the patent in suit
according to the main request was not novel, however,
mai ntai ning this novelty objection during oral
proceedi ngs before the Board exclusively with respect
to the sole docunent (3) and dropping it with regard to
any other docunent cited in the proceedi ngs. He argued
that the process disclosed in docunent (3) conprised
all the features as defined in claim1 of the main
request. The feature of adding a G oup VIB netal
costabiliser to the reaction nediumrequired in the

cl ai med invention was disclosed inplicitly in that
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docunent, since the | eaching of corrosion netals from
the reactor, including netals of the Goup VIB, was to
be understood as an unintentional adding of those
netals. The alternative feature of the subject-matter
clainmed of selectively renoving all the corrosion
netals with the exception of chrom um nolybdenum or
tungsten salts fromthe reaction nediumwas al so nmade
avai | abl e by docunent (3), particularly in view of
exanple 1, Table | on page 7 wherein the netals iron
and nickel were renoved to a greater extent than the
Group VIB netals chrom um and nol ybdenum For these
reasons the subject-matter of claim1l according to the
mai n request | acked novelty.

VIIl. The Appellant requested that the decision under appea
be set aside and the patent be nmaintai ned on the basis
of the set of clains according to the nmain request
subm tted during the oral proceedings before the Board
or to the auxiliary request submtted on 3 June 1996.

The Respondent requested that the appeal be dism ssed.

I X. At the end of the oral proceedi ngs the decision of the
Board was given orally.

Reasons for the Deci sion

1. The appeal is adm ssible.

Mai n Request

2. Amendnents (Article 123(2) and (3) EPC

1553.D N
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In claiml the feature of operating the process

conti nuously and of "maintaining a concentration in the
reacti on nedium of the G oup VIB costabiliser” is
supported by page 4, lines 14 to 21 of the application
as filed. The adding of an effective anmount of a G oup
VIB costabiliser to the reaction nediumis backed up by
original page 2, lines 32 and 33 and page 5, lines 32
and 33. Page 6, lines 10 to 13 of the application as
filed provides a proper basis for the feature of

sel ectively renoving all the corrosion netals with the
exception of Cr-, Md- or Wsalts fromthe reaction

medi um The anount of the water content indicated in
feature (a) finds support in claim3 as originally
filed.

Therefore, all the anendnents nade to claim 1l as
granted conply with the requirenents of Article 123(2)
EPC.

The anendnents of the clains as granted bring about a
restriction of the scope of the clains, and therefore
of the protection conferred thereby, which is in
keeping with the requirenments of Article 123(3) EPC.

Novel ty

The sole issue arising fromthis appeal consists in
deci di ng whether or not the subject-matter of the
clainms as anended is novel over the state of the art.

During oral proceedings before the Board, the
Respondent chal | enged the novelty of the cl ai ned

i nvention exclusively with regard to docunent (3),
whil st no |l onger relying on the further docunents cited
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so far in the proceedings. Therefore, the Board limts
its detailed considerations with respect to novelty to
t hat docunent.

Docunent (3) discloses in claim10 a process for the
carbonyl ati on of nethanol to acetic acid in a reactor
by passi ng carbon nonoxi de through a reaction nmedi um
conprising nethanol and a catal yst solution of (a) |ow
wat er content conprising (f) rhodium (d) nethyl

i odi de, (e) nethyl acetate and (b) lithiumiodide to
produce (g) acetic acid. Said acetic acid is recovered
fromthe effluent of said reactor by concentrating the
effluent into a variety of process streans which
contain corrosion netal contam nants. Those net al
contam nants are renoved therefromw th a cation
exchange resin thereby reducing the netal contam nant
content in the process streans. On page 5, |ine 50,

t hat docunent specifies as contam nants particularly
the nmetals iron, nickel, chrom um and nol ybdenum the
| ast two being of (c) Goup VIB. The carbonyl ati on
process is continuously operated in the |iquid phase
(page 4, line 53; page 5, lines 19 and 20). The water
content in the reaction nmediumis bel ow 14 wei ght %
preferably as low as 0.1 weight% (page 4, line 35). To
that extent, the disclosure of docunent (3) is not in
di spute between the parties.

However, the Appellant and the Respondent had divergent
views on the matter whether or not the further
alternative features defined in claim1l as anended of
either adding to the reaction nedium an effective
anount of a Goup VIB netal costabiliser or of
selectively renoving all the corrosion netals with the
exception of chromum nolybdenum or tungsten salts
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fromthe reacti on nedi um were di scl osed in
docunent (3).

Wth respect to the feature of adding a G oup VIB netal
costabiliser to the reaction nedium the Respondent
conceded that "deliberately" adding that particul ar
nmetal costabiliser |acked disclosure in docunent (3),
but argued that |eaching of corrosion netals fromthe
reactor, including netals of the Goup VIB, was to be
interpreted as an "unintentional"” adding of those
nmetals to the reaction nedi um

This |l eads the Board to observe that there are
basically two different types of claim nanely a claim
to a physical entity, e.g. a product, and a claimto a
physical activity, e.g. a process for preparing a
product (see decisions G 2/838, QJ EPO 1990, 93,

point 2.2. of the reasons). In the present case,
claiml1l is directed to a process, i.e. to a physica
activity. This neans that the feature in that claim of
adding a Goup VIB netal to the reaction nmedi um
requires an action to be perforned. That action of
addi ng consists in putting actively a G oup VIB netal
into the reaction nediumso as to increase the quantity
of that netal therein. This is inline wth all the
exanpl es of the patent in suit wherein a separate

sol ution containing the Goup VIB netal is added to the
react or containing the reaction medi um

However, according to the process of docunment (3) the
Goup VIB netals are automatically present in the
reacti on nedi umdue to corrosion of the reactor which
does not require any physical activity. In view of the
absence in that docunment about any action to be
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performed with respect to putting the Goup VIB netal s
into the reaction nedium that docunent does not revea
to the skilled person the physical activity of adding
those netals to that nmediumas defined in claim1l.

Wth respect to the feature of selectively renoving al
the corrosion netals with the exception of chrom um
nol ybdenum or tungsten salts fromthe reacti on nmedi um
docunent (3) disqualifies the corrosion netals in the
reacti on nmedi um by describing them as net al

contam nants, which have an adverse effect on the
process for preparing acetic acid, and specifies
particularly the nmetals iron, nickel, chrom um and

nol ybdenum as contam nants (page 2, line 46 to page 3,
line 2; page 5, lines 50 to 52). Therefore that
docunent di scl oses renovi ng those netal contam nants
fromprocess streans originating fromthe effluent of
the reactor, w thout making any distinction, however,
between the different corrosion netals to be renoved
(page 5, line 54; claim10). Thus, the process for
renmovi ng corrosion netals disclosed in docunment (3) is
directed at renoving all the netal contam nants
regardl ess of their nature, which is at variance with
the feature as defined in the clainmed invention of
selectively renmoving all corrosion netals, but

chrom um nol ybdenum or tungsten.

The Respondent argued that the results indicated in
Table | of exanple 1 of docunent (3), referring to a
process for renoving corrosion netals froma process
stream showed that the netals iron and nickel were
renoved to a greater extent than the netals chrom um
and nol ybdenum this anmounted to an inplicit disclosure
of selectively renoving all corrosion netals, except
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chrom um or nol ybdenum as defined in the clained

I nvention. However, on the one hand, that exanple in
docunment (3) exenplifies a process for renoving the
corrosion netals froma particul ar process stream which
originates fromsplitting up the effluent of the
reactor into a variety of process streans, whereas the
subject-matter clained requires on the contrary the
corrosion netals to be renoved fromthe reaction
medium On the other hand, according to the footnote
(b) on page 7 of docunent (3), the process stream
feeding in exanple 1 the cation exchange resin to
renove the corrosion netals fromthat streamcontains a
greater anmount of iron and of nickel than of chrom um
and of nolybdenum This difference in netal content
necessarily results in the fact indicated in Table |I of
that exanple that a greater anmount of iron and of

ni ckel than of chrom um and of nol ybdenumis renoved.
Hence, exanple 1 as it stands does not support the
Respondent's al |l egation of a selective renoval of al
the corrosion netals with the exception of chrom um

nol ybdenum or tungsten as required in claiml; he
appears to interpret the disclosure of exanple 1 of
docunent (3) with the know edge of the present

i nvention, which the Board cannot accept.

For these reasons, the Respondent's argunents do not
convi nce the Board.

To summarize, in the Board' s judgenent, docunent (3)
does not anticipate the clained invention.

The Board is satisfied that the subject-matter clained
of the patent in suit as amended is not disclosed in
any of the further cited docunents either. This not
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being in dispute between the parties, it is not
necessary to give detailed reasons for this finding.

For these reasons, the Board concl udes that the
subject-matter of claim1, and by the sanme token that
of dependent clains 2 to 6 is novel within the neaning
of Articles 52(1) and 54 EPC

Rem ttal

Havi ng so deci ded, the Board has not taken a decision
on the whole matter since the Qpposition Division has
solely ruled on the issue of novelty and has not yet
concl uded the exam nation of whether, taking into
consi deration the anmendnents nade, the patent and the
invention to which it relates neet the other

requi renents of the European Patent Convention as
called for by Article 102(3) EPC. Under these

ci rcunstances the Board considers it appropriate to
exercise the power conferred on it by Article 111(1)
EPC to remit the case to the Opposition Division for
further prosecution on the basis of the clains
according to the main request in order to enable the
first instance to decide on the outstanding issues.

Auxi i ary request

1553.D

Since the main request is novel for the reasons set out
above, there is no need for the Board to decide on the

| ower ranking auxiliary request.
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O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance for further
prosecution on the basis of clains 1 to 6 according to
the main request submtted during oral proceedings
bef ore the Board of Appeal.

The Regi strar: The Chai r man:

E. Gborgmai er A. Nuss
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