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Summary of Facts and Subm ssi ons
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The appel | ants (opponents) | odged appeal s agai nst the
interlocutory decision of the opposition division
mai ntai ning the patent No. 0 219 301 in anended form

Opposition was filed against the patent as a whole and
based on Articles 100(a), (b) and (c) EPC

Fromthe nultiplicity of docunents cited before the
opposition division the follow ng docunents are al so
rel evant for this decision:

Dl: US-A-1 905 821

D2: US-A-1 908 048

D4: 3Mbrochure "lInperial Brand Mcro Finishing Film
Rol | s" A- AMFFRF(81.5) R2

D7: Affidavit of M Reiser

D11: Fachberichte fiur die Oberfl achent echni k

D12: 3M brochure "Inperial Brand Mcro Finishing Film
Rol I s" A- AMFRB(81. 05) R

D16: 3M brochure "Mechani cal Ti ps Wen Using | nperi al
Brand M crofinishing Filnf

D17: Brochure "Stone-Mcrofinish, a well proven

t echnol ogy", Thi el enhaus M crofinish Corp.
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D19: EP-A-0 161 748

P1: US-Priority docunent No. 608201 for D19

P2: US-Priority docunment No. 785498 for the patent in

sui t

L1l Oral proceedi ngs before the Board of Appeal were held
on 25 Novenber 1998.

(1) The appel | ants (opponents) requested that the
deci si on under appeal be set aside and the
Eur opean patent No. 0 219 301 be revoked. The
appel I ant/ opponent 1 requested further that the
cost decision made by the opposition division in
par agraph 14 of the decision be set aside.

(1i1) The respondent (patentee) requested that the
appeal be dism ssed (main request) or that the
pat ent be maintained in anended formon the basis
of auxiliary requests 1 or 2 presented during the

oral proceedi ngs.

(iii) daiml according to the main request reads as

foll ows:

"1l. A machine (10) for mcrofinishing a
cylindrical surface of a workpiece (18), said
machi ne using an abrasive tape (30) as the
machi ni ng agent, conprising: a pair of shoe
assenblies (62,62) each having neans for

attaching the tape and having at |east one
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rigid surface to press the tape into abrasive
contact with a workpi ece surface, two arns
(22) which support respective ones of the
shoe assenblies, and neans for causing
relative rotation between the workpi ece and

t he shoe assenblies such that relative
novenent between the workpi ece surface and
the tape (20) occurs as the workpiece is
rotated, relative to the tape, characterised
in that said abrasive tape (30) is nmade from
a substantially inconpressible polyneric
plastics filmmaterial, and in that the range
of rigid surface supported abrasive contact
bet ween each shoe assenbly and the
cylindrical workpiece surface subtends an
angl e greater than 120° at the axis of the
cylindrical contour of the workpiece and said
rigid shoe surface has a shape correspondi ng
to the desired workpiece surface shape.”

Claim1 according to the auxiliary request 1

reads as foll ows:

"1_

A machine (10) for mcrofinishing a
cylindrical surface of a workpiece (18), said
machi ne using an abrasive tape (30) as the
machi ni ng agent, conprising: a pair of shoe
assenblies (62,62) each having nmeans for
attaching the tape and having at |east one
rigid surface to press the tape into abrasive
contact with a workpiece surface, tw arns
(22) which support respective ones of the
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shoe assenblies, and nmeans for causing
relative rotation between the workpi ece and

t he shoe assenblies such that relative
novenent between the workpi ece surface and
the tape (20) occurs as the workpiece is
rotated, relative to the tape, characterised
in that the abrasive tape (30) is nade froma
substantially i nconpressible polyneric
plastics filmmaterial, and in that the range
of rigid surface supported abrasive contact
bet ween each shoe assenbly and the
cylindrical workpiece surface subtends an
angle of at |least of 135° at the axis of the
cylindrical contour of the workpiece and said
rigid shoe surface has a shape correspondi ng
to the desired workpiece surface shape.™

Claim1 according to the auxiliary request 2

reads as foll ows:

"1_

A machine (10) for mcrofinishing a
cylindrical surface of a workpiece (18), said
machi ne using an abrasive tape (30) as the
machi ni ng agent, conprising: a pair of shoe
assenblies (62,62) each having nmeans for
attaching the tape and having at |east one
rigid surface to press the tape into abrasive
contact with a workpiece surface, tw arns
(22) which support respective ones of the
shoe assenblies, and neans for causing
relative rotation between the workpi ece and

t he shoe assenblies such that relative
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novenent between the workpi ece surface and
the tape (20) occurs as the workpiece is
rotated, relative to the tape, characterised
in that the abrasive tape (30) is nade froma
substantially i nconpressible polyneric
plastics filmmaterial, and in that the range
of rigid surface supported abrasive contact
bet ween each shoe assenbly and the
cylindrical workpiece surface subtends an
angl e about 160° at the axis of the
cylindrical contour of the workpiece and said
rigid shoe surface has a shape correspondi ng
to the desired workpiece surface shape.™

The appel l ants argued essentially as foll ows:

Claim1 according to the main request did not conply
with Article 84 EPC, since the terns "rigid surface",
"substantially inconpressible filmmaterial" and "the
range of rigid surface supported abrasive contact

bet ween each shoe assenbly and the cylindrical

wor kpi ece surface subtends an angle greater than 120° at
the axis of the cylindrical contour of the workpiece"

were not clear.

The priority claimof the patent in suit of 8 Cctober
1985, based on US-patent application No. 785 498 (P2)
was invalid, since the invention of the patent in suit
had been already disclosed in an earlier US-patent
application, nanely the US application

No. 608 201 filed on 7 May 1984 (P1), from which the
Eur opean patent application EP-A-0 161 748 (D19)

0118.D Y
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claimed priority. In this earlier US application Pl a

m crof i ni shing machi ne was di scl osed whi ch conpri sed
all the features of claim1, including the clained tape
contact angle which was clearly shown in Figures 4, 11
and 13 of P1l. The priority claimof the patent in suit
being invalid, document D19 was state of the art
according to Article 54(2) EPC

|f the Board did not share this view of the appellants
and considered the priority claimof the patent in suit
to be valid, docunent D19 had to be considered as a
state of the art with respect to Article 54(3) EPC

The subject-matter of the patent in suit was not novel
with respect to the disclosure of D19. The content of
D19 was identical with the content of the patent in
suit, except that the contact angle of the tape around
t he workpi ece now clainmed in the patent in suit was not
menti oned expressis verbis in D19. However, the person
skilled in the art regarding Figures 4, 11 and 13 of

D19 was immedi ately aware that the contact angle of the

tape was greater than 120°.

Mor eover, the subject-matter of claiml of the main
request did not involve an inventive step having regard
to the prior art docunents D1 (D2) and D4 (D12).

Wth respect to the disclosure of the docunents D4 or
D12 and the advantages set out therein, the person
skilled in the art would replace in the mcrofinishing
machi ne known from docunents D1 or D2 the abrasive

coated paper or cloth tape by the 3M abrasive coated

0118.D Y
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tape recommended in D4 (D12), which tape consisted of
i nconpressi ble polymeric plastics filmmterial, and
thus, the person skilled in the art would arrive,

wi t hout the exercise of any inventive activity, at a
m crofini shing machine conprising all the features of
claim1l of the main request.

Docunments D16 and D17 woul d not prevent the person
skilled in the art fromusing the 3Mtape in a

m crofini shing machi ne according to DL or D2 having
rigid inserts. D16 did not dissuade fromthe use of
rigid inserts but nentioned inserts having a hardness
of 80 to 90 Shore A, which was only slightly bel ow the
har dness used in the machine according to claim1, and
which inserts, in a general sense, also had to be
considered as rigid inserts. Also the teaching of D17
did not |lead away fromthe conbination of rigid inserts
Wi th an i nconpressible tape, since the respective

par agr aph thereof suggesting not to use rigid inserts
in a paper polishing nmethod related to a specific final
polishing step, wherein any alterations of the geonetry

of the workpi ece surface shoul d be avoi ded.

The al l eged new effect of the conbination of rigid
inserts with inconpressible tape, nanely the capability
of correction of geonetric inperfections during the

m crofinishing step, could not support an inventive
step. Firstly, this effect was not new but already
present in the prior art techniques according to
docunents D1 or D2. Furthernore, this effect was al so
known from docunment D11, which nmentioned that it was

general |y possible in band-finishing methods to correct

0118.D Y
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the geonetry of the workpiece surface. Secondly, the
effect could at nobst be considered as a bonus-effect,
whi ch was obtai ned as an additional advantage of the
obvi ous conbi nati on of the teachings of documents D1
(D2) and D4 (D12).

Clains 1 and 16 of auxiliary request 1 were not
allowable with respect to Article 123(2) EPC, since the
feature "angle of contact of the tape greater than 135°"
was not disclosed in the originally filed application

docunents.

Clains 1 and 15 of the auxiliary request 2 differed
fromclains 1 and 16 of the main request only in that
the angle of contact of the tape is said to be "about
160°" instead of "greater than 120°". This difference
did not involve an inventive step having regard to the
prior art docunents D1, D2 and D11 di sclosing a tape
contact angl e extending around the major part of the

wor kpi ece circunference.

The respondent argued essentially as foll ows:

Claim1 according to the main request conplied with
Article 84 EPC

In the light of the patent specification it was clear
that the term"rigid surface" neant that the hardness
of the insert surface exceeded 90 duroneter, the term
"substantially inconpressible polyneric plastics film
material" nmeant that the filmis relatively

I nconpressi ble as conpared with paper or cloth, and the

0118.D Y
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term"range of rigid surface supported abrasive contact
bet ween each shoe assenbly and the cylindrical

wor kpi ece surface" designated, in accordance with
Figure 4 the range of contact of the abrasive tape with
the circunference of the workpiece between the points
of contact of the outer edges of the left-hand and the
right-hand rigid shoes of each shoe assenbly.

The patent in suit was entitled to the clained US
priority P2. The earlier US application according to
the priority P1 was totally silent about the feature of
claiml1 "the range of rigid surface supported abrasive
contact between each shoe assenbly and the cylindrical
wor kpi ece surface subtends an angle greater than 120° at
the axis of the cylindrical contour of the workpiece".
The draw ngs of Pl were nere schematic draw ngs and
could not serve as a basis for the determnation of the
di nrension or extent for a mninmumrigid shoe supported
contact range of the tape with the circunference of the
wor kpi ece.

The subject-matter of the patent in suit was novel over
t he di sclosure of D19. The content of D19 did not go
beyond the content of P1, and therefore, D19 - as well
as P1 - did not disclose the rigid shoe supported
contact range of the tape as clained in claim1.

The subject-matter of claim1l of the main request
I nvol ved an inventive step with respect to the prior

art docunents.

Claim1l conprised essentially four neasures, nanely

0118.D Y
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(1) use of a mcrofinishing machine having rigid
shoes according to docunment D1 (D2),

(1i) use of an abrasive tape made froma substantially
i nconpressible polyneric plastics filmmterial,

(tii) use of shoes having a surface corresponding to
t he desired workpi ece surface shape, and

(tv) use of a large range of rigid surface supported
abrasi ve contact between each shoe assenbly and
the cylindrical workpiece surface.

By the conbi nati on of these neasures, the
m crofini shing machi ne was able to correct geonetric
i nperfections in the finished workpiece surface.

The person skilled in the art could find no suggestion
for this conbination of neasures and its benefici al
result in the prior art.

The probl em underlying the invention, nanely to provide
a mcrofinishing machine which is capable of correcting
geonetric inperfections in finished surfaces, was
addressed neither in DL (D2) nor D4 (D12). Therefore,
the person skilled in the art had no reason to conbine
the teachings of these docunents. Moreover, D4 (D12)
did not disclose the feature "inconpressible plastics

filmtape".

At the time when the patent in suit was filed, the

0118.D Y
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techni cal devel opnent proceeded fromthe assunption
that rigid inserts could not be conbined with

i nconpressible filmtapes. In docunent D16, which dated
from1983, i.e. a tinme shortly before the priority date
of the patent in suit, only non-rigid inserts were
recomrended for use in conbination with the

m crofinishing filmtape according to D4 (D12).
Moreover, D17 stated that the use of rigid inserts with
abrasi ve tapes woul d be a di sadvantage for the

m crofinishing step. Al so docunent D11 did not teach
the use of rigid inserts in a mcrofinishing process
and was silent about the problemunderlying the

i nventi on.

Mor eover, none of the aforenmentioned docunents

di scl osed the features (iii) and (iv) nentioned above
and their beneficial wedging effect forcing the

wor kpi ece to assune the desired cylindrical

configuration.

The i ndependent clains according to the auxiliary
requests 1 and 2 defined | arger ranges of rigid surface
support, which resulted in a remarkable increase of the
average correction of geonetry of the workpiece in
terms of roundness as was denonstrated by the affidavit
of M Reiser (D7).

At | east the subject-matter of the auxiliary requests 1
and 2 involved an inventive step, since none of the
prior art docunents pointed to this beneficial effect

of a larger rigid surface support.

0118.D Y
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Reasons for the Decision

1. Extent of protection and interpretation of claim1 of
either the main, first or second auxiliary request.

(a) The term"rigid surface" has to be construed as
nmeani ng that the surface of a shoe assenbly has a
hardness of greater than 90 duroneter (Shore A),
as can be seen fromcolum 5, lines 39 to 42,
colum 6, lines 22 to 25 and claim9 of the
patent in suit.

(b) The term "the abrasive tape is made from a

substantially inconpressible polyneric plastics

filmmaterial" neans that the plastics filmtape
is relatively inconpressible as conpared with
paper or cloth tapes, as can be seen from
colum 7, lines 5to 9 of the patent in suit.

(c) The term "the range of rigid surface supported
abrasive contact between each shoe assenbly and
the cylindrical workpiece surface subtends an
angl e greater than 120° at the axis of the
cylindrical contour of the workpiece" neans the
range of contact of the abrasive tape with the
circunference of the cylindrical workpiece,
defined as circunference angle C between the
poi nts of contact of the outer edges of the left-
hand and right-hand rigid shoes of each shoe
assenbly, as can be seen fromFigure 4 and the
correspondi ng part of the description on
colum 7, lines 35 to 38 of the patent in suit.

0118.D Y
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As can be learnt fromFigure 13, the said "angle"
includes the circunferential contact range of a
non-rigid shoe (612) intermediate the rigid shoes
on both sides of the non-rigid shoe (612).

Based on the above interpretations (a), (b) and (c),
the subject-matter of the independent clainms of either
the main, first and second auxiliary requests is clear
in the neaning of Article 84 in connection wth
Article 69 EPC

Priority claim

The EPO does not normally check the validity of a
priority right during exam nation. A check nust be
made, however, if relevant prior art has been nade

avai lable to the public wthin the neani ng of

Article 54(2) EPC on or after the priority date clained
and before the date of filing (e.g. an "internedi ate
docunent"); see Quidelines GV, 2. 1.

According to the Guidelines D-111,5., last sentence,
the matter of priority nust be subjected to a
substantive exam nation in the course of opposition
proceedings if state of the art is invoked in
connection with a ground for opposition under

Article 100(a) in relation to which the priority date

is of decisive inportance.
In the present case, an "internedi ate docunent”, nanely

docunent D19, has been invoked during the opposition

proceedi ngs, and therefore, the matter of priority

0118.D
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claimof the patent in suit has to be investigated.

Docunment D19, which stens fromthe proprietor of the
patent in suit, was filed on 7 March 1985 and published
on 21 Novenber 1985 and clains priority fromthe
earlier previous US-application No. 608 201, dated

7 May 1984, (P1).

The patent in suit was filed on 7 Cctober 1986 and
clainms priority fromlater previous US-application
No. 785 498, dated 8 Cctober 1985 (P2).

In "Case Law of the Boards of Appeal of the EPO 1996,
page 183, Chapter IV-C, first and second paragraphs” it
i s stated:

“In principle, only the first application in a state
party to the Paris Convention can formthe basis of a
priority right. In the EPC this is nade clear in
Article 87(1).

| f, apart fromthe application whose priority is being
claimed in the subsequent European application, an
earlier previous application was also filed
(particularly outside the priority period), it nust be
est abl i shed whether the invention clainmed in the
subsequent application was disclosed in the earlier
application, which would render a priority clai mbased
on the later previous application invalid. The sane
principles have to be applied as when establishing
identity of invention between the application form ng

the basis of priority and the application claimng

0118.D
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priority. The question is whether the invention clained
in the subsequent application was already disclosed in
the earlier previous application taken as a whole or
only in the | ater one.™

The subject-matter of the patent in suit contains the
feature "the range of rigid surface supported abrasive
contact between each shoe assenbly and the cylindrical
wor kpi ece surface subtends an angle greater than 120° at
the axis of the cylindrical contour of the workpiece",
whi ch feature was disclosed in the | ater previous
US-application P2 in clainms 29 and 38, and on page 9,

| ast paragraph to page 10, first paragraph, in
connection with Figure 4. In P2, page 10, first

par agraph, a particul ar advantageous effect is al so
attributed to the large extent of the said "angle of
contact".

The earlier previous US-application P1 is totally
silent about the aforenentioned feature "angl e of
contact"” and its advantageous effect. It is true that
Figures 4, 11 and 13 of P1 show a w ap-around angl e of
the abrasive tape around a considerabl e range of the
circunference of the cylindrical workpiece. However,
the said figures represent diagrammatic and schematic
drawi ngs and therefore, cannot serve as a basis for
determ ning the extent of a m ninum "angle of contact”

as defined under point 1(c) above.

0118.D Y
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This view of the Board is in line with the established
jurisprudence of the Boards of Appeal that dinensions
obtai ned nmerely by neasuring a diagrammtic
representation of a docunent do not formpart of the

di scl osure (see Case Law of the Boards of Appeal of the
EPO, 1996, page 53, paragraph 2.4).

Hence, the said feature "angle of contact greater than
120°", and therefore, the subject-matter of the patent
in suit was not disclosed in the earlier previous
US-application P1 but only in the later previous

US- application P2.

This nmeans that the priority from US-application P2
clainmed by the patent in suit is valid, with the
consequence that docunent D19 represents a state of the
art only in the sense of Article 54(3) EPC

Main request

Novel ty

The appel | ant/ opponent 03 contended that the subject-
matter of claim1l was not novel over the disclosure of
D19, since this docunent disclosed all the features of
claim1l, including the feature "angle of contact of
greater than 120°". The appellant was of the opinion
that the latter feature was clearly derivable from
Figures 4, 11 and 13 of D19, which showed a w ap-around
angl e of the tape about the workpiece lying in the

range of "greater than 120°".

0118.D
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The Board cannot agree with this contention for the

foll ow ng reasons.

When assessing novelty of the subject-matter of the
patent in suit with respect to D19, the sane

consi derations apply as when assessing novelty of the
subject-matter disclosed in P2 (priority docunment for
the patent in suit) with respect to the subject-matter
disclosed in Pl (priority docunment for D19) - see

par agraphs 2.3 and 2.4 above.

Since the person skilled in the art does not find any
gui dance in the disclosure of D19 to the significance
and advant ageous effect of a large "angle of contact”,
he has no reason to focus his interest on the w ap-
around angle shown in Figures 4, 11 and 13 of D19 and
to think about how | arge that angle should be. In any
case - as pointed out above - since these drawi ngs are
mere di agrammati c and schematic representations they
cannot be relied upon as a basis for the disclosure of

concrete nunerical values for the "angle of contact".

Therefore, the diagrammati c and schematic draw ngs of

D19 do not disclose either the m nimum contact angle of
120° or the range of a contact angle of greater than

120°.

Consequently, the subject-matter of claim1l is novel
over the disclosure of D19.

Novelty with respect to the other prior art docunents

under consideration was not in dispute.

0118.D Y
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| nventive step

Cl osest prior art

The cl osest prior art is represented by docunent D2,

whi ch docunment di scl oses a machine for mcrofinishing a
cylindrical surface of a workpiece using an abrasive
tape as the machi ning agent, the said tape being nmade
from paper or cloth, and conprising a pair of shoe
assenbl i es each having neans for attaching the tape and
having at least one rigid surface to press the tape
into abrasive contact with a workpi ece surface, two
arnms whi ch support respective ones of the shoe
assenblies, and neans for causing relative rotation

bet ween t he wor kpi ece and the shoe assenblies such that
relative novenent between the workpiece surface and the
tape occurs as the workpiece is rotated relative to the

t ape.
From page 2, right-hand colum, line 122 to page 3,
| eft-hand colum, line 11, in connection with Figures 4

and 5 of D2, it can be learnt that the rigid shoe
surface has a shape corresponding to the desired

wor kpi ece surface shape.

Docunment D2 teaches on page 3, |left-hand col umm,

lines 4 to 11, in connection with Figure 4, that it is
preferable that the rigid concave cylindrical jaw
surface of a shoe assenbly supports the abrasive tape
and presses it into contact with the cylindrical

wor kpi ece so that the shoe assenbly and the cylindrical

0118.D
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wor kpi ece subtend a certain angle at the axis of the
cylindrical contour of the workpiece. It is true that a
numeri cal value of the "angle of contact” is not
expressis verbis disclosed in D2 and that the draw ngs
of D2 are schematic representations of the

m crofi ni shing machi ne di scl osed therein. However, in
the Iight of the aforenentioned teaching of D2, the
person skilled in the art is guided to focus his
interest on the extent of the "angle of contact” shown
in Figure 4 of D2, fromwhich he would clearly derive
that the said angle extends a | arge range around the
circunference of the workpi ece and, by nere visual
estimate of the representation of Figure 4, he would
readily identify an "angle of contact” having a

di nrensi on of about or sonmewhat above 120°.

Therefore, D2 also inplicitly discloses the feature
"the range of rigid surface supported abrasive contact
bet ween each shoe assenbly and the cylindrical

wor kpi ece surface subtends an angle greater than 120° at
the axis of the cylindrical contour of the workpiece"

of claim 1.

It is true that docunent D2 represents a rather old
state of the art. However, the respondent did not
contest the view of the appellants that nachi nes as
disclosed in D2 were still in use at the priority date
of the patent in suit and that D2 is to be considered
as representing the closest prior art.

Probl em underlying the invention

0118.D
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At the |atest when readi ng docunment D4, the person
skilled in the art was aware that abrasive coated tapes
of paper or cloth have sone drawbacks wth respect to
tear- and water-resistance, thickness, uniformty and
fl at ness, which drawbacks coul d be avoi ded by the use
of abrasive coated tapes of polyneric plastics film

mat eri al .

Therefore, the problemunderlying the invention to be
solved with respect to the m crofinishing machine
according to docunent D2 is to elimnate the drawbacks
associated with the use of abrasive tapes having a
backi ng of paper or cloth.

Sol ution

The af orenmenti oned problemis solved by the subject-
matter of claiml of the main request in that in the

m crofi ni shing machi ne known from docunent D2 the
abrasive coated tape having a backing of paper or cloth
is replaced by an abrasive coated tape having a backing

of inconpressible polyneric plastics filmmaterial.

This solution is obvious in the |ight of the teaching

of docunent D4.

Docunment D4 is a brochure of the conmpany 3M a supplier
of abrasive coated tapes for m crofinishing machines.
This brochure was published in 1981 and, apparently,
was i ntended to address manufacturers and users of
mcrofinishing tools wwth the ai mto persuade those
manuf acturers and users to buy the product of 3M

of fered therein. The "product" offered in D4 is an
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abrasi ve coated tape having a backing of polyester,
i.e. "a tape of inconpressible polyneric plastics film
material” in the sense of the interpretation given
under paragraph 1(b) above. Hereinafter this abrasive
coated tape is called the "3Mtape".

Docunment D4 discloses the foll owi ng advantages of the
3M tape over conventional abrasive coated tapes having
a backing of paper or cloth:

- superior uniformty of the backing and therefore
superior flatness of the tape (see page 1),

- reduced thickness of the tape, therefore a
greater length of tape in aroll (up to 600 ft as
conpared to 150 ft for conventional tapes),
resulting in 75% 1 ess down tine for changing the
rolls (see page 1),

- the tape is water-resistant and can therefore be
used with | ess expensive "water soluble oil"
(i.e. an oil-in-water emul sion) whereas
conventional tapes with cloth or paper backing
are not water resistant and require expensive

regul ar oil (see page 1),

- i nproved tear resistance resulting in |ess down

time due to broken rolls (see page 1), and

- the tape produces a finer finish (see page 2 of

D4, table "case history").
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These i nprovenents and advant ages provi de sufficient
reason for the manufacturer or user of mcrofinishing
machi nes according to D2 to consider the 3Mtape of D4
as an advant ageous alternative and repl acenment for

previ ous tapes having paper or cloth backing.

Therefore, followi ng the teaching of D4 and bei ng
confronted with the aforenentioned problem the person
skilled in the art would use the 3Mtape in the

m crofini shing machi ne known from D2 instead of a
conventional tape having a paper or cloth backing, and
thus, would arrive in an obvious manner at the subject-

matter of claim1l.

The respondent submts that a new effect, nanely
correction of geonetric inperfections in the finished
surface, was achi eved by conbi ning an i nconpressible
pl astics tape with rigid inserts, and that this new
effect was neither addressed in D2 nor in D4, and that
therefore the person skilled in the art had no reason

to conbi ne the teachings of those prior art docunents.
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The Board does not agree with this contention, for the

foll ow ng reasons.

It is true that the effect "geonetric correction” is
not nentioned in docunents D2 and D4. However, as
stated above, the conbined use of the 3Mtape according
to D4 in a machine having rigid inserts according to D2
was obvi ous, because it could be expected to produce
exactly the various advantageous effects which are
described in D4. The alleged new effect "geometric
correction" has to be considered as an extra effect -
so-cal l ed "bonus effect"” - obtained as a result of the
obvi ous conbi nati on of the teachings of the

docunents D2 and D4.

It is established jurisprudence of the Boards of Appeal
that such a "bonus-effect"” cannot substantiate an
inventive step (see Case Law of the Boards of Appeal of
the EPO, 1996, pages 113/114, Chapter 7.7.1).

Further, the Board considers to be unfounded the
assertion of the respondent that the disclosures of
docunents D16 and D17 prevented the person skilled in
the art fromusing a 3Mtape in a mcrofinishing

machi ne having rigid inserts.

Docunment 16, which is a brochure of the 3M conpany,

gi ves nechani cal tips when using the 3Mtape according
to D4 in a mcrofinishing machine. Fromthis docunent
it can be learnt that a shoe hardness of "generally 80
to 90 Shore Ais comon”. It is true that the shoe

hardness referred to in D16 is bel ow t he shoe hardness
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"of greater than 90 duroneter (Shore A) chosen in the
m crofini shing machi ne according to claim1l (see

par agraph 1(a) above). However, it has to be noted that
a hardness of 80 to 90 Shore A nentioned in D16 can, in
a general sense, be considered as "rigid" and is just
bel ow a shoe hardness "greater than 90 Shore A" as
recomrended in the patent in suit. Mreover, the patent
in suit does not contain any indication or proof that

t he use of shoes having a hardness of "greater than 90
Shore A" results in a superior, unexpected finishing
effect when conpared with the use of shoes having a

har dness of between 80 and 90 Shore A

In any case, there can be found no indication in D16

t hat the shoe hardness should be non-rigid or that the
3Mtape should only be used in conbination with non-
rigid shoes.

Docunent D17 is concerned with stone m crofinishing and
menti ons under the chapter "paper or abrasive film

pol i shing" that paper polishing could sonetines, but
very rarely and with doubtful success, be practised
after stone mcrofinishing on a second station of a
stone m crofinishing machine, and that in such a second
final polishing step resilient back-up pads for the

abr asi ve paper should be used, in order not to destroy
the geonetry and m crofinish of the workpi ece which was
previ ously produced by stone mcrofinishing. This
indication in D17 clearly refers to an optional second
final polishing step which can be carried out after the
proper stone mcrofinishing process during which the

desired geonetry and m crofinish is produced.
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Therefore, this indication in D17 does not prevent the
person skilled in the art fromusing in a proper band-
m crofinishing station a conbination of rigid shoes
with a 3Mtape.

Consequently, fromthe disclosures of docunents D16 and
D17 no tendency or prejudice can be derived which would
prevent the person skilled in the art fromusing a
3Mtape in a mcrofinishing machi ne having shoes of a

har dness of greater than 90 Shore A

.2.5 Therefore, the subject-matter of claim11 according to
t he main request does not involve an inventive step in
t he sense of Article 56 EPC

3.3 For the above reasons, the main request of the

respondent is not allowable.

Auxiliary request 1

Claim1l according to auxiliary request 1 differs from
claim1l according to the main request in that the

wor di ng "greater than 120°" has been repl aced by the

wordi ng "at |east of 135°".

The only locations in the originally filed application
docunents, wherein the extent of the "angle of contact”
is addressed are clains 18 and 38 and page 9, | ast

par agraph. Therein, this angle of contact is said to be
"greater than 120°" or "preferably about 160°". However,
there can be found no basis in the originally filed
application docunents that the angle of contact should
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be at | east 135°.

Consequently, claim1 according to auxiliary request 1
contravenes Article 123(2) EPC, and therefore, the
auxiliary request 1 is not allowable.

Auxiliary request 2

Anrendnent s

Claim1l1 according to auxiliary request 2 differs from
claim1l of the patent as granted

- in that the angle of rigid contact is now

specified as "an angl e about 160°", and

- in that the feature "said rigid shoe surface has
a shape corresponding to the desired workpi ece
surface shape"” has been added.

The i ndependent nethod claim 15 according to auxiliary
request 2 differs fromthe independent nethod claim 18
of the patent in suit by the above-nentioned first
amendnent .

The above-nentioned first amendnent is based on page 9,
| ast paragraph, of the originally filed description,
where it is stated that "the angle C should be ..

preferably about 160°".

The above-nmenti oned second anmendnent i s based on the
originally filed claim10.
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The scope of protection of the independent clains
according to auxiliary request 2 has been restricted by
t he above-nentioned anmendments with respect to that of
t he i ndependent clains of the granted patent.

The description has been adapted to the anended cl ai ns.

The anmendnents to the clainms and to the description,
t herefore, do not offend against Article 123(2) and (3)
EPC.

Novel ty

The independent clainms 1 and 15 of auxiliary request 2
correspond to the independent clains 1 and 16 of the
mai n request, with the exception that now the contact

angle is restricted to a value of "about 160°".

Therefore, for the sane reasons as given under
par agraph 3.1 above with respect to the subject-matter
of the main request, also the subject-matter of

auxiliary request 2 is novel.

I nventive step

The subject-matter of the independent clains 1 and 15
of auxiliary request 2 differs fromthe subject-matter
of the independent clains 1 and 16 of the main request
in that the extent of the angle of contact of "greater

than 120°" is nowrestricted to a value of "about 160°".
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The respondent submits that such a |arge angl e of
contact exerts an advantageous wedgi ng effect on the
wor kpi ece, this effect resulting in a significant
increase of material renoval and, hence, significant

i nprovenent of the correction of the geonetry of the
wor kpi ece. In this respect the respondent referred to

t he exanples given in M Reiser's affidavit (D7), which
illustrate that an angle of contact of "about 160°"
produces significant inprovenents in the ability of the
m crofini shing shoe assenbly to correct geonetric

i nperfections in the workpi ece when conpared with a

contact angle of "about 120°".

Since the said advant ageous effect of a | arge contact
angl e of "about 160°" was not contested nor disproved by
t he appel lants, and since there can be found no
suggestion or hint in the prior art for increasing the
contact angle to an extent of "about 160°" in order to
obtain the said advantageous effect, the provision of
the feature "angle of contact is about 160°" in the
machi ne or the nethod according to claim1l or claim 15
cannot be supposed to be obvious for the person skilled
in the art, and therefore, the subject-matter of

claims 1 and 15 according to auxiliary request 2

i nvol ves an inventive step in the sense of Article 56
EPC.

As the clains according to auxiliary request 2
represent a patentable invention with respect to
Article 52(1) EPC, the auxiliary request 2 of the
respondent has to be all owed.
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6. Apportionment of costs

The Board does not share the view of the opposition
division that the late citation of the docunent Pl
(US-application No. 608 201) by the

respondent/ opponent 1 constituted "an abuse of the
procedure". Docunent Pl was cited by the
respondent/opponent 1 in order to question the clained
priority of the patent in suit. In the present case,
the exam nation of the validity of the clained priority
is a decisive question for establishing the status of
the prior art document D19. Such an exami nation has to
be carried out "ex officio" at any stage of the
proceedi ngs and cannot be rejected either as "l ate-
filed" or as abuse of procedure (see paragraph 2
above).

Therefore, the Board sets aside the order of
apportionnment of costs charged on the

appel | ant/ opponent 1 (see paragraph 14 of the decision
of the opposition division).

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.
2. The case is remtted to the first instance with the

order to maintain the patent in anmended formon the
basis of the foll ow ng docunents:
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- Clainms 1, 15 to 22 according to auxiliary
request 2, filed on 25 Novenber 1998,

- Clainms 2 to 14 according to the main request,
filed on 25 Novenber 1998,

- description: pages 2 to 4 and 6 as granted,
page 5, filed on 25 Novenber 1998,

- draw ngs as grant ed.

The Regi strar: The Chai r man:

A. Townend A. Burkhart
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