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Summary of Facts and Subm ssi ons

2600. D

On 19 January 1996, the appellant (opponent) | odged an
appeal agai nst the decision of the Opposition D vision
stipulating the anmended formin which the European
patent No. 0 263 274 could be nmintained and paid the
fee for appeal on the sane day. The statenent setting
out the grounds of appeal was received on 22 March
1996.

The Opposition division held that the grounds submtted
by the opponent, nanely those based on

(a) Article 100(a), that is lack of novelty having
regard to docunent:

(D7) Theories and Techni ques of Oral | nplantol ogy,
Leonard I. Linkow, Saint louis 1970, pages 1

2, 9, 157

and lack of inventive step having regard to
docunent s:

(D2) GOsseointegration and its Experi nmental
Background, P-I Branemark, Sept. 1983

(D1) GOsseointegrated Inplants in the Treatnent of
t he Edentol ous Jaw, P-1 Branemark et al,
1977, pages 30 to 33,

or having regard to docunents (D7) and (D2),

(b) Article 100(b) EPC (insufficient disclosure), and
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(c) Article 84 EPC (lack of clarity)

did not prejudice the nmai ntenance of the patent in
anmended form

The opposition division found further that the
amendnments net the requirements of Articles 123(2) and
(3) EPC.

L1l On 8 August 1996 the respondent (patent proprietor)
filed as "annex 3" the follow ng docunent:

(D8) Theories and Techni ques of Oral | npl antol ogy,
Leonard |. Linkow, Saint Louis 1970, page 263
(originating fromthe same publication of docunent
(D7)).

On 7 June 1999 the appellant filed the docunents:

(D9) Lexikon der Technik, with a definition of "thread
t appi ng"

(D10) and (D10") originating fromthe sanme publication
of docunent (Dl) and consisting of page 29
(D(10)) and of an enlargenent of Figure 14 of the

sane page 29 (D(10')).

In the follow ng these three docunents will be
cited together as (D1-D10-D10').

| V. Fol |l owi ng a request of both parties, oral proceedings
were held on 6 July 1999.

At the end of the oral proceedings the requests of the
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parties were as follows:

The appel | ant (opponent) requested that the decision
under appeal be set aside and that the European patent
No. 0 263 274 be revoked.

The respondent (patentee) requested that the appeal be
di sm ssed and the patent naintained on the basis of the
anmended version submtted during the oral proceedings.

The wording of claim1 as submtted on 6 July 1999 is
as follows:

“"An inplant portion of an oral inplant designed for
supporting an artificial tooth structure (30)
conprising an inplant body (10) having a cylindrica
shape with self-tapping threads (13) on its exterior
surface over a mddle region of the inplant body, being
adapted to be threaded into an opening in a bone (11)
of a patient in the vicinity of the occlusal plane, and
al so having at |east one vent (16, 16a, 16b) extending
at least part way into the inplant body (10), further
conpri sing an upper section which is adapted to be
directed away from a base portion of the opening in the
bone (11) when installed, including connecting neans
(19, 19', 21, 24, 35; 42, 44-46, 48, 52, 59; 52, 60,

62, 64) for connecting an abutnment (20) for supporting
an artificial tooth structure (30) to the inplant
portion (10), and also conprising at | east one channe
extendi ng through said threads (13) on the inplant body
(10),

characterized by

the at |east one channel (18, 18a, 18b) being

term nated bel ow t he uppernost threads (13) and
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di recting bone chips toward said base portion of the
opening in the bone (11) during insertion of the

i mpl ant body (10) into said opening in the bone (11),
one edge (18 ) of the threads (13) at one side of the
channel (18, 18a, 18b) being substantially at a right
angle to the circunferential direction of the threads
(13), so that to forma cutting edge (18') being

adapt ed, when in engagenent with the surroundi ng bone
(11)

(i) to pronote self-tapping of the threads (13) in the
surroundi ng bone (11), and

(ii) to shave off pieces of said bone (11) during

t hreading of the inplant body (10) into the opening in
t he bone (11), and

(ii1) to direct the pieces of bone (11) into the
channel (18, 18a, 18b) such that the channel may direct
pi eces toward the base portion of the opening."

The appel | ant argued as foll ows.

Carity

Fol | owi ng phrases of claim1 are not clear:

- "(self-tapping threads) extending over a mddle
region (of the inplant body)",

- "one channel extending through said threads", and

- "(the channel being term nated) bel ow the upper nost
t hr eads”

Novel ty
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Docunent (D2), page 404, Figure 8, discloses all the
features of claiml1l. The self-tapping threads are very
close to the mddle region even if not extending
through it. Docunent (Dl-D10-D10'), which shows at

page 31 the sane enbodi nent of docunment (D2), does not
necessarily limt the self-tapping to the apica
portion. The tapping in fact depends on the form of the
hol e and not only on the formof the inplant. See
docunent (Dl1-D10-D10'), page 31, Figure 16f. See al so
description of the patent specification, colum 5, from
line 33 where it is said that, if necessary, a bone tap
can be used to create grooves in the hard upper

cortical bone prior to insertion of the inplant

portion.

Docunent (D7), right enbodi nent of Figure 1-1B, page 2,
shows an inplant according to the clained invention. At
page 157 it is further stated that the chips produced
by self-tapping end up inside the vent. This passage,
even if not directly related to Figure 1-1B, descri bes
a common feature in the field. The cited figure

di scl oses also that the cutting edge is at right angle
as can be evidenced by conparing the right and |eft
enbodi nent of Figure 1-1B with the m ddle one. The only
feature not contained therein is that the channe

term nates under the uppernost threads.

I nventive step

Starting fromdocunent (D2), the subject-matter of
claim1 is distinguished therefromonly by the feature
that the self-tapping threads are present in the
cylindrical part. The invention is, therefore, based on
the problemto inprove the anchoring of the inplant in
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t he bone.

Docunent (D1-D10-D10') gives several exanples of

i npl ants having self-tapping threads of different

| ength on the cylindrical part which can be sel ected
according to the required anchoring strength. That
means that extending themto the m ddl e regi on cannot
be inventive. According to the description of the
patent in suit, the edge of the channel does not need
to be fornmed in a particular way to performthe cutting
function. It is sufficient that it is cut at 90°. The
figure in docunent (D1-D10-D10'), page 29, second
enbodi mnent fromthe bottomright, shows self-tapping
t hr eads.

Alternatively, the subject-matter of claiml is
rendered obvious by the conbination of features
di scl osed i n docunents (D7) and (Dl1-D10-D10").

The subject-matter of claiml differs fromthe

di scl osure of docunent (D7) in that the channe

term nates before the uppernost thread. The affidavit
of M Linkow submtted during the opposition
proceedi ngs which states that the device of docunent
(D7) is not self-tapping in the sense of the invention
is not reliable because M Linkow is closely linked to
the respondent being the inventor of the patent. The
statenent is also not consistent with Figure 1-1B of
docunent (D7). Docunent (D1-D10-D10') contains the

di sti ngui shing feature.

The cl ai ned function of the channel is to create a
cutting edge and to force the chips down towards the
base. However, it is not possible to force the chips
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towards the base because the chips produced are too few
to fill the interstices over the entire length of the
t hreaded portion of the inplant body.

During the insertion of the inplant and when the
channel is half-inserted in the bone, the channe
remai ns open and the bone chi ps cannot be transported
towards the base.

VII. The respondent argued as foll ows.

Carity

- The phrase that the self-tapping threads extend
over a mddle region neans that they do not
necessarily extend towards the ends;

- the phrase that the channel extends through said
t hreads neans that the channel nust go through the
m ddl e portion but it does not need to be limted
to that portion;

- t he phrase that the channel extends bel ow the
upper nost threads neans that the channel does not
go through at |east the 2 uppernost threads.

Novel ty

Docunent (D2), Figure 8, page 404, does not show a
cylindrical shape of the body. The sel f-tapping,

coni cal apical part is designed to cut the bottom of
the hole. In the cylindrical part there is no channel.
Docunent (D1-D10-D10'), which discloses the sane
enbodi nent at page 31, Figure 16f, shows that the

2600. D Y A
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installation steps conprise a pre-threading of the
cylindrical part of the hole, whereby the bottomis
| eft unthreaded. That neans that in the cylindrica
portion of the inplant there is no self-tapping.

Docunent (D7) does not disclose self-tapping threads
nor a channel cl osed upwards.

I nventive step

The presence of a channel does not necessarily inply a
sel f-tapping effect.

Docunent (D1-D10-D10'), Figure 15g at page 29, shows an
instrunment for the installation of the inplant which is
designed to tap the bone. The channel has to be
specifically designed in order to be self-tapping. The
channel of the inplant according to (D1-D10-D10') has
the only function of giving way to the bl ood. Docunent
(D1-D10-D10') has been published on 1977. The self-
tappi ng threads have been introduced | ater. Docunent
(D2), which was published on 1983 does not give any
hint for extending the self-tapping effect to the
cylindrical part. It does not contain any indication to
direct the bone chips towards the base portion of the
openi ng.

Docunent (D7), page 9, discloses that - being the
spiral portion of the inplant solid and containing a
sluiceway - it is sturdy enough for self-tapping.
Page 157 does not refer to Figure 1-1B. M Linkow in
the affidavit submtted during the opposition
proceedi ngs declared that the device disclosed in
docunent (D7) is not self-tapping in the sense of the
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i nventi on.

The invention has the purpose to transport the bone
chips toward the bottom and that the inplant also
functions as a tool. The closure of the channel at the
top provides that the bone chips mgrate towards the
base portion during screwing of the inplant.

Reasons for the Deci sion

2600. D

The appeal is adm ssible.

Amendnent s

The feature that the self-tapping threads extend over a
m ddl e region of the inplant body is disclosed in
colum 4, lines 52 to 54 and colum 5, |lines 44 to 47
of the patent specification and represents a limtation
of the protection given by the feature: "self-tapping
threads over at |east part of its exterior surface"
contained in claim1 of the patent specification.

The feature that the channel extends through said
threads is derived fromclaiml as originally filed as
well as fromclaim1l as granted by deletion of the
word: "at |east".

The feature that the channel is term nated bel ow the
uppernost threads is disclosed at colum 2, |ine 27 and
in the figures of the patent application and it
represents a restriction of the protection given by the
functional feature: "for directing bone chips towards
sai d base portion" contained in claiml1 in the granted
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ver si on.

There are therefore no mani fest grounds for chall enging
the anendnents made after grant to the patent in suit
for lack of support in the original disclosure or for
extensi on of the protection sought. The appellant did
not raise any objection against the present version of
the clains in this respect.

Carity

Claim1l has been anended during the opposition
proceedi ngs.

According to Article 102(3) EPC, a patent anended
during the opposition proceedi ngs shoul d neet the

requi renents of the EPC, in particular also the clarity
requi renents of Article 84 EPC

Clarity is not however one of the grounds for

opposi tion exhaustively listed in Article 100 EPC.
Article 100 EPC is a particular normspecific to the
opposition proceedings and it prevails over the genera
reference to the requirenents of the Convention
contained in Article 102(3) EPC

That nmeans that an objection of clarity is adm ssible

i n opposition proceedings only for those features whose
nmeaning is directly affected by the anmendnents
perforned after grant (see decision T 301/87, QJ 1990,
35).

In this case the features objected to on the basis of
Article 84 EPC derive fromanendments i ntroduced after
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grant. Accordingly the objection on the basis of
Article 84 is adm ssi bl e.

The obj ected features are however cl ear

The wordi ng: "m ddle region" neans that such region
does not conprise the ends of the inplant body. The
wor di ng: "channel extending through said threads" neans
that the channel has an extent which at |east covers
part of the threads. The wording: "being term nated
bel ow t he uppernost threads" neans that the channe

does not cut at |east the two uppernost threads.

Novel ty

Docunent (D2), see Figure 8 at page 404, discloses an

i mpl ant portion of an oral inplant designed for
supporting an artificial tooth structure conprising an
i mpl ant body having a cylindrical shape with threads on
its exterior surface and a conical apical part with

sel f-tappi ng threads, the inplant body being adapted to
be threaded into an opening in a bone of a patient in
the vicinity of the occlusal plane, and al so having at

| east one vent extending at |east part way into the

i npl ant body, an upper section which is adapted to be
directed away from a base portion of the opening in the
bone when installed, including connecting neans for
connecting an abutnent for supporting an artificial
tooth structure to the inplant portion, and conprising
at | east one channel extending through the threads in
the apical part, being term nated bel ow t he upper nost
threads and directing bone chips toward sai d base
portion of the opening in the bone during insertion of
the i npl ant body, one edge of the threads at one side
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of the channel being substantially at a right angle to
the circunferential direction of the threads so that to
forma cutting edge, said one edge bei ng adapted

(1) to pronote self-tapping of the threads,

(i) to shave off pieces of bone during threading of
the inplant portion into the opening in the bone,
and

(iii) to direct the pieces of bone into the channe
such that the channel nmay direct pieces towards
sai d base portion of the opening."

The inplant according to claim1 differs fromthe one
di scl osed in docunent (D2) in that self-tapping threads
are provided over a mddle region of the inplant and in
that the channel extends through said threads.

Even if it were adm ssible to interpret the disclosure
of docunent (D2) in the light of docunment (Dl-D10-
D10'), the conclusion would be the sane, because al so
the i nplant displayed in Figure 16k of this docunent
conprises self-tapping threads only in its apical part.

Docunent (D7) (see in particular Figure 1-1B on page 2,
ri ght enbodi nent) discloses an inplant containing a
spiral portion, the spiral portion being self-tapping
(see page 9, right columm, second paragraph) and being
adapted to be threaded into an opening in a bone of a
patient in the vicinity of the occlusal plane, and al so
havi ng at | east one vent (see page 9, the chapter
entitled "Vent-plant inplants") extending at |east part
way into the inplant body, and a coronal portion
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consi sting of a solid square shaft including connecting
nmeans for connecting an abutnent for supporting an
artificial tooth structure and being adapted to be
directed away fromthe base portion of an opening in

t he bone when installed. The inplant al so conprises at

| east one channel (sl uiceway) extending through said

t hreads on the inplant body.

Thi s docunment is however silent on whether a side of
the channel is at a right angle to the circunferentia
direction of the threads. Figure 1-1B, right-hand
enbodi nent, is too blurred to allow an assessnent of
such angl e. Docunent (D7) is also silent on whether the
one edge is suitable to be a cutting edge, adapted to
pronote self-tapping of the threads, to shave off

pi eces of bone during threading of the inplant body
into the bone and to direct the pieces of bone into the
channel. On the other hand, the statenent on page 9,
right columm, second paragraph, that the spiral portion
is "sturdy enough for self-tapping" |eads rather to
the conclusion that the self-tapping of the known
spiral portion is the result of a crushing action and
not of a cutting action as required by claim21 of the
patent in suit.

Consequently, the subject-matter of claiml1l differs
fromthe inplant disclosed in docunent (D7) in that the
at | east one channel is term nated bel ow the upper nost
threads and directs bone chips towards the base portion
of the opening in the bone during insertion of the

i mpl ant body into said opening in the bone, and in that
one edge of the threads at one side of the channel is
substantially at a right angle to the circunferentia
direction of the threads to forma cutting edge being
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adapt ed, when in engagenent with the surroundi ng bone
to exert the functions (i), (ii) and (iii) specified in
claim1.

I nventive step

The di stinguishing features of claim 1l agai nst docunent
(D2) (which, in a first approach, has been consi dered
by the appellant as representing the nearest prior
art), nanely self-tapping threads in the mddle region
of the inplant and a channel extending through said

t hreads, solve the problemof facilitating insertion
and of inproving anchorage of the inplant in the bone,
cf. patent specification, colum 2, second paragraph.

The threads being self-tapping, the insertion of the
inmplant is facilitated because the inplant is screwed
in a hole in the bone without the need to first pre-cut
grooves in the inner surface of the hole to accomobdate
the threads of the inplant. Since the self-tapping
threads are positioned in the mddle region, the
anchorage forces are nore evenly distributed al ong the
| ength of the inplant and not concentrated in the

api cal portion. Extending the channel in the mddle
region has finally the effect that nore chips created
during the self-tapping are deposited toward the base
of the hole pronoting faster bone grow h.

Docunent (D1-D10-D10') (which the appellant considers
to take away the inventive step of claim1l in

conbi nation with docunent (D2)), on its pages 30 to 33,
descri bes the preparation of the bone fixture site and
t he subsequent inplantation of an oral inplant which
conprises self-tapping threads exclusively on its
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api cal end (see in particular Figure 16 and page 30
first paragraph) and, therefore, corresponds to the

I mpl ant di scl osed in docunent D2. As is quite clear
fromFigure 16f, the main part of the hole into which
the inplant is to be inserted is tapped before the
insertion of the inplant |eaving only the downost part
of the hol e untapped and ready to be tapped by the
apical part of the inplant.

The inplant of Figure 16 has found its way into
practical use and even been standardi zed (see page 29,
text under Figure 14).

By contrast, the sane Figure 14 on page 29 shows a
collection of "various types and sizes of titanium
fixtures and cover screws which were used during the
devel opnent of the project”. These sanple fixtures are
not described in detail and have apparently never been
used in practice. The appellant has pointed to the
penultimate fixture in this collection asserting that
this sanple fixture conprised a channel and self-
tappi ng threads according to the features in the
characterising part of claiml.

The Board, however, cannot share this view There is
nothing in the figure which could | ead necessarily to
the conclusion that the threads in the m ddl e section
are self-tapping and at a right angle to the
circunferential direction of the threads so as to form
a cutting edge being adapted to exert the functions (i)
to (iii) indicated in claiml. The magnified view
accordi ng to docunent (D10') does not permt any other
conclusion. It could well be that the inplant is
inserted into a hole with a pre-tapped interior surface
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and that the channel is ainmed at housing pieces of bone
originating fromthe pretapping step

I n consequence, the teaching of docunent (D1-D10-D10")
when added to the disclosure of docunent (D2) cannot
lead to the subject-matter of claim1l in an obvious
manner .

Turning to the second approach of the appellant, which
consi ders docunent (D7) as representing the nearest
prior art, the purpose of the invention is again to
facilitate insertion of the inplant by having self-
tappi ng threads, so that the inplant can function |ike
a tool and to facilitate growh of the bone by having a
channel which directs chips toward the base portion of
the hole in the bone.

Nei t her docunent (D7) nor docunent (D1-D10-D10")
recogni se the purpose of the invention. Both docunents
fail also to disclose self-tapping threads in the

m ddl e regi on and a channel term nating before the
upper nost threads.

O der

For these reasons it Is decided that:

1. The Deci sion under appeal is set aside,

2. The case is remtted to the first instance with the
order to maintain the patent as foll ows:

2600. D
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- clainms 1 to 25 and description as subm tted during
the oral proceedings on 6 July 1999, Figures 1 to
13 as granted

The Regi strar: The Chai r man:

S. Fabi ani W D. Wi ld
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