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Summary of Facts and Subm ssi ons

2739.D

Eur opean patent No. 0 331 222 conprising 7 clains was
granted on the basis of European patent application
No. 89 200 314.6. The independent clains are worded as
fol | ows:

"1l. A nethod for preparing a granul ar beverage

mat eri al conprising the steps of:

(a) preparing a dry m x conprising tea or coffee
mat eri al and having a noisture content of O-
10% by wei ght,

(b) pressing said mx into sheets at a
tenperature of 10°C to 40°C under a pressure
of up to 2 tons/cm
and

(c) reduci ng said sheets in size to form
granul es. "

Dependent clains 2 to 5 relate to specific el aborations
of the nmethod according to claim 1.

"6. A granul ar beverage material conprising conpacted
non- heat-treated granul es conprising tea or coffee
mat eri al and having a noisture content of 0-10% by
wei ght, the bulk density of the product being nore
than 100 g/litre.”

Dependent claim7 relates to a beverage materi al
according to claim6 being an ice-tea m x.

The appellant originally filed notice of opposition to
the grant of the patent and requested its revocation as
a whole on the ground that the subject-matter of the
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pat ent opposed was not patentable (Article 100(a) EPC)
because it was not novel (Articles 52(1); 54 EPC) and,
i ndependently of the |ack of novelty, it did not

i nvol ve an inventive step (Articles 52(1); 56 EPC).

The opposition was based, inter alia, on the follow ng

citations:

(1) DE-A-2 402 446

(3) US-A-4 308 288

(4) EP-A-0 204 256

In a decision posted on 20 Novenber 1995 the opposition
di vi sion reached the concl usion that the subject-nmatter
of all clainms of the patent opposed net the

requi renents of both novelty and inventive step and
decided to reject the opposition under Article 102(2)
EPC. The substance of its reasoning was as foll ows:

Ctation (1) was the only prior art docunent cited

agai nst the novelty of claim11. The nethod of preparing
a granul ar coffee product, as described in the first
full paragraph on page 3 of citation (1), required the
step of sintering the ground coffee material at a
tenperature of 80 to 120°C, while the dry m x of tea or
coffee material was subjected in step (b) of the
clainmed nmethod in the patent in suit to a high
pressure, low tenperature treatnent in the range of
10°C to 40°C maxi mum Since citation (1) did not state
that the actual tenperature experienced by the coffee
material during the heat and pressure treatnent
(sintering) mght be any |lower than 80°C, it failed to
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antici pate the nmethod of preparing a granular coffee or
tea product according to clains 1 to 5 of the patent in
suit.

Al t hough citation (4), which was cited against the
novelty of the granul ated beverage material according
to claim6, disclosed in Exanple 1 on page 14 a
granul ar coffee product having a noisture content and a
bul k density falling within the ranges specified in
claim6 of the contested patent, the product discl osed
in (4) was definitely subjected during its preparation
to certain heat treatnent operations and coul d

t herefore not be described as "non-heat-treated

granul es" as required by claim6 of the patent in suit
for the clainmed granul ar beverage material.

As to inventive step, the closest state of the art,
viz. citation (1) specifically disclosed the
preparation of a granul ar beverage material for coffee
by heating the ground coffee m x under pressure to a
tenperature of 80 to 120°C. Although citation (1)
referred in the first full paragraph on page 3 in
nmerely general terns to the possibility of using a

hi gher or | ower tenperature and pressure dependent on
the particular material being conpacted and granul at ed,
the fact renmmined that (1) did not suggest or encourage
di spensing with the heat treatnent at all

Even if it was accepted that the nethod of producing a
granul ar cocoa disclosed in citation (3) was carried
out at anbient tenperature, (3) related to the

granul ation of a fat-based product and was therefore
concerned with problens which were different fromthose
occurring in the preparation of a granul ar beverage
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product conprising tea or coffee material.

Consequently, the skilled person faced with the probl em
of producing a granular tea or coffee product had no
reason to conbi ne the teachings of citations (1) and

(3).

The appel | ant (opponent) | odged an appeal against the
deci sion of the opposition division and submtted
together with the statenment of grounds additionally the
follow ng citations:

(5) Aufbereitungs-Technik, vol. 11, No. 8, 1970,
pages 3 to 7: "Horizontal feeding of products of
conpactor rollers”

(6) 100 Jahre (1885-1895) Al exanderwerKk,
| ndustri emaschi nen und Anl agenbau, copies of the
front page and pages 4, 10, 12 und 13

Oral proceedings were held before the board on
20 Cctober 1999. In their introductory statenents, both
parties maintained their requests submtted in witing.

After the hearing of the parties on the novelty of
product claim6 the respondents cancell ed product
clains 6 and 7 and requested as the new nai n request
mai nt enance of the patent on the basis of process
clains 1 to 5 as granted.

Towards the end of the oral proceedi ngs the respondents
additionally filed a new set of anmended clains 1 to 5,

| abel l ed "Auxiliary request |", which differed fromthe
mai n request by the insertion of the lower limt of the
conpaction pressure used in the clainmed process in the
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patent in suit so that step (b) of claim1l of said
auxiliary regeust reads as follows: "pressing said m x
into sheets at a tenperature of 10°C to 40°C under a
pressure of 0.4-2 tons/cni.

The appel lant's subm ssions both in the witten
procedure and at the oral proceedi ngs can be summari sed
as follows:

The ranges of tenperature of 80 to 120°C and pressure
of 5 to 10 kp/n¥, as well as the period of treatnent of
10 to 30 seconds indicated in citation (1) nerely
represented certain specific conditions for the
preparation of the particular granul ar coffee product
disclosed in (1). The first full paragraph on page 3 of
(1) contained, however, an explicit statenent to the
effect that the specific values of all the above-

nmenti oned paraneters were invariably governed by the
kind and nature of the particular material being
processed, for exanple the type of coffee used, and
could well be chosen outside the ranges specifically

di sclosed in (1).

The skilled practitioner having realized that the
tenperatures used in (1) had sone detrinental inpact on
the taste and flavour of the conpressed and granul ated
coffee or tea product and possibly initiated Millard
reacti ons woul d necessarily reduce the tenperature and
i ncrease the pressure to avoid such detrinental effects
during the conpacting process. The use of tenperatures
during the conpacting process in the range clained in
step (b) of claim1 of the patent in suit was noreover
particularly obvious to a person skilled in the art
because conpacting roll presses with coolable rolls
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were readily available at the priority date of the
patent in suit and were already comonly used for
conpacti ng powdered substances at anbi ent or even | ower
tenperatures as evidenced, for exanple, by citations
(3) and (5).

Citation (3) taught a nmethod of producing a granul ar
cocoa product by passing the partially conpressed cocoa
powder at anbient tenperature through a roller press to
produce snmall plate-1ike aggl onerates and reducing said
aggl onerates in size to formcocoa granules. Even if it
was accepted that certain problens experienced in
conpacti ng processes of cocoa would possibly differ
fromthose occurring when tea or coffee materials were
subj ected to a conpacting process, the skilled person
woul d be aware that el evated tenperatures had in al

the cases considered a detrinental effect on the
respective products and woul d, accordingly, try to
avoi d el evated tenperatures by using a suitable
conpression techni que to achi eve aggl onerati on.

The respondents (proprietors) argued in their witten
subm ssion and at the oral proceedings in essence as
fol | ows:

Citation (1) failed to clearly disclose each and every
feature of claiml of the patent in suit. In particular
(1) did not disclose pressing a dry mx of tea or
coffee at a tenperature of 10°C to 40°C. Indeed (1)
referred to a heat treatnent of the ground coffee
conprising sintering the coffee preferably at 80 to
120°C. Even if (1) suggested that one m ght use a

hi gher or |ower tenperature, depending on the nature of
t he product being conpressed, the citation did not
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unm st akably di scl ose the use of a tenperature near the
range that was clained as an essential feature of
claim1 of the patent in suit.

Hi gh tenperature nethods for making tea and coffee
granul es adversely affected their flavour. Such
granul es al so had the tendency to be hygroscopi c and
required a fl ow agent to avoid caking. This problem was
successfully solved by the process conprising the

steps (a), (b) and (c) according to claim1 of the
contested patent.

Citation (1) suggested that sintering and pressing
coffee at the preferred tenperature of 80 to 120°C was
sui table for making granules. Since (1) taught against
| ow t enperature nethods of preparing granul ar coffee
products, a skilled person would if anything be |ed
away from choosing a tenperature below the preferred
range nentioned in (1).

Conpacting presses with cool able druns m ght well have
been avail able for sone years. However, the cl ai ned
process in the patent in suit was not obvious sinply
because the technol ogy that could be used to carry it
out was well known. This adnmittedly known technol ogy
was used in the state of the art in a different manner.
Citation (5) was therefore of no rel evance to any
substantive matter in this appeal and should be

I gnor ed.

Citation (3) taught conpressing a cocoa having a fat
content of between 12 to 29%in a two stage process to
make sufficiently stiff but neverthel ess sol uble cocoa
granul es. The invention described in (3) was based on

2739.D Y A
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the di scovery that fine particles of cocoa can be
forced to agglonerate by initially conpressing cocoa
powder to a certain extent and then passing the
partially conpressed cocoa through a roller press to
produce small plate-Ilike aggl onerates. However, (3) did
not disclose any tenperature or pressure ranges used
for this process. Considering that cocoa powder was the
starting material used in citation (3) both the problem
and the solution dealt with in (3) had little in conmon
Wi th those of the present invention. A person skilled
in the art faced with the probl em underlying the patent
in suit would not be | ed to consider the teaching of
citation (3) and, in particular, not in conbination
with that of citation (1).

VIIl. The appellant requested that the decision under appeal
be set aside and that the patent be revoked.

The respondents requested that the appeal be dism ssed
and that the patent be maintained on the basis of the
main request filed in the oral proceedings. As

auxi |l iary request the respondent requested to nmaintain

the patent on the basis of auxiliary request I filed in
the oral proceedings.

Reasons for the Deci sion

1. The appeal is adm ssible.

The mai n request

2. The cl osest state of the art

2739.D Y A
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Citation (1) discloses a nethod for converting a
powdered material into granules conprising the steps
of :

(a) noistening the powdered materi al

(b) pressing and conpacting (sintering) a thin |ayer
of that material into sheets between two
hori zontal Iy superinposed, heatable pressing
pl ates of a platen press, and

(c) reducing said sheets in size to formgranul es (see
particularly claim1l).

More specifically, according to a preferred enbodi nent
of the general nethod disclosed in (1) an instant

cof fee powder is pressed and conpacted (sintered) in
step (b) into sheets at a tenperature in the range of
80 to 120°C under a pressure in the range of 5 to

10 kp/ nt for a period of 10 to 30 seconds (see
especially page 3, first full paragraph, lines 1 to 3).
The powdered material being conpacted in (1) has
preferably a noisture content of 6 to 8% (see page 5,
end of the second full paragraph).

There was general agreenent that the above-nenti oned

di sclosure in citation (1) constitutes the cl osest
state of the art available in the proceedi ngs, because
it refers already to a nethod of preparing a granul ar
beverage nmaterial for coffee conprising the steps of
pressing a ground instant coffee material having a

noi sture content within the range specified in claim1l
of the patent in suit into sheets and then reducing the
sheets in size to obtain a granul ar coffee product.
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3. The technical problemand its solution

3.1 Even though the heat treatnent of the coffee powder in
step (b) of citation (1) is relatively short (10 to 30
seconds), the respondents see a certain drawback of the
nmet hod disclosed in (1) in the fact that exposing the
ground instant coffee even for such a short period to a
tenperature in the range of 80 to 120°C may have a
detrinmental influence on the taste and flavour of the
granul at ed cof fee product possibly resulting fromthe
|l oss of volatile flavour and taste conponents during
the heat treatnent. This view of the respondents is
based, in the bord' s judgnent, on a reasonabl e
techni cal background which is explained in nore detai
in the introductory part of the patent in suit.

The technical problemarising fromthe disclosure of
the cl osest state of the art nmay thus be seen as that
of providing a nmethod of preparing a granul ar beverage
material for tea or coffee which avoids the | oss of

vol atile flavouring and taste conponents during
conpaction and granul ation of the particulate nmateri al
and, accordingly, a negative inpact on the taste and
flavour quality of the granular tea or coffee product.

3.2 The solution to this problem proposed according to
claiml of the patent in suit is to replace the nethod
of aggl oneration used in step (b) of citation (1) for
pressing the ground coffee material into sheets by a
di fferent conpression techni que of size enlargenent
whi ch is capabl e of exerting a higher conpacting
pressure of up to 2 tons/cmonto the powdered dry
m xture conprising tea or coffee nmaterial so as to
avoid the need of exceeding a tenperature in the range

2739.D Y A
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of 10°C to 40°C during pressing and conpacting said
m xture into sheets in step (b) of claim1.

Fromthe use of the unit tons/cm[of the | ength of the
roll] to express the pressure applied in step (b) of
claiml to conpact the dry mx into sheets it becones

I mediately clear to a person skilled in the art that
the enpl oynent of pressure per unit area or surface
pressure, for exanple the enploynent of a platen press
[as used in (1)], is excluded fromthe cl ai ned process
in the patent in suit and that reference is made to a
di fferent conpression techni que of size enlargenent
using linear pressure for aggloneration to effect sheet

formati on.

The conpression technique used in the patent in suit
differs fromthat used in (3) both in the neans of
pressure application, or expressed differently, the
type of the conpacting and pressing equi pnent used and
the nethod enpl oyed to confine the powlered materi al .
As indicated on page 3, lines 20 to 23 and in the
exanpl es of the patent in suit, particularly suitable
means of |inear pressure application or conpacting
machi nes for pressing the dry mx in step (b) of the
clainmed process in the patent in suit into sheets are
roller presses capable of exerting a linear pressure of
up to 2 tons/cmonto the dry m xture.

On the basis of the exanples contained in the patent in
suit, the board has no reason to doubt that the

techni cal probl em has been adequately sol ved. Moreover,
the effective solution of the stated problem by the
claimed process in the patent in suit has not been

di sputed by the appell ant.
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Novelty (Article 100(a) in conjunction with Article 54
EPC)

After exam nation of the citations available in the
proceedi ngs, the board has reached the concl usion that
none of them di scloses a nethod of preparing a granul ar
beverage product conprising tea or coffee material and
including all the technical features stated in claim1l
of the patent in suit. Since the appellant hinself
acknow edged during the oral proceedi ngs before the
board the novelty of the clainmed process in the patent
in suit, there is no need for further detailed
substantiation of this matter. Therefore, the proposed
solution of the technical problemas set forth in
claim1l and dependent clains 2 to 5 is novel within the
meani ng of Article 54(1) EPC.

I nventive step

In order to determ ne the issue of inventive step, it
IS necessary to establish whether the skilled person
woul d have expected the technical problemas defined
above to be sol vabl e be using the specific conpression
techni que to produce aggloneration referred to in
detail in paragraph 5.2 above.

In roll-pressing equi pnent, the powdered nmaterial is
conpacted by squeezing as it is carried into the gap
between two rolls rotating at equal speed. This is
probably the nost versatile nethod of mechanical size
enl argenent because nost materials can be aggl onerated
and conpacted by this technique with or w thout any

bi ndi ng agent and with the application of very high
pressures if needed. Conpacting roll-pressing equi pnent
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with cool able rolls have al so been devel oped to avoid
any detrinental effect on heat-sensitive materials
caused by a tenperature rise during conpaction and
pressing (see, for exanple citation (5), especially
page 3, summary; page 6, right hand colum, line 39 to
page 7, line 8).

More specifically, citation (3) discloses a nethod of
produci ng a granul ar cocoa product which is
sufficiently dense and stiff but nevertheless readily
soluble in even cold water, w thout using any binder
(see especially claim1 and colum 3, lines 42 to 45)
by subjecting a cocoa powder having a fat content of 12
to 29% to conpression (pre-conpaction), feeding the
conpressed powder to a roller press thereby formng
smal | plate-1ike aggl onerates, and crushing and sifting
the aggl onerates to obtain granules of cocoa. Although
citation (3) does not disclose any tenperature or
pressure ranges during pressure conpaction, to a person
skilled in the art anbient tenperature or even | ower
tenperatures, woul d appear entirely suitable, taking

i nto account that cocoa butter as a conmponent of the
cacao powder having a fat content of 12 to 29% used as
the starting product in (3) has a nelting point bel ow
40° C.

In the board's judgnment there is no technical reason
that could have prevented a person skilled in the art
from appl ying the conpressi on techni que and net hod used
in (3) for producing granular cocoa |ikewi se to the
preparati on of a granul ar beverage naterial for tea or
cof f ee.

In spite of the fact that (3) explicitly refers to the
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possibility of granul ating cocoa powder w thout the
addition of any binder (loc. cit.), the respondents
argued that the fat conponent of the cocoa powder used
in (3) acted as a binder and as such favoured the
conpacting effect, while the tea or coffee nateri al
bei ng conpressed in the patent in suit did not contain
a conpar abl e conponent acting as a binder. This
argunment is, in the board' s judgnent, neither well-
founded nor convincing for the foll ow ng reasons:

Firstly, in the nethod for preparing a granul ar
beverage material conprising tea or coffee material, as
clainmed in the patent in suit, the use of a binder is
in no way excluded. In the context of the materi al
bei ng pressed and conpacted into sheets the patent in
suit explicitly refers to "a dry m x conprising tea or
coffee material and having a noisture content of 0-10%
by weight". This certainly does not exclude the

i ncl usion of a binder as one conponent in the "dry m x"
used as the starting material in the patent in suit, if
needed.

Secondly, fromthe exanples and the description (see
especially page 2, line 44 to page 3, line 8) it
becones sufficiently clear that the "dry mx" referred
toin the patent in suit usually contains a high
proportion in the range of 40 to 90% of carbohydrates
(see especially page 3, line 8 of the patent
specification) in the formof sugar. The board concurs
with the appellant's argunent that the capability of
sugar to function as an excell ent binder during
conpaction and pressing is part of the background
know edge of the person skilled in the art. In this
respect reference is made, for exanple, to the well -
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known fact, that sugar is conmmonly supplied in daily
life in conpacted formw thout the use of any binder,

for exanple, in the formof cubes (cube sugar).

Moreover, apart fromthe fact that citation (5) refers
already in the summary to the possibility of conpacting
powder ed substances in roller presses "w thout any

bi nding agent”, the materials used as test substances
in (5), i.e. calcinated sodi um carbonate and potassi um
chloride, were fed to the roller press in the form of
an entirely dry and free-fl ow ng powder and
nevert hel ess successfully conpacted and pressed into
sheets w thout any binding agent (see especially

page 6, left hand colum, lines 1 to 4).

The respondents' further argunent that the process

di sclosed in (3) required a pre-conpaction step before
the cocoa powder is pressed into sheets cannot
contribute to the acknow edgnent of an inventive step
ei ther, since pre-conpaction of the dry mx is |ikew se
a feature of the clainmed process in the patent in suit
(see page 3, line 27: "during pre-conpaction and
pressing").

The success of the conpaction operation in step (b) of
the clainmed process in the patent in suit depends
partly on the effective utilization and transm ssion of
the applied pressure and partly on the physica
properties of the m xture being conpressed. As has been
shown above, fromthe state of the art according to (3)
and (5) it was known to a person skilled in the art
that in roller presses particulate material can be very
effectively conpacted even at anbient tenperatures and
even in the absence of a binder as the result of the
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utilization of the relatively high Iinear pressure
applied to the powdered material as it is carried into
the gap between two rotating rolls. It was noreover
shown that the "dry m x" used in the patent in suit as
the starting material usually contains at |east certain
conponents having physical properties which favour the
conmpacting effect.

Therefore, the board cannot see any sound reason why a
skill ed person, faced with the technical problem
underlying the patent in suit, would not have
reasonably expected this problemto be sol vabl e by
appl yi ng the conpacting technique used in (3) for
produci ng granul ar cocoo and in (5) for producing

di verse other granular materials |ikewi se to the
preparation of a granular beverage material for tea or
cof f ee.

The respondents argued during oral proceedings that the
cl ai med net hod woul d not have been perforned by a
person skilled in the art because this person was not
able to predict on the basis of the conbi ned teachings
of citations (1) and (3) that material conprising tea
or coffee could |ikew se be conpacted and pressed into
sheets at anbient tenperature even if a roller press
was used. However, in the present situation, this
notionally skilled person was provided, in the board's
judgnent, with a clear hint fromthe cited prior art
pointing himin the direction of the clainmed nethod,
and it was only necessary to confirmexperinentally
that the highly probable result was in fact obtained.
The necessity of experinentally confirmng a reasonably
expected result does not render an invention unobvious.
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5.7 In conclusion, once the use of a roller press and
| i near pressure for conpacting and pressing a dry m x
conprising tea or coffee material into sheets at
anbi ent tenperature becane obvious to the skilled
practitioner, determ nation of the suitable range of
tenperature (10°C to 40°C) and pressure (up to
2 tons/cm required for this was nerely a nmatter of
routine experinentation. Therefore, the clainmed process
in the patent in suit lacks, in the board s opinion, an
i nventive step and does thus not fulfil the
requi renents of Article 52(1) in conjunction with
Article 56 EPC

5.8 In view of the foregoing it is irrelevant for the
out cone of the present case and may therefore remain
undeci ded whether or not citation (6) submtted by the
appel | ant together with the grounds of appeal was
publ i shed before the priority date of the patent in
suit.

The auxiliary request

6. The auxiliary request was formul ated by the respondent
towards the end of the oral proceedings before the
board and was thus filed at the | atest possible point
intime. The adm ssibility of late-filed requests
depends upon the overall circunstances of the case
under consideration, the general principle being that
the later the request is filed the nore clearly
allowable it nust be. This applies in particular where
a request is filed only during oral proceedings in the
appeal . The purpose of oral proceedings being to
provide for a final discussion of the case so that it
Is ready for decision at the conclusion of oral

2739.D Y A
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proceedi ngs (Article 11(3) RPBA), according to
established jurisprudence anendnents filed in the ora
proceedi ngs are only admi ssible if the anended cl ains
are clearly allowable under Article 123(2) EPC (see the
jurisprudence cited in: Case Law of the Boards of

Appeal of the European Patent O fice, 3rd edition 1998,
page 504 et seq., in particular page 506).

The difference between claiml1l as granted (main
request) and claiml of the auxiliary request resides
in the insertion of the lower limt of the pressure or
force applied to the m xture being conpacted in

step (b) of claim1l so that it reads: "b) pressing said
mx into sheets at a tenperature of 10°C to 40°C under
a pressure of 0.4-2 tons/cm"”

Caim1l as amended in the auxiliary request is, in the
board's judgnent, not clearly allowable for the
foll owi ng reasons. The lower [imt of the pressure or
force of 0.4 tons/cmindicated in step (b) was

di sclosed in the application as filed only in the
specific context of Exanples Il and IIl where a m xture
conprising 1.5%w instant tea powder, 31%w mlKk
powder and 67.5% w sugar (Exanple I1) and one
conprising 1.7%w instant tea powder, 2.4%citric
acid, 0.3%sodiumcitrate, 0.8%w |enon flavour and
94.8% wm sugar (Exanple I11) were conpacted into sheets
and subsequently ground to form granul es.

In decision T 201/83 (QJ EPO 1984, 481) the board took
the view that an anendnent of a range in a claimwas
al | owabl e under the terns of Article 123(2) EPC on the
basis of a particular value described in a specific
exanpl e, provided the skilled man coul d have readily



2739.D

- 19 - T 0049/ 96

recogni sed this value as not so closely associated with
the other features of the exanple as to determ ne the
effect of that enbodi ment of the invention as a whole
in a unique manner and to a significant degree.

However, in the present case the respondents coul d not
convi ncingly rebut the appellant's objection that the
particul ar value of the lower imt of the pressure of
0.4 tons/cmis indeed so closely associated with the
specific conposition of the m xtures used in

Exanples Il and |11l and, in particular, with the high
proportion of mlk powder (Exanple Il) and sugar
(Exanples Il and I11) contained in these m xtures that
the introduction of this particular value into claiml
woul d represent an entirely unsupported and therefore
unaccept abl e generalisation fromcertain specific
exanpl es. Since the appellant's objection to the
proposed anendnent of claiml is based on argunents
whi ch appear reasonable and cannot be ignored, the
board was unable to cone to the conclusion that the
subject-matter of the auxiliary request clearly neets
the requirenents of Article 123(2) EPC

In view of the foregoing, the board could not allowthe
respondents' auxiliary request.



O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The patent is revoked.

The Regi strar: The Chai r man:
M Dai nese U Oswald
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