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Summary of Facts and Subm ssi ons

0212.D

Eur opean Patent No. 0 498 821, relating to a nethod and
apparatus to displace spent liquors in a digester, was
granted on the basis of 9 clains, the independent
process cl ai mreading:

"1l. A batch digesting process wherein a digester (10)
is charged with a nmass of cellulosic material and

di gesting liquor, and the charge is then cooked at an
el evated tenperature and superat nospheric pressure to
obtain within said digester (10) a colum of
delignified pul p and hot spent |iquor, the process
conprising: after digestion of cellulosic material and
whi |l e mai ntaining said colum of delignified pulp
substantially intact, quantitatively displacing the hot
spent |iquor under pressure by punping into said

di gester (10) a | ower tenperature |iquid, forcing hot
spent liquor out of the digester while maintaining said
hot spent |iquor at said el evated tenperature and
super - at nospheric pressure; and transferring said

di spl aced hot spent |iquor under pressure to a second
mass of cellulosic material (27) to hereby conserve and
utilize the sensible heat of said hot spent liquor to
preheat said second nass of cellulosic material,
characterized in that: a first volune portion of the

| ower tenperature liquid is punped into the digester at
the top of said columm to displace hot spent |iquor
downwardly in the digester and a second vol une portion
of the |ower tenperature liquid is punped into the

di gester at the bottom of said colum to displace hot
spent liquor upwardly in the digester, and displ aced
hot spent liquor is forced out of the digester at a

| ocation internedi ate ends of the digester”.
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A second i ndependent claim (Claim®6) relates to an
apparatus for digesting a mass of cellulose pulp with a
digesting liquor in a batch digesting process,
conprising inter alia a digester (10); a displacenent
liquid tank (19); and a displaced liquid outlet (23)
and being characterized in that: "displacenent fluid
inlets for fluid fromsaid displacenent |iquid tank
(19) are provided at the upper end and at the | ower end
of the digester (10) and the displaced liquid outlet
(23) is provided at a md-portion of the digester".

An opposition was filed against the patent in its
entirety on the grounds of Articles 54 and 56 EPC
(Article 100(a) EPC) based on the follow ng docunents:

(1) Printed manual from'Settlenent of Koryazhma' of a
pul p digester, entitled "TENTATI VE | NSTRUCTI ONS
for the operation of digesters nmade by
Ur al khi mmash and installed in the acid digester
pl ant of a pul p and paper enterprise" and dated 20
Novenber 1972 (& English translation);

(2) Adrawing with handwitten comments in Russian and
in German and bearing in handwiting the Nunber

20086/ 10-2 and the date 20.11.1972;

(3) Another drawing with handwitten comments in
Russi an and in Gernman w t hout nunber and date;

(4) US-A-4 578 149;

(5) Pul ping Processes, Sven A Rydholm Interscience
Publ i shers 1965, pages 716-719, 726 and 727.
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The Opponent filed docunents (1) to (3) as evidence for
an al l eged public prior use through a purchase made

wi t hout confidentiality obligation by a conpany naned
Pul p and Paper Conbine Kotlas ("Kotlas") of a digester
mar ket ed by a conpany naned "Ural khi mmash”. The
opponent further argued that the content of these
docunents had been made available to the public by
witten disclosure prior to the priority date of the
patent in suit.

In an annex to sunmons to oral proceedings, the
Qpposition Division inforned the parties that the
al l eged prior use was not sufficiently substanti ated.

The Opponent then filed the follow ng docunents:

(6) Sworn statement by Dipl. Ing. Smrnov together
wth sworn statenent by interpreter Mag. Ul rich;

(7) Sworn statenment by Dipl. Ing. Jarnolinskij and
Dipl. Ing. Mchail ow together with sworn statenent

by interpreter Mag. U a;

in support of the alleged public prior use and public
avai lability of docunments (1) to (3) and further

(8) BR-A-8 201 145 (& English transl ation);

(9) UdSSR-Inventor's certificate No. 887 665 (& Gernman
transl ation);

(10) German translation of docunment (1) and

(11) Various diagrans.
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The Opposition Division revoked the patent on the
ground of |ack of inventive step in view of the

di scl osure of docunent (4) in conbination with that of
docunents (1) and (2). They held that docunents (1) and
(2), bearing no signs of a confidentiality obligation
and being dated, were publicly avail able at the
priority date of the patent in suit as was supported by
the sworn statenents set out in docunents (6) and (7).

The Appel lant (Proprietor) appeal ed against this
deci sion. The argunents brought forward in his
statenent of grounds of appeal can be summari zed as
fol | ows:

- There was no convi nci ng evidence for docunents (1)
and (2) to be considered as being conprised within
the state of the art.

- The process disclosed in docunents (1) and (2) was
totally different fromthe clainmed one and led a
person skilled in the art away from the approach
of the patent in suit, as did all the other cited
prior art. The same was applicable to the clained
appar at us.

The Qpponent did not respond to the Appellant's
statenent of grounds of appeal.

The Appel | ant requested
- t hat the decision under appeal be set aside and

that the patent be nmaintained as granted (main
request) or, alternatively,
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- that the patent be naintained in amended form as
filed during the oral proceedi ngs before the
Qpposition Division (auxiliary request) and

- that oral proceedings be held in case the Board
cannot allow the main or auxiliary request.

Reasons for the Deci sion

1. Public prior use

In its decision, the Opposition D vision has not
commented on the prior use of a digester as defined in
Clains 1 and 6 of the patent in suit alleged by the
Qpponent by referring to the decisions T 482/89 and

T 877/90. The Board notes that Qpponent has not

provi ded any evi dence regardi ng the date and the

ci rcunst ances of one single sale of such a digester.
The evi dence provided by the OQpponent in this respect,

i .e. docunents (1) to (3), does not allowthe
establ i shnment of any public prior use of the said

di gester of the process of Caiml1l. Docunent (1) nerely
refers to "Tentative Instructions for the operation of
di gesters made by Ural khi nmash and installed in the
acid digester plant of a pulp and paper enterprise”
what ever enterprise may be neant. Al one the fact that
the instructions have been printed by "Kotlas" is, in
the Board' s view, not sufficient to prove that "Kotl as"
has purchased the digester from "Ural khi mmash".

Li kewi se, docunents (2) and (3) which are draw ngs of a
di gester do not reveal anything fromwhich the all eged
pur chase coul d be deduced.

0212.D Y A
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After the Qpposition Division's remark of insufficient
substantiation of a public prior use in its annex to
sumons to oral proceedi ngs, the Qpponent provided
docunent (6) wherein M Smirnov in a sworn statenent
decl ares that docunents (1) and (2) represented
operating instructions and an acconpanyi ng drawi ng of a
di gester com ng from "Ural khi mmsh” and havi ng been put
into operation in 1972 in "Kotlas" (page 1, second and
third paragraph). In the sworn statenment according to
docunent (7) two directors of "Kotlas", M Jarnolinskij
and M Mchail ow, declare their agreenent to

M Smirnov's statenent. However, said statenments are
totally silent on the question of whether or not there
existed a coomercial interrelationship between the two
conmpani es "Ural khi mmsh” and "Kotl as", such that it is
uncl ear whet her "Ural khi nmash” was a subcontracti ng
conpany of or even a conpany affiliated with "Kotl as"
or vice versa. Any such interrelationship could
indicate that "Kotlas" was not to be equated with the
public in accordance with Article 54(2). Mrreover, said
statenments do not at all address the question of

whet her a purchase took pl ace.

Hence, the evidence filed by the Cpponent in support of
the allegation that "Kotlas" had purchased a di gester
as disclosed in these docunents, is not sufficient to
prove that said purchase actually took place, let alone
that it took place wthout any inposed confidentiality
obl i gation

Since the Opponent did not respond to the appeal and
since the Board woul d not be able to establish on its
own, i.e. without the help of the Cpponent, whether the
al l eged prior use was in fact nade available to the
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public before the priority date of the patent in suit,
the said prior use cannot be considered as constituting
state of the art in the sense of Article 54(2) EPC.

Therefore, the follow ng two questions remain at issue
in the present appeal case:

- firstly whether or not docunents (1) to (3) have
been publicly avail able before the priority date
of the patent in suit and, thus, formpart of the
state of the art and,

- secondly whether or not the subject-matter as
clainmed in accordance with the main and auxiliary
request fulfills the requirenents of novelty and
inventive step in view of the available prior art.

Public availability of docunents (1) to (3)

Availability of technical information to the public is
governed by Article 54(2) EPC according to which
everythi ng made available to the public before the date
of filing of the European patent application forns part
of the state of the art. In the case of a witten
description it is sufficient to be regarded as nade
avail able to the public, if it was possible for the
public to gain know edge of the content of the docunent
Wi t hout any obligation of confidentiality restricting
the use or dissem nation of such know edge.

For answering the question of whether the witten

i nformati on contai ned in docunents (1) and (2) has been
made publicly available, it is generally necessary to
establish all the facts relating to
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(a) where the docunents turned up

(b) the circunstances under which the information
contained in said docunents was nade accessible to
t he public, including the determ nation of who was
the public in the specific case and whether there
exi sted any explicit or inplicit confidentiality
agreenent and

(c) the date or the period of tine of the public
occurrence of said docunents.

Concerning point (a) it is undisputed that docunments
(1) and (2) have turned up in "Kotlas", in the printing
wor ks as evidenced by the inprint on the | ast page of
the Russian original of docunent (1), and in the
technical archive as is shown by an inprint on docunent
(2). Docunent (3), however, does not display any such
imprint or other hint at its origin, nor is this issue
addressed in the sworn statenments. Therefore and in
agreenent with the Opposition Division' s opinion,
docunent (3) cannot be taken into account as
constituting prior art within the neaning of

Article 54(2) EPC

Docunents (1) and (2) are typical conpany generated
papers. Unlike scientific or technical journals, such
conpany | eafl ets cannot be assuned to have
automatically nade their way to the public. Rather to
the contrary it depends on the particular circunstances
and the avail able evidence for that, to justify the
assunption that such conpany papers were indeed
avai l able to the public at a particul ar date.
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Wth respect to point (b), it is noted that M Snmirnov
states in docunent (6) that the Tentative Instructions
and the acconpanying drawi ng, i.e. docunents (1) and
(2), were not subject to confidentiality, either in the
past or at present, but publicly accessible. This was,
in his opinion, evident fromthe fact that they did not
bear any inprint of confidentiality. Moreover,

M Smrnov hinmself had, upon inquiry and w thout any
confidentiality obligation, received docunents (1) and
(2) fromthe technical director of "Kotlas". Further,
sonme copi es had been sent allegedly to severa

technical and scientific institutes in Russia.

Concerning point (c), the Appellant correctly observes
that M Smirnov in his sworn statenment did not nention
any date at which docunents (1) and (2) had been nade
avail able to himor to other nenbers of the public.
Therefore, the Board finds that M Smirnov's sworn
statenent is not conclusive that docunments (1) and (2)
had been available to the public prior to the priority
date of the patent in suit.

Under these circunstances the sworn statenment signed by
M Jarnolinskij and M M chailow is of no account for
the present issue, since it nerely confirns the
correctness of M Smirnov's sworn statenent.

The OQpponent al so submtted that, according to genera
practice in the former Soviet Union, technical papers
such as docunents (1) and (2) were freely accessible to
the public. In the absence of evidence proving the
Qpponent' s subm ssi on, which was contested by the
Appel I ant, the Board nust treat it as a nere

al | egati on.
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Therefore, the Board decides that the contents of
docunents (1) and (2) as well as of docunent (10), a
German transl ati on of docunment (1), do not constitute
prior art within the neaning of Article 54(2) EPC

Novelty and inventive step (main request)

The Qpponent further cited docunents (4), (5), (8), (9)
and (11). The Board is satisfied that none of them
anticipates the clainmed subject-matter. This not being
contested, no detailed reasoning is required here.

The Board concl udes, therefore, that the subject-nmatter
of daiml is novel.

The patent in suit refers to the general technica

field of batch digesting of cellulosic material such as
wood chips, and in particular to a nethod and appar at us
suitable for conserving the sensible heat contained in
the black liquor at the end of the digestion process
(colum 1, lines 7 to 12). Docunent (4) discloses the
di gestion of cellulosic material which already effects
an energy saving by a process where, at the end of the
cook, the hot spent cooking liquors are replaced from
the bottomto the top of the digester by repl acenent
liquors while the pressure in the digester is

mai nt ai ned. The di splaced |iquors which | eave the

di gester at essentially the cooking tenperature, can be
used e.g. for preheating purposes (patent in suit:

colum 1, lines 46 to 58; docunent (4): colum 1,
lines 9 to 10, colum 2, line 66 to colum 3, |ine 8,
and colum 3, lines 28 to 44).

It is set out in the patent in suit that the problemto
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be solved in view of this prior art consists in

provi ding an inproved batch di gester cooking system

whi ch effects an increase in thermal energy saving and
intime saving at a mninmal interm xing of displacenent
i quor and hot black liquor (colum 2, lines 5 to 22).

According to Caiml of the patent as granted, it is
suggested to solve this problem by displacing the hot
spent |iquor under pressure, both fromthe top and from
the bottom of the digester with the spent black |iquor
bei ng pushed out at a mid-portion of the digester by
the two columms of replacenent |iquor approaching from
the top and fromthe bottom (see al so colum 2,

lines 26 to 43).

The Qpponent argued that the only problem sol ved by the
cl ai med process was to shorten the tinme of the

repl acenent operation since the other advantages, in
particul ar any energy saving, were nerely a result
thereof. In support, he submtted various diagrans of
different replacenent operations, i.e. docunent (11)
(see mnutes of the oral proceedings before the

Qpposi tion Division).

The Opposition Division accepted that this probl em was
credi bly solved by the proposed solution and the Board
has no reason to doubt that.

Docunent (4) itself does not hint either at the problem
or at the proposed solution which, therefore, is not
rendered obvious by this citation. Nor is the proposed
sol ution obvious in the light of the other cited
docunent s:
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Docunent (5) was nerely cited agai nst dependent
apparatus Claim9 to show that it was known in the art
that the liquid outlet nmay be provided with a screen
(page 726, Figure 10.11) and contains no further

rel evant teaching; the teaching of docunment (8) differs
fromthat of docunent (4) essentially in that the
subject-matter clained thereinis not limted to an
upwar d di spl acenent direction (page 4, lines 19 to 28,
claim1); docunent (9), while being rather vague, my
be understood to teach a replacenent of the bl ack
liquor as in docunment (4), however, in the reverse
direction fromthe top of the digester to its bottom
(second and third page of the Gernman transl ation).

It follows, therefore, that none of the cited prior art
docunents, either alone or in conbination, suggests or
even hints at the proposed replacenent of the spent

bl ack |iquor, sinmultaneously fromboth, the top and the
bottom of the digester, whereby the displaced liquor is
forced out fromthe digester at a | ocation internedi ate
between its top and bottom end.

For the sake of conpleteness it is noted that, for the
same reasons, no other result is obtained if one starts
from docunent (8) or (9) as the closest prior art as
was suggested by the Opponent, because the probl em and
its solution would be the sane as set out above.

The Board holds, therefore, that none of the cited
prior art docunents, either individually or in

conbi nation, renders obvious the clained solution of
the existing technical problem and concludes that the
process of Claim1l as granted is based on an inventive
step in accordance with Articles 52(1) and 56 EPC
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Dependent Clains 2 to 5 which refer to preferred

enbodi nents of Caiml and Clains 6 to 9 which rel ate
to an apparatus which conprises all the essential neans
for carrying out the clainmed process, are based on the
sanme inventive concept and derive their patentability
fromthat of Caiml.

4. Si nce the above findings correspond to the allowability
of the Appellant's main request, the auxiliary requests
need not to be consi dered.

O der

For these reasons it iIs decided that:

1. The deci si on under appeal is set aside.

2. The patent is nmaintai ned as granted.

The Regi strar: The Chai r man:
G Rauh P. Krasa
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