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Summary of facts and subm ssi ons

The appellants are the proprietors of European patent
No. O 442 544 based on European patent application

No. 91 200 023.9. According to the comruni cati on under
Rul e 51(4) EPC dated 2 February 1993, the exam ning
division intended to grant the above-identified patent
on the basis of 9 clains with independent clains 1 and
7 reading as foll ows:

"1l. Method for m xing and grinding chocolate, fats or
the |like, wherein a process mass of cacao and/or
cacao powder, cacao butter, edible fat, sugar and
the Iike are pre-m xed and ground in a grinding
devi ce, characterized in that as grinding device
is chosen a device for reducing the process nass
to a certain particle size with a largely uniform
particle size distribution and that the process
mass is circulated in a cycle at | east consisting
of the grinding device and a separate ball mll
and is ground to the desired particle size.

7. Installation for performng the nethod as cl ai ned
inclains 1 to 6, fornmed by a grinding device (1),
a separate ball mll (3) connected to the grinding
device, a taste-changer (4) connected to the
grinding device and the ball mll| positioned in a
cycle and a punp (2) for circulating the process
mass around the installation.”

1. Caiml in the printed European patent specification

(EP-B-0 442 544) additionally contains the feature "and
a ball mll" at the end of the pre-characterising

1263.D Y A



1263.D

- 2 - T 0995/ 95

portion inserted between the word "in a grinding
devi ce" and "characterized in".

By letter dated 8 Septenber 1994 the appell ants
informed the EPO that the text of claim1l in the

pri nted European patent specification was inconsistent
with the text of claiml1l in the "Druckexenplar”
submtted to themw th the communi cati on under

Rul e 51(4) EPC. They requested correction of the
printed European patent specification by deleting the
feature "and a ball mll" preceding the wording
"characterized in" and submtted that this feature had
al ready been deleted fromclaim1l1l in the
"Druckexenplar". Its reappearance in the patent
specification was thus apparently the result of a
printer's error.

Noti ce of opposition against the patent as a whol e was
filed by:

(1) respondents (opponents) 01 on the grounds

- that the subject-matter of the patent
opposed i s not patentabl e under
Article 100(a) EPC, because of |ack of
novelty (Articles 52(1); 54 EPC) and
| ack of inventive step (Articles 52(1);
56 EPC);

- that the patent opposed does not discl ose
the invention in a manner sufficiently clear
and conplete for it to be carried out by a
person skilled in the art (Article 100(b)
EPC, see Article 83 EPC); and
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- that the subject-matter of the patent
opposed extends beyond the application as
filed (Article 100(c) EPC, see
Article 123(2) EPC);

(1) respondents (opponents) 02 on the ground

- that the subject-matter of the patent
opposed i s not patentable under
Article 100(a) EPC, because of |ack of
novelty (Articles 52(1); 54 EPC) and | ack of
i nventive step (Articles 52(1); 56 EPC)

(ii1) respondents (opponents) 03 on the grounds

- that the subject-matter of the patent
opposed i s not patentable under
Article 100(a) EPC, because of |ack of
novelty (Articles 52(1); 54 EPC) and | ack of
inventive step (Articles 52(1); 56 EPC); and

- that the patent opposed does not discl ose
the invention in a manner sufficiently clear
and conplete for it to be carried out by a
person skilled in the art (Article 100(b)
EPC, see Article 83 EPC).

In support of their allegation of |lack of novelty of
clainms 1 and 7, the respondents relied in the first
I nst ance opposition proceedings, inter alia, on the
followi ng citations which are nenbers of the sane
patent famly and are also referred to in this
deci si on:
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(2) DE-A-3 202 929

(3) NL-A-8 300 228

In its decision dated 17 Cctober 1995 the opposition
division found that the text of claim1 in the printed
pat ent specification was indeed inconsistent with the
corresponding text in the "Druckexenplar" and that the
correction of claim1l requested by the appellants was
obvi ous within the neaning of Rule 88 EPC
Nevertheless, it considered the issue of a corrigendum
of the printed patent specification inappropriate in
view of the fact that the patent had to be revoked
under Article 102(1) EPC on the ground of |ack of
novelty of claim1.

In particular, the opposition division concluded that
all the technical features of claim1l of the patent in
suit could be derived fromcitation (2). Wth reference
to sone particularly relevant portions of the

di scl osure of the cited docunment (see the follow ng
references in parentheses), the opposition division
found in point 3.1la of the inpugned decision that
citation (2) was prejudicial to the novelty of claim1,
since (2) already described "a nethod for m xi ng and
grinding chocolate, fats or the like (claim1), wherein
a process mass of cacao and/or cacao powder, cacao
butter, edible fat, sugar and the |like (page 1, lines 3
to 5) was pre-mxed (page 1, line 6) and ground in a
grinding device (page 1, lines 7 to 8), whereby as the
grindi ng device 6 was chosen a device for reducing the
process mass to a certain particle size with a largely
uniformparticle size distribution (page 1, lines 11 to
12) and the process nmass was circul ated (page 13,
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line 10) in a cycle at |least consisting of the grinding
device 6 and a separate ball mll 4 and was ground to
the desired particle size (page 11, lines 20 ff)".

The appel |l ants | odged an appeal agai nst the decision of
the opposition division and requested in the statenent
of grounds that the decision of the opposition division
be set aside and that the patent be nmintained on the
basis of the clainms as granted. Alternatively, they
request ed mai ntenance of the patent in anended form
conprising the insertion of the expression
“continuously" between the words "is" and "circul ated"
inclaiml, so that the feature in question read "and
that the process nmass is continuously circulated in a
cycle at least consisting of...............

The respondents filed their observations in response to
the grounds of appeal and requested that the appeal be
di sm ssed.

Oral proceedings were held on 22 April 1999. At the
begi nni ng of the proceedings the board inforned the
parties that the valid text of claim1l as granted was
that in the "Druckexenplar", submtted to the

appel lants with the comuni cati on under Rule 51(4) EPC,
because the decision of the examning division to grant
the patent was based on the text of claim1l as
contained in the "Druckexenpl ar".

O the three requests submtted during the ora
proceedi ngs (including the auxiliary request filed with
the statenent of grounds) the appellants eventually
cancel led all but the request entitled "Auxiliary
Request 11" and maintained the latter as the sole
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request .

Claim1 (reference signs (a) to (g) added) of said

request is worded as foll ows:

(a)

(b)

(c)

(e)

()

(9)

(d)

"Met hod for m xing and grinding chocol ate, fats
and the |iKke,

wherein a process mass of cacao and/or cacao
powder, cacao butter, edible fat, sugar and the
like

are pre-m xed and ground in a grinding device
wherein as grinding device is chosen a device for
reduci ng the process mass to a certain particle
size with a largely uniformparticle size

di stribution and wherein

the process mass is circulated in a cycle

consisting of at least a grinding device and a
separate ball mll and

is ground to the desired particle size,
characterized in that

the process mass is first introduced into the

grindi ng device."

| ndependent claim7 (reference signs (a) to (f) added)

is worded as foll ows:

(a)

"Installation for performng the nmethod as cl ai ned
in clains 1-6,



VI,

1263.D

- 7 - T 0995/ 95

(b) forned by a grinding device (1),

(c) a separate ball mll (3) connected to the grinding
devi ce,

(d) a taste changer (4) connected to the grinding
device and the ball mll| positioned in a cycle and

(e) a punp (2) for circulating the process nmass around
the installation,

(f) wherein an in-feed (5) is connected to the
grinding device (1) for introducing the process

nmass. "

The appel |l ants' subm ssions both in the witten
proceedi ngs and at the oral proceedi ngs can be
summari sed as foll ows:

Fromthe reference in claiml1l to "the process nass
being circulated in a cycle at |east consisting of the
grinding device and a separate ball mll", the skilled
person woul d necessarily conclude that what in fact was
cl ai med was a conti nuous process. This view was
supported by the disclosure of the invention in the
description of the contested patent, in particular by
the statenments in colum 2, lines 23-24 - "using the
punp (2) the process nass can be circulated in the
cycle” - and lines 33-35 - "while circulating be then
ground successively in the grinding device (1) and the
ball mll (3)".

In contrast to this, citation (2) disclosed a batch
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process conprising the step of first reducing the
particle size in the grinding device 4 of the main
circuit to a size small enough to allow their further
processing in the roller device ("Wl zeinrichtung") 6,
as coul d be derived fromthe disclosure on page 17,
first full paragraph, lines 5 to 7 of citation (2).

The opposition division msinterpreted the state of the
art according to (2) by saying that the statenent - due
to the fixed roll nip a noticeable reduction of the
particle size did no |onger take place ("Wgen des
definierten WAl zenspalts findet dabei eine nerkliche
Zer kl ei nerung ni cht nehr statt"; see end of the

2nd full paragraph on page 17) - referred to the sub-
circuit only and not equally to the main circuit.

The grinding device specified in the clains of the
contested patent could not be conpared with the roller
device 6 in citation (2). The essential difference
between a grindi ng device, on the one hand, and a

roll er device, on the other, was to be seen in the fact
that in the latter it was only possible to process
particles of a limted size, since |arger particles
could not enter the roll nip or gap between the rollers
of the roller device. This was derivable fromthe
reference at lines 7 to 9 fromthe bottomon page 11 of
(2) stating that only particle fractions in a size
range of 50-250 m crons could be reduced in size.

Caiml of the sole request naintained during the ora
proceedi ngs was, noreover, clearly distinguished from
the prior art of citations (2) and (3) by the inclusion
of the additional feature (d). Even if it were accepted
that the process nmass was in (2) initially introduced
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into the device 8, the figure on page 23 showed clearly
that the process nass was in device 8 only pre-m xed or
m xed, while in the process of present claim1l1 the
process mass was pre-m xed or m xed and ground in the
grindi ng device 1.

The respondents' subm ssions both in the witten
proceedi ngs and at the oral proceedings can be
sunmmari sed as foll ows:

As coul d be derived fromthe preanble of claim1l of the
contested patent, the appellants thensel ves were aware
that it was already known to subject a chocol ate nass
to the steps of both pre-m xing and grinding the nmass
in a grinding device, followed by further grinding the
process nmass in a ball mll.

The grinding device 6 used in citations (2) or (3) was
in fact a roll mll with an adjustable roll gap or rol
nip between the rollers capable of reducing the process
mass to the desired particle size. Fromthe disclosure
in the cited docunents it was entirely clear that the
grinding device 6 was incorporated in the cycle for
exactly the sane reasons as the grinding device in the
process according to claim1l of the patent in suit.
Hence, if claim1 was correctly refornul ated by
introducing all the technical features known from (2)
or (3) into the pre-characterising portion, the only
remai ning "characterising feature" which could possibly
be seen was that of reducing the process nass to a
particle size with a largely uniformparticle size

di stri bution.

Since the particle size distribution of the process
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mass subsequent to its passage through the grinding
devi ce was not specified in the contested patent, the
only "characterising feature" was in fact neani ngl ess
and could therefore not serve to distinguish the

cl ai med process in the contested patent fromthe prior
art of (2) or (3).

The appel lants' allegation that the claimed process was
a continuous process, while citation (2) disclosed a
batch process, did not find any support or
substantiation in the disclosure of the invention in
the contested patent. Rather, by the subm ssion of an
anmended claim 1 during the oral proceedings before the
board, which contained all the technical features of
claiml as granted in the pre-characterising portion
and fromwhich the reference to a conti nuous process
had been omtted, the appellants thenselves adnitted
that claim1l as granted was anticipated in its entirety
by the cited prior art.

However, the newly introduced feature (d) was al so
unabl e confer novelty on claiml1, since it could
clearly be seen fromthe figure on page 23 of (2) that
the process mass in (2) was likewse initially fed
through feed line 10 directly into the agitator

(m xing, stirring) vessel ("Rihrwerksbehalter") 8. This
device 8 in (2) was equipped with both a stirrer for
mxing and a roll mll for grinding the process nass
and corresponded according to the explanation given in
the description of the contested patent exactly to what
was designated in general terns a "grinding device" (1)
in claiml and was shown as a "black box" in figures 1
and 2 of the patent in suit.
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It followed that claim 1 of the appellants' sole
request maintained in the course of the ora
proceedi ngs |i kew se | acked novelty.

The appel |l ants requested that the decision under appea
be set aside and that the patent be nmintained on the
basis of the main request (Annex |I) naned "Auxiliary
Request 11".

The respondents requested that the appeal be di sm ssed.

Reasons for the decision

1

1263.D

The appeal is adm ssible.

Adm ssibility of the appellants' request into the

proceedi ngs

As is apparent from paragraph VI (above), independent
clains 1 and 7 of the appellants' sole request differ
fromthe corresponding clains of their requests
submtted with the grounds of appeal. Present clains 1
and 7 in anmended formwere presented for the first tine
at the oral proceedi ngs before the board.

In decision T 153/85 (QJ EPO 1988, 1, especially
reasons, point 2) it was held that in relation to
appeal proceedings, the normal rule is as follows:

i f an appellant wi shes that the allowability of the
alternative set of clainms, which differ in subject-
matter fromthose considered at first instance, should
be considered by the board of appeal when deciding on
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t he appeal, such alternative sets of clains should be
filed with the grounds of appeal, or as soon as
possi bl e thereafter. According to the established case
| aw of the boards of appeal, a board deciding on an
appeal during oral proceedings nmay justifiably refuse
to consider alternative clains which have been filed at
a very late stage, for exanple during oral proceedings,
i f such alternative clains are not clearly allowable
under Articles 123(2) and 84 EPC (for details of said
jurisprudence see "Case Law of the Boards of Appeal of
t he European Patent O fice", 3rd edition, 1998, VII-D,
14., page 504 et seq.).

When applying the criteria set forth in point 2.1 above
to the facts of the present case, the board's
concl usions are as follows:

(1) It is imediately apparent to the skilled reader
that the anendnents vis-a-vis the application as
filed and the patent as granted concern the
addition of the technical features (d) to
claiml1l and (f) to claim7. The features in
guestion are imedi ately derivable fromthe
description, which consists of less than three
full pages, and fromthe drawings 1 and 2 of the
application as filed. In these circunstances,

t he board considered the anended i ndependent
clains 1 and 7 of the appellants' present
request to be clearly allowable under the terns
of Articles 123(2) and (3) and 84 EPC (see for
nore details point 3 below). Al three
respondents fully concurred with the board's
opinion in this respect.
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The clains of the appellants' requests submtted
with the grounds of appeal were found during the
oral proceedings to be unacceptabl e under the
terms of Article 123(2) or (3) EPC. Hence, the
sol e remai ni ng request represented the
appel l ants' attenpt to overcone both this

obj ection and the objection to | ack of novelty,
whi ch was the ground for the revocation of the
patent in the first-instance opposition

proceedi ngs, by introducing an additi onal
technical feature in each of the independent
clains for the purpose of delimting the clained
subject-matter in the patent in suit fromthe
cited state of the art. The proposed anendnents
were thus made in the reasonable attenpt to
reverse the inpugned decision and the objections
raised in the oral proceedings by the board by
suitably restricting the clains and are
therefore considered to be necessary and
appropri ate.

During oral proceedings the respondents gave the
board a positive indication, before the decision
was announced, that they were fully able to
understand the nmeani ng and technical rel evance
of the anended clains 1 and 7 and that they had
sufficient and adequate opportunity to present
their comments on the newly filed clains. The
respondents' rights under Article 113(1) EPC
were accordingly satisfied.

Hence, in spite of the fact that clainms 1 and 7
of the actual request were submtted at such a
| ate stage, the board was able to give a fina
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decision at the end of the oral proceedings, and
the legal conflict (i.e. the opposition appeal)
coul d be brought to a cl ose.

In these circunstances the board exercises its
di scretion in favour of admtting the request filed
during oral proceedings into the appeal proceedings.

Al'lowability of the anmendnments to claim 1 under the
ternms of Articles 123(2) and (3) and 84 EPC

The features (a) to (c) and (e) to (g) in the pre-
characterising portion of claiml1l are the identical
repetition of the features contained in claim1l as
originally filed, with the sole exception that features
(e) to (g), which fornmed the characterising portion of
the originally filed claim1, have now been introduced
in the pre-characterising portion of present claiml.

The characterising feature (d), ie "the process mass is
first introduced into the grinding device", can be
derived fromthe references in the description to
figures 1 and 2 on page 3, lines 3to 4 and 9 to 10, of
the application as filed, where it is stated:

"designated in the drawings with the reference nuneral
(1) is a grinding device in which the conponents of the
process mass for processing are pre-m xed and ground”
(lines 3to 4); and

"t he conponents for mxing and grinding are introduced
into the unit (1) through the in-feed (5)" (lines 9 to
10).



3.2

3.3

1263.D

- 15 - T 0995/ 95

The features (a) to (g) in claim?7 can be derived from
claiml1l as originally filed.

Feature (f) reading "wherein an in-feed (5) is
connected to the grinding device (1) for introducing
the process mass" finds adequate support in the
application as filed essentially by the sane portions
of the original disclosure which are nentioned above as
t he support for feature (d) in claim1l.

Clainms 1 and 7 as anended are therefore adequately
supported by the originally filed application docunents
as required by Article 123(2) EPC

Present clainms 1 and 7 contain, conpared with the
correspondi ng clains as granted (see paragraph

supra), the additional technical features (d) and (f),
respectively. Such clains confer |ess protection and
are therefore acceptabl e under the terns of

Article 123(3) EPC, too.

As to clarity of the anmended clains, Article 102(3) EPC
does not all ow objections to be based upon Article 84
EPC i f such objections do not arise out of the
amendnments nmade in the course of the opposition
proceedi ngs (see eg decision T 301/87, QJ EPO 1990,

335, especially reasons, points 3.7 and 3.8). This
nmeans that, at this stage, the board has only the power
to exam ne whet her the anendnents to clainms 1 and 7,
respectively, introduce any contravention of Article 84
EPC with regard to clarity and support.

In the board's judgnment, feature (d) introduced in
claim1l as anended nakes it sufficiently clear that the
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cl ai med nethod for mxing and grinding chocol ate, fats
or the like is started by feeding the conponents for

m xi ng and grinding or, expressed differently, by
feeding the process nass via the in-feed (5) into the
grinding device (1) before it is transferred fromthe
grinding device (1) into the cycle shown in figures 1
and 2 for further processing.

Simlarly, feature (f) which has been added to claim?7
takes account of the fact that the grinding device (1)
is suitably equipped with an inlet, ternmed in-feed (5),
for introducing the conponents to be m xed and ground,
e the process mass, into the grinding device (1)
before its further processing is started.

Hence, the anmended clains 1 and 7 are, in the board's
opi ni on, not open to an objection under Article 84 EPC
resulting fromthe inclusion of the features (d) and
(f), respectively, in said clains.

Novelty (Article 100(a) in conjunction with
Article 54 EPC)

The first question to be decided in this respect is
whet her the nethod for m xing and grindi ng chocol at e,
formng the subject-matter of claim1l of the
appel l ants' request (see paragraph VI above) is indeed
antici pated by the disclosure of citation (2), as
mai nt ai ned by the respondents during the ora
proceedi ngs before the board.

In accordance with the established jurisprudence of the
boards of appeal, in order to decide this question, it
IS necessary to consider whether the clainmed nethod is
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derivabl e directly and unanbi guously fromthe

di scl osure of citation (2) as a whole, including any
features inplicit to a person skilled in the art in
what is expressly nentioned citation (2).

Therefore, consideration has to be given to the actua
information inparted to the skilled person by the
di scl osure of citation (2).

(a) Feature (a) of claiml of the contested patent
("method for m xing and grinding chocol ate, fats
and the like") is derivable from (2) on the basis
of the follow ng disclosure in the cited docunent:
citation (2) discloses a process and device for
produci ng various types of chocol ate masses or
fats (see especially page 7, lines 1 and 2, or
claim1: "Schokol ademasse, Kuvertire, Fettglasuren
und dergleichen"). The process as a whole
disclosed in (2) conprises at |east the steps of

(1) stirring, ie mxing, the chocol ate nmass or
fats in an agitator (mxing, stirring)

vessel ("Ruihrwerksbehalter"”), and

(ii) grinding the mass (reducing the particle
size) in a conmm nution (disintegration)
device or mll| ("Zerkl einerungseinrichtung")
- see especially page 8, lines 1 to 4, or
page 13, lines 14-15: ("Der Kreislauf
enthalt ferner einen Rihrwerksbehalter 8,
der mt einer Zerkleinerungseinrichtung in
Rei he geschaltet ist", see figure on
page 23).
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Feature (b) of claim1l of the contested patent
("wherein a process mass of cacao and/or cacao
powder, cacao butter, edible fat, sugar and the
like") is derivable from(2) on the basis of the
follow ng disclosure in the cited docunent:

t he conponents for m xi ng and grindi ng or,
expressed differently, the process mass in (2),
may i nclude the ingredients sugar, cacao nass,
cacao powder, cacao butter, vegetable fats, mlk
powder, and the |like (see page 7, lines 3 to 5 or

claiml1, lines 3 to 5).

in feature (c) reference is made to a "grinding

devi ce" capable of reducing the process nass to "a
certain particle size" with "a largely uniform
particle size distribution", wthout providing in
the entire patent specification any expl anation,
details, limts or ranges, etc. as to what is

i ndeed neant by "a certain particle size" or "a
largely uniformparticle size distribution". Ow ng
to the use of this rather indefinite and inprecise
termnology in the functional definition of what
is meant by a "grinding device" in the present
claiml, this termlacks, in the board' s opinion,
clear, explicit boundaries, and its exact neaning

and scope needs interpretation.

Figures 1 and 2 of the contested patent cannot
contribute to a nore precise definition or
interpretation either, since in both figures the
grinding device 1 is designed as an entirely enpty
box.
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Hence, the skilled reader seeking an
interpretation has to rely on the reference in
colum 2, lines 20-23, of the patent
specification, reading thus: "designated in the
drawings with the reference nuneral (1) is a
grinding device in which the conponents of the
process mass for processing are pre-m xed and
ground”. This leads directly to the concl usion
that what is neant by the technical feature
"grinding device" has to be understood in its
br oadest sense, and that a "grinding device" as
such within the nmeaning of claim1 of the
contested patent is accordingly any device which
has the capability of m xing and grinding the
conponents of the process nass.

On the basis of the above considerations, feature
(c) of claim1l1l of the contested patent ("are pre-
m xed and ground in a grinding device wherein as
grinding device is chosen a device for reducing
the process mass to a certain particle size which
a largely uniformparticle size distribution"”) is
derivable from (2) on the basis of the follow ng
di sclosure in the cited document:

the figure on page 23 of citation (2) shows
clearly that, in the process disclosed in (2), the
conponents of the process nmass pass through a
device 8, terned agitator (m xing, stirring)

vessel ("Ruhrwerksbehalter”) which is equipped
with both an agitator (stirrer) 24 and a roller

devi ce 6.
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Fromthe disclosure in citation (2 ) - see

especial ly,

- page 10, lines 1 to 2, reference is made to the
fact that in the comm nution (disintegration)
process the process mass i s successively ground

and roll ed;

- page 10, lines 10 to 12, reference is nade to
the fact that the conm nution (disintegration)
device contains a mll and a roller device;

- page 11, lines 8 to 11, reference is made to the
fact that, according to the appellants' present
know edge, the unexpected advant ages associ at ed
with the invention are the result frominserting
the rolling step which already affords a
uniform fine particle size within a remarkably
shortened period conpared to known processes;

- page 11, line 18 to page 12, line 13, reference
is made to the fact that the additional step of
rolling has the effect that the organol eptic
di sagreeabl e fractions containing particles of
medi um si ze are quickly reduced in size
(page 11, lines 19 to 23); and that "it appears
relevant that the step of rolling is capable of
i mredi ately reducing the size of particles
having a size above-average to the adjustable
size of the roll gap" (page 12, lines 1 to 3)

- it is sufficiently clear to the skilled reader
that the roller device 6 has the function of a

1263.D Y A
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roll mll suitable for reducing the particle
size and that the agitator (m xing, stirring)
vessel ("Ruhrwerksbehalter”) 8 in (2) has the
capability and function of carrying out both
steps of pre-m xing and grinding the process
mass to a certain particle size with a largely
uni formparticle size distribution and thus
corresponds to and is clearly covered by the
term"grinding device" used in claim1l of the
contested patent.

Contrary to the appellants' assertions during oral
proceedi ngs, the present claim1l contains no
limtation to the effect that the steps of pre-

m xi ng and grinding the process mass in the
"grinding device" nust necessarily be carried out
in a definite order, ie either concurrently or

i medi ately after one another. The process

di sclosed in (2), wherein the process nass,
subsequently to the step of its pre-mxing in the
device 8, passes the ball mlIl 4 and is then fed
back to the roll mll 6 of the grinding device 8,
is of course fully covered by the wording of the
present claiml and is therefore prejudicial to
its novelty. In this respect attention is drawn to
the fact that feature (c) nerely requires that the
process mass be pre-m xed and ground at any stage
in the grinding device. As expl ained above, this

is clearly the case in the process disclosed in

(2).

The characterizing feature (d) of claim1l of the

contested patent ("the process mass is first
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introduced into the grinding device") is derivable
from(2) on the basis of the foll ow ng disclosure
in the cited docunent:

fromthe figure on page 23 of (2) in conjunction
with the correspondi ng reference on page 13,

line 16, it is clear that the process is started
by feeding the conponents of the process mass from
out side through feed Iine 10 directly into the
agitator (mxing, stirring) vessel

(" Rihrwer ksbehéal ter") 8 corresponding to the
"grinding device" in claiml of the contested
patent (see point (c) above), before they are pre-
m xed in 8 and then transferred into the cycle.

Feature (e) of claim1l of the contested patent
("the process mass is circulated in a cycle") is
derivable from (2), inter alia, on the basis of
the follow ng disclosure in the cited docunent:
inlines 7 to 8 on page 7 and in claim1 of
citation (2) reference is nmade to the process nass
bei ng subjected in the cycle ("imKreislauf")
several tines to a size reduction process;

lines 18 to 20 on page 13 of (2) provide the
skilled reader with the teaching that "the devices
| ocated in the cycle (circuit) are interconnected

in series by the connecting circuits 14 and 16."

Feature (f) of claiml of the contested patent
("consisting of at least a grinding device and a
separate ball mlIl") is derivable from (2), inter
alia, on the basis of the follow ng disclosure in
the cited docunent:
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according to the disclosure inlines 7 to 9 on
page 17 of citation (2), "in the main cycle
(circuit) the ball mll 4, the roller device 6 and
the agitator (mxing, stirring) vessel 8, ie the
grinding device (see point (c) above) are arranged
(connected) in series;

feature (f) is also clearly derivable fromthe
figure on page 23 of (2).

(g) Apart fromthe fact that feature (g) of the
contested patent ("is ground to the desired
particle size") is nore or |less neaningless in the
absence of any definition of what is neant by the
"desired particle size", this feature is derivable
from(2), inter alia, on the basis of the

follow ng disclosure in the cited docunent:

see page 11, lines 8 to 11: "according to the
appel l ants' present know edge, the unexpected
advant ages associated with the invention are the
result frominserting the rolling step which
affords already a uniform fine particle size (ie
the desired particle size) within a remarkably
shortened period conpared to known processes”;

see page 11, lines 18 to 26: "the additional step
of rolling has the effect that the organol eptic
di sagreeabl e fractions contai ning particles of
medi um si ze are quickly reduced in size" wthout
t he unwant ed augnentation of the fraction

containing particles of a very small size.

Fromthis disclosure in (2) it can readily be
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deduced that the result of carrying out the known
process is |likew se the reduction of the process
mass to the desired particle size.

4.3 On the basis of the observations and considerations in
poi nt 3.2 above the board concludes that all the
technical features (a) to (g) individually and their
conbi nation, formng the subject-matter of present
claim1, are directly and unanbi guously derivable from
the disclosure of citation (2) and that claim1
therefore | acks novelty, contrary to the requirenents
of Article 52(1) in conjunction with Article 54(1) and
(2) EPC.

5. Since a decision can only be taken on the request as a
whol e, there is no need to consider the patentability
of independent claim7 or the dependent cl ains.

O der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

P. Martorana U OGswal d
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