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Summary of Facts and Subm ssi ons

1963.D

The appeal lies fromthe decision of the opposition
division to maintain the European patent No. 398 412 on
the basis of the second auxiliary request filed during
oral proceedings on 26 Septenber 1995. The i ndependent
clainms 1 and 6 thereof read as foll ows:

"1. Process for preparing a dispersion conprising a
conti nuous fat phase and a di spersed gell ed aqueous
phase, wherein a water-continuous conposition,
containing, calculated on the water:

(i) nore than 200 ppm am no acid residues; and

(ii) nore than the critical concentration of one or
nore gel ling polysaccharides capable of formng a
reversi bl e gel

is cooled fromabove the gel setting tenperature of the
wat er - conti nuous conposition to bel ow said gel setting
tenperature and subjected to such conditions of shear
that the water-continuous conposition is converted into
smal | gel |l ed aqueous beads, after which a fat-

conti nuous dispersion is formed while naintaining the
tenperature at below the gel nelting tenperature, and
wherei n the di spersed gell ed aqueous phase has a
dropl et size distribution value sigm which exceeds
0.9, preferably exceeds 1.1 mcroneters (mcrons)."

"6. Edi ble dispersion containing | ess than 30% by

wei ght of a continuous fat phase and at least 70 wt. %
of a gelled agueous phase which gelled dispersed
aqueous phase contains
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(a) one or nore gelling polysaccharides capabl e of
formng a reversible gel, at a concentration |evel
of 1-6 times the critical concentration of said
gel l'i ng pol ysaccharide(s), and

(b) nore than 200 ppm am no acid residues, wherein the
di spersed gel |l ed aqueous phase has a dropl et
di aneter distribution value signma which exceeds
09, preferably exceeds 1.1 mcroneters
(mcrons)."

These clains differed fromthe correspondi ng clains as
granted (clains 1 and 7, respectively) in that they
contained the additional feature "wherein the dispersed
gel | ed aqueous phase has a droplet dianeter [size in
claim1] distribution value signma which exceeds O 9,
preferably exceeds 1.1 mcroneters (mcrons)."

The relevant prior art docunents are:

Dl: GB-A-2 084 171

D3: EP-A-0 237 120

D4: EP-A-0 237 132

D6: EP-A-0 011 344

D12: EP-A-0 279 499

The opposition division decided that the main request
and the first auxiliary request then on file did not

nmeet the requirenent of novelty having regard,
respectively, to docunent D6, which was held to be
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prejudicial to the novelty of claim7 of the main
request, and D4, which was held to be prejudicial to
the novelty of claiml1l of the first auxiliary request.
The opposition division, however, found that the
subject-matter of claim1 of the second auxiliary
request, against which in its view the opposing parties
had filed no argunents, net the requirenents of the
EPC. daim6 of the sane request was consi dered novel
and inventive by virtue of the feature "the di spersed
gel | ed aqueous phase has a dropl et dianeter

di stribution value sigma which exceeds 0.9, preferably
exceeds 1.1 mcroneters (mcrons)". Said feature was
not di sclosed in any prior published docunent.
Furthernore, it was considered that the properties of
the product, oral response, stability and rel ease of
flavour conponents, were advantageously affected by the
dropl et size distribution, and that for this reason

i nventive step could be recogni sed.

The appel |l ant (opponent 1) filed an appeal wth
statenment of grounds and paid the appeal fee in due
tinme.

In a comruni cation dated 11 August 1998 the board
pointed to a possible violation of Rule 68(2) EPC in
relation to the decision under appeal and asked the
parties to comment. Only the appellant replied thereto.
He stated that a remttal to the first instance was not
requested in the interest of saving costs. On

3 February 1999 the parties were sunmoned to ora
proceedi ngs.

The other party (opponent 2) stated in a letter dated
17 February 1999 that they would not attend the ora
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proceedi ngs.

At oral proceedings held on 6 May 1999 the respondent
(patent proprietor) filed auxiliary requests |I to IV
Auxiliary requests |I to IIl conprised a product claim
whi ch was identical to claim6 of the nmain request,
this being represented by the clains as maintai ned by
the opposition division. Process claim1l of these
requests contained further anendnents in conparison to
claim1l of the main request, these being either the

i ntroduction of the feature "and wherein the water
conposition is nmaintained at a tenperature bel ow t he
gel setting tenperature for at |east 20 seconds prior
to the formation of the fat continuous dispersion”
(auxiliary request 1) or the introduction of the
features of dependent claim2 (auxiliary request 11) or
the introduction of the features of dependent clains 2
and 3 (auxiliary request I11).

In auxiliary request |V product claim4 was as claim®6
of the main request with the additional feature "and
wherein the gell ed agueous phase has a viscosity of

| ess than 30 nPa.s. at 5°C, and at a shear rate of
17090[ sec] " at the end of the claim Process claiml
read as follows:

"1. Process for preparing a dispersion conprising from
5-30% by wei ght of a continuous fat phase and from 70-
95% by wei ght of a dispersed gell ed agqueous phase,
wherein the gell ed agueous phase has a viscosity of

| ess than 30 nPa.s. at 5°C, and at a shear rate of
17090'', wherein a water-continuous conposition,
cont ai ni ng, cal culated on the water:
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(i) nore than 200 ppm am no acid residues; and

(ii) nmore than the critical concentration of one or
nmore gel ling pol ysaccharides capable of formng a
reversi bl e gel

is cooled fromabove the gel setting tenperature of the
wat er - conti nuous conposition to bel ow said gel setting
tenperature and subjected to such conditions of shear
that the water-continuous conposition is converted into
smal | gell ed aqueous beads, after which a fat-

conti nuous dispersion is forned while maintaining the
tenperature at below the gel nelting tenperature, and
wherein the dispersed gell ed aqueous phase has a
dropl et dianmeter distribution value sigma which exceeds
0.9 preferably exceeds 1.1 mcroneters (mcrons), and
wherein cooling regime and residence tinme enployed til
the formati on of the fat-continuous dispersion are such
that under qui escent conditions a gel having a shear
nodul us of nore that 50 Pa., preferably of nore than 70
Pa., would have forned."

The appellant's argunments are sunmari sed as foll ows:

To the main request:

The introduction of the definition of the val ues of
sigma, being a neasure of the droplet dianeter

di stribution of the dispersed gell ed aqueous phase in
the product, was not an appropriate anendnent in
process claiml1l as it was irrelevant in terns of the
process steps leading to the product. It represented a
standard deviation relating to bead sizes which was not
clearly expressed. The respondent had not provided a
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process which would give the required value for sigm
but had nerely neasured this value after the product
had been produced. No conparisons with prior art
product sigma val ues were given and in a case which
depended on this feature such a conparison was
necessary.

Further the process as clained did not indicate how a
product with such a feature was to be obtained and in
this case the patent in suit did not disclose the
invention in a manner sufficiently clear and conpl ete
for it to be carried out by a person skilled in the
art, (Articles 83 and 100(b) EPC). The conditions of
shear which were applied to the water continuous phase
during the process of the invention using conventiona
equi pnent, eg A- and G units were not specified in the
process claim In fact too heavy a burden was being

pl aced on the skilled person to reproduce the process.

Wth regard to the prior art the appellant cited
docunent 1, exanple 1 and docunent 4, exanple 2, both
of which enployed starting materials and process steps
falling within claim1 of the patent in suit, and which
in their viewresulted in products which would have the
required sigma val ues. These were products falling
within the definition of claim6. It was al so pointed
out that exanple 1 of document 1 referred to reworking
of the exanple by nelting the product which indicated
that a reversible gel had been produced.

To the auxiliary requests | to IV:

None of the auxiliary requests contained a feature
whi ch overcane the deficiencies of the main request and



-7 - T 0989/ 95

therefore they were open to the same objection as the
mai n request. It was noted that the 20 second
limtation in auxiliary request | excluded the exanples
of the invention. It was not enough to recite a tine
limt for the gelling stage as other process

condi tions, shear rates, tenperature and appar atus,

al so determ ned the product characteristics.

I X. The respondent's argunments are sumari sed as foll ows:

To the main request:

The paraneter sigma was a termknown in the art which
foll owed fromthe NVR neasurenents under standard
conditions as indicated in the description of the
patent in suit. No point of reference (droplet size)
was required because the deviation fromthe maxi num
droplet size in mcrons was determ ned by neans of the
NMR equi pnent .

The term "size distribution in claiml1l was to be read
as "dianeter distribution" as in the product claim6®.

Exanpl e 2 of docunent 4, if anything, only represented
an accidental anticipation because the general teaching
of this citation was that the setting of the gelled
aqueous phase only took place after the phase
inversion, this being contrary to the clai ned process
of the patent in suit. The exanple did not specify the
shear conditions which were necessary to control the
dropl et size of the aqueous phase. There was vagueness
in respect of the state of the enulsion after the first
C-unit and indeed phase inversion may have begun at
that point. There was no gel ati on before phase

1963.D Y A
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i nver si on because phase inversion may have started in
the A-unit.

The exanpl e of docunent 1 was al so not anticipatory
because there was no gelling agent present in an anount
above the critical concentration for formation of a
reversi ble gel. The exanple showed that a m xture of
gelling and thickening agents had been enpl oyed and
this did not give rise to the formation of a reversible

gel .

The skilled artisan would have no difficulty in
creating the process conditions which would provide a
product having the required sigm value. The shear and
sigma val ues were adequately defined and the emnul sion
maki ng process and apparatus therefore were all well
known to the skilled person. The cooling conditions of
tenperature and tine forned part of the skilled persons
know edge and did not constitute a problemfor him
Docunent 3 di scussed how to vary the droplet size using
conventional apparatus and this would be done to
produce sigma val ues which were restricted by the usua
physical conditions in this art.

To the auxiliary requests | to IV:

Auxiliary request | was distinguished over the prior
art because the conditions stated did lead to gelling
and cross-1linking and were not prior disclosed.

The fat content of the spreads manufactured according
to the process of auxiliary request Il was limted to a
maxi mum of 30 wt % and this distinguished the product
fromthat of exanple 2 of docunent 4 which had 40 wt %
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and exanple 1 of docunment 1 which had 35 wt %

Auxiliary requests IIl and IV were further |imted over
auxiliary request Il in that they represented firstly a
conbi nation of clainms 1, 2 and 3, and secondly a

conbi nation of clains 1, 2, 3 and 9 of the clains
formng the main request. These requests were not prior
published in any of the citations.

The appel | ant requested that the decision under appea
be set aside and that the patent be revoked.

The respondent requested that the appeal be dism ssed,
alternatively that the decision under appeal be set
asi de and the patent be maintained on the basis of
auxiliary requests I to IV as submtted in the ora
proceedi ngs.

Reasons for the Deci sion

1

The appeal is adm ssible.

Article 123(2) and (3) EPC. all requests.

1963.D

Havi ng consi dered the main request and the auxiliary
requests, the board has no objections agai nst any of
the requests under this article of the EPC, since al
the amendnents therein are, firstly, of a restrictive
nature, and, secondly, they find a basis in the
application as filed. No objections were raised in this
respect by the appellant.
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Mai n request

1963.D

One of the essential features which characterises both
process claim1l and product claim6 is the dropl et

di aneter distribution value signma of the dispersed
gel | ed aqueous phase which shoul d exceed 0.9, and
preferably should exceed 1.1 mcrons. This feature,

whi ch did not characterise the clains as granted, was
added in order to overcone the substantive objections
rai sed in the opposition phase and is thus open to

obj ection also under Article 84 EPC (cf G 10/91, QA EPO
1993, 420, point 19 of the reasons). The opposition
division in its decision now under appeal considered
that the said feature was adequate to confer
patentability to the subject-matter of the clainms. The
appel l ant submits that this is not the case (cf.

Section VIII above). It has thus to be exam ned whet her
the said feature contributes in any way to a neani ngf ul
definition of the clainmed subject-matter so as to allow
its clear-cut distinction over the prior art.

The patent specification, although referring to sigm
val ue determ nations, does not contain a definition of
"sigma val ue". However, the parties agreed that it
defines the standard deviation in the droplet dianeter
di stri bution.

The di spersions of the patent in suit are characterised
by the fact that NVR neasurenents of the vol une

wei ght ed nean dropl et size showed a relatively broad
dropl et dianeter distribution, the figure found for
sigma exceeding 0.9 mcroneter (page 5, lines 23 to
29). The latter is the | owest value of the open-ended
range referred to in the clains at issue. By virtue of
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this open-ended definition of the standard deviation in
dropl et dianeter distribution the clains include al so
water-in-oil erulsions with a m ni num degree of m xi ng.
These - as submitted by the respondent - nmay not have a
practical use, however they are envisaged within the
definition.

Leaving the signma value out of consideration, it is
noted that processes as well as products satisfying al
ot her general features of the clains at issue are known
in the art.

For exanpl e, docunent D4 describes in Exanple 2 the
preparation of a water-in-oil fat spread by a process
wherei n ingredients and operational steps in accordance
wWith the process of claim1l are used whilst also using
the sane equipnent, ie A- and C units, as in the
patent in suit. Nothing is said about the droplet

di aneter distribution size value sigm. The simlarity
of the process and the w de range of signa val ues
covered by the claim1l at issue, render a distinction
bet ween the process described in the said docunent and
the subject-matter of claim1 highly problematic.

Docunent D1 al so describes the preparation of a water-
in-oil emulsion (covering also |low fat enul sions) by a
series of operational steps which fall within the
general outline set down in claiml1l at issue. Here also
nothing is said about the droplet dianeter distribution
si ze val ue signa.

Docunent D3 describes an edi bl e di spersion contai ni ng
10 to 35% continuous fat phase and 90 to 65% di spersed
aqueous phase containing a gel-formng conposition with
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one or nore gelling agents in a concentration at or
above the critical concentration including gelatin and
t hus containing nore than 200ppm ami no aci d resi dues.
Nothing is explicitly said about the droplet dianeter
di stribution size value signma, however sonme comments
are made on the average droplet size, its nmeasurenent
and the possibility of varying it eg by changing the
shear forces.

Since, as already stated, the cited prior art docunents
do not explicitly refer to the value sigma of the
distribution of the droplet dianeters, but the
processes and the products described therein fal

within the general outline of the clains at issue, it
is evident that the clarity and unanbiguity of the
feature "value sigm" is of the utnost inportance for a
meani ngful definition of the clainmed subject-matter |,
in particular as it is the only paraneter which coul d
provide a distinction over the prior art.

As al ready noted, the value set down for this paraneter
in the clains is open-ended, the only requirenent being
that it exceeds 0.9, preferably 1.1. Because the | owest
value is given, broad droplet dianeter distributions
are covered by the clains which include enmul sions
wherein the fat and aqueous phases are mxed to a

m ni mum degr ee.

Neither the clainms nor the description refer to any
specific controlled neasure in terns of operating

condi tions by which given distribution values of sigma
are necessarily obtained. Process claiml refers to
unspecified conditions of shear in the formof a result
to be achieved ("such conditions of shear that.."). As
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shown in the description, the m xing of the fat phase
with the water phase and phase inversion are carried
out in the Votator™ A- and Cunits. This is just as
described in the prior art. In such units the degree of
di spersion of the aqueous phase can be controlled by
varying the applied shear during manufacture, eg by
varying the rotor speed (cf eg docunent D3). This is
quite enpirical. At the end of the operations the
dropl et size distibution is determ ned and therefrom
the sigma value is neasured. That such a determ nation
can be carried out under standard conditions is not in
guestion. The rel evant question is rather whether a
reference to a value of sigma which should be exceeded
in the process and product clains at issue constitutes
a technical feature which unanbi guously distinguishes
what is already known fromwhat is now cl ai ned.

As stated, the sigma range of values is open-ended at
one side, the lower Iimt being indicated, but wthout
any upper limt. Such an open-ended definition
conprises virtually all forns of broad droplet dianeter
di stribution. The board finds itself not able to accept
this signa definition as a satisfactory characterising
and delimting feature and because of the vagaries of

t he product and process clains not able to fully define
the nature of the final product. As a result, the board
is not in a position to recognise either a process or a
product feature which does unanbi guously distinguish
the process and product fromthe prior art. Because of
the extrenely relevant prior art the board is unable to
agree that the subject-matter is novel. The board is
further of the opinion that ill-defined paraneters

whi ch serve to obscure the boundaries between the prior
art and the subject-matter of the patent in suit nmay
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not be allowed to conceal |ack of novelty. For these
reasons the requirenents of Articles 84 and 54 EPC have
been consi dered together and the board therefore

deci ded that the clainmed subject-matter does not neet

t hem

Auxiliary requests | to Il

10.

These requests all contain a product claimwhich is
identical to claim6 of the main request and thus they
must fail for the sane reasons given above in respect
of the main request.

Auxiliary request |V

11.

12.

1963.D

In this request the clained edible dispersion is
further defined by the feature "and wherein the gelled
aqueous phase has a viscosity of less than 30 nPa.s. at
5°C, and at a shear rate of 17090[sec] . This feature,
which relates to the viscosity of the gelled aqueous
phase, characterises also the process of making the
edi bl e di spersion according to docunent D3 (cf eg

page 3 lines 30 to 34). Its introduction in the product
cl ai m does not contribute in any manner to renove the
obj ections specified in respect of the main request.
This request nust thus be refused for the sane reasons.
As one bad claimis sufficient to render the whol e
request unacceptable, it is not necessary to discuss
here the process claim

The above finding is not in contradiction with that of
board of appeal decision T 487/89 of 17 July 1991 in
whi ch the board deci ded that whether the absence of an
upper or lower Iimt was acceptable in a clai mdepended
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upon the particular circunstances. An open-ended
paraneter was accepted on the basis that the claim
sought to enbrace values of tenacity and toughness as
hi gh as coul d be obtai ned above a certain mninmm | evel
whi ch hi gh val ues were not part of the prior art

di scl osure and were desirable. Such circunstances do
not pertain in the case of the present patent in which
very high values of signa were to be found in the prior

art.

O der

For these reasons it iIs decided that:

1. The deci si on under appeal is set aside.

2. The patent is revoked.

The Regi strar: The Chai r man:
U. Bul t mann L. Galligan

1963.D



