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Summary of Facts and Subm ssi ons

1243.D

The appeal is fromthe decision of the Opposition

Division to reject the opposition against European

patent No. 212 758, which was granted in response to

Eur opean patent application No. 86 201 439.6. Caiml

as granted reads as fol |l ows:

"A process for the preparation of synthesis gas for the

manufacture of mddle distillates froma hydrocarbon-

containing feed characterized by the foll ow ng steps:

a)

b)

50-99 %W of the hydrocarbons present in the feed
is partially converted with steaminto a product
containing H, and CO at an el evated tenperature
from 400- 1500 EC, a pressure from 3-50 bar, and at
a space velocity from600-1350 | (S. T.P.)

hydr ocar bon-contai ning feed/| catal yst/hour and
from 3500-4500 | (S. T.P.)steam | catal yst/hour,

product fromstep a) and any renmaining part of the
feed is subjected to autothermal catalytic partial
oxi dation with an oxygen-conprising gas at a
tenperature from 600-1100 EC, a pressure from 10-
50 bar and a space velocity relating to the
product of step b) from 5000-10000 I (S. T.P.)/I

cat al yst/ hour, and

CO, is renoved fromthe product obtained fromstep
b), and wherein at |east part of the CO, renoved in
step c) is led to step a) and/or b),

wherein at least a part of a light fraction is
also led to step a), which light fraction is
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obt ai ned by converting at |east sone of the
synthesis gas obtained in step c) into light and
heavy hydrocarbons at a tenperature of 125-350 EC
and a pressure of 5-100 bar in the presence of a
catal yst and separating the light fraction froma
heavy fraction, and that the possible other part
of the light fraction is burned in order to
generate at |east sone of the heat needed in

step a) and

wherein the said part that is led to step a) is 40
to 90 % of the total fraction

In the decision, inter alia, the followi ng prior art
docunment was cited:

D5: FR-A-1 410 951.

The Qpposition Division considered that D5 represented
the closest prior art. The technical problem underlying
the invention was seen in an inprovenent of the
flexibility of the process and the control of the

hydr ogen and carbon nonoxi de ratio. The solution of the
problemgiven in granted claim1l was held to involve an
i nventive step. They considered that the conbination of
features of the nmethod disclosed in claim1 would
require skill beyond the conmmon general know edge

wi t hout a teaching describing the recycling and
utilisation as feed in the reformng step of 40 to 90%
of the light fraction and the use of the rest as fue

to obtain the heat in the sanme reformng step

In the statenent of the grounds of appeal, filed on
22 February 1996, the appellant (opponent), inter alia,
mai nt ai ned that the process of claim11l | acked an
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i nventive step and filed eight new docunents. Speci al
enphasi s was put on

D15: US-A-2 347 682.

It was argued that the subject-matter of claim1l was
obvi ous having regard to D5 and D15.

The respondent (patentee) refuted the appellant's
argunents and objected to the introduction of new
docunents in the appeal procedure. During ora
proceedi ngs, which took place on 24 March 1999, the
respondent no | onger objected to the introduction of
D15 into the proceedi ngs, but requested that, if D15
woul d be a reason for revocation of the patent in suit,
the case should be remtted to the first instance in
order to safeguard a two instances decision. Wth
respect to inventive step the respondent's argunents
can be sunmari zed as foll ows:

Conmpared with the process disclosed in D15, which ained
at using the carbon content of the feed conpletely for
the production of l|iquid hydrocarbons, the process of
claim1l had the advantage of increased flexibility in
the choice of the H/COratio of the synthesis gas and
the operation of the reforner. The carbon in the feed
was not conpletely converted but its use was optim zed,
havi ng the advantage of reduced energy requirenent.
These advant ages coul d be obtained by catal ytic partia
oxi dation of the effluent fromthe reforner, separation
of the carbon dioxide fromthe effluent of the

catal ytic oxidation furnace, recycling the renoved
carbon dioxide to the reforner and/or the partia

oxi dation furnace, and recycling the tail gas fromthe
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synthesis reactor partly to the feed of the reforner
and partly to the reforner furnace. D15 did not

di scl ose or suggest the use of a catalytic partia

oxi dation furnace, nor the renoval of carbon dioxide
fromthe effluent of said furnace. By using the

addi tional partial oxidation step the heat requirenents
in the reformer (extreme conditions) could be reduced
and nore tail gas could be recirculated to the
reformer, resulting in reduced energy consunption.

Al t hough D5 taught the use of the catalytic partia
oxidation step, its use was related to the probl em of
carbon deposition in the refornmer and not to the
probl ens of increasing flexibility and optim zing

car bon conver si on.

V. The appel | ant (opponent) requested that the decision
under appeal be set aside and that the European patent
No. 0 212 758 be revoked.
The respondent (patentee) requested that the appeal be
di sm ssed and that the patent be nmintai ned. As
auxi |l iary request, the respondent requested that the
case be referred back to the Qpposition Division for

consi deration of the additional docunents produced by
the appellant in the appeal proceedings.

Reasons for the Deci sion

1. The appeal is adm ssible.

2. New evi dence and rem ttal

2.1 According to Article 114(2) EPC, the EPO may disregard

1243.D N
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facts or evidence which are not submtted in due tine.
Fromthis article it follows that the Board has a

di scretion and thus al so the power to consider |ate
filed evidence. In the present case it is questionable
whet her D15, submitted in the grounds of the appeal, is
to be considered as late filed at all. The filing of
D15 coul d be seen to be a response to the Opposition
Division's findings wwth regard to common gener al

know edge. The Board hol ds, however, that D15 is of
such relevance that it should not be disregarded even
if it were considered as late filed evidence within the
nmeani ng of Article 114(2) EPC. Since in the ora
proceedi ngs the respondent no | onger objected to the

i ntroduction of D15 into the proceedings, there is no
need for further notivation why the Board has exerci sed
its discretion in this way. By introducing D15 into the
proceedi ngs the factual franmework of the case has been
changed after the delivery of the contested decision.

It remains to be decided whether this change in the
factual franmework of the case requires or justifies a
remttal of the case to the first instance.

The respondent took the position that, if the factua
framewor k of a case was changed by the introduction of
a new docunent there was an unconditional right of a
deci sion by two instances. This view was, however, not
supported by reference to any article or rule of the
EPC. The Board is also not aware of any article or rule
in the EPC from which such a right could be derived.
Under Article 111(1) EPC a Board of Appeal has a

di scretion during appeal proceedings before it, either
to "exercise any power within the conpetence of the
departnment which was responsi ble for the decision
appeal ed (here: the Opposition Division) or (to) remt
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the case to that departnment for further prosecution.”
The attribution of a discretionary power woul d be

nmeani ngless if the boards were ipso facto obliged to
remt the case whenever new matter was raised in appea
proceedi ngs, irrespective of the nature of such matter.
Thus, in accordance with jurisprudence of the Boards of
Appeal (cf. T 557/94, not published in QI EPQ

reasons 1.3), Article 111 EPC al so confers the power
upon a Board of Appeal to act inter alia as the first
and only instance in deciding upon a case taking into
account a docunment, which was only filed in appea
proceedi ngs, w thout the possibility of further
appel l ate review. Remttal of a case results in a
substanti al delay of the procedure which keeps the
public in uncertainty about the fate of the patent for
several nore years. It also involves additional costs
for all the parties and the office. Remttal, due to
the adm ssion of a new docunent, should therefore

rat her be an exception eg if, without remttal, a party
woul d not have had sufficient opportunity to defend
itself against an attack based on the new docunent, or
i f the factual framework has changed to such an extent
that the case is no |longer conparable with the one
decided by the first instance (see eg T 97/90,

Q) EPO 1993, 719). In the present case the respondent
was aware of D15 since the filing of the grounds of the
appeal, ie nore than 3 years before the oral
proceedi ngs took place. Furthernore D15 was only cited
i n support of argunents, based on comon genera

know edge, already present before the first instance,
so that the Board does not find that the citation of
this additional evidence anpbunts to a substantia
change in the factual franmework. Since the respondent
had sufficient time to deal with the new evidence, the
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Board holds that there was no reason to remt the case
to the first instance. The request to remt the case to
the first instance is therefore refused (see al so

T 852/90 of 2 June 1992 and T 113/96 of

19 Decenber 1997).

I nventive step

In the contested decision D5 was regarded as cl osest
prior art. The Board regards D15 to be not nore

rel evant than D5 and agrees that D5 is a suitable
starting point for the evaluation of inventive step.

D5 relates to the production of synthesis gas with a
H/COratio of 2, suitable for the synthesis of nethano
or the synthesis of |iquid hydrocarbons according to
the Fi scher-Tropsch process (page 1, left colum first
par agraph; page 2, right colum, fourth paragraph).

Al t hough D5 does not explicitly nmention the manufacture
of mddle distillates, this is inplicitly disclosed by
the reference to the Fischer-Tropsch synthesis
(synthése genre Fischer) since the nmanufacture of
mddle distillates is the known and undi sputed purpose
of the Fischer-Tropsch synthesis. D5 discloses the
reform ng of natural gas (nethane) with steamat 10 bar
and a tenperature of 750 to 770°C over a nicke

catal yst followed by catalytic partial oxidation at the
sane pressure of the effluent with oxygen, m xed with
recircul ated CO, fromthe foll ow ng decarboni sation
step. The effluent fromthe partial oxidation reactor
i's cool ed and decarboni zed, whereby a synthesis gas is
obt ai ned which mainly conprises H, and COin a ratio of
about 2 (66.7 to 31.3); see page 3, exanple 2.
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According to the contested decision, the problem
underlying the invention was to inprove the flexibility
of the process and the control of the hydrogen and
carbon nonoxide ratio (point 6 of the reasons). In the
patent in suit "flexibility" is only used in connection
with a preferred enbodi nent of process, whereby
parall el refornmer and partial combustion units were
used (colum 3, line 49 to colum 4, line 30). Such
particul ar advantage of a special enbodi nent can,
however, not be used for defining the problem
underlying the nore general process according to
claim1l. During oral proceedings before the Board the
respondent brought "flexibility” into relation with the
H/COratio. It is evident that in the process of D5
said ratio can also be regulated but, as well as in the
patent in suit, the conditions are preferably chosen so
as to obtain a ratio of 2. There is no evidence of any
i nprovenent in control or "flexibility" of the H/ CO
rati o, so that this cannot be used to define the
probl em underlyi ng the invention. The respondent
further stressed that with the clainmed process optinmm
use of the carbon content of the feed was obtained.
"Optimum use of carbon” was said to reduce the energy
requi renments and to increase the flexibility of the
process. The Board accepts that conversion of all the
carbon present in the recirculated CO reduces the
degree of freedomand is energetically unfavourable.
Thi s argunent nust however fail since in the process of
D5 not all the CO, is converted; just as in the patent
in suit, a part is vented through the reforner furnace.
Moreover, there is no indication in the patent in suit
what the optinmum conversion factor is. Since D5 does
not di scl ose how the process of obtaining the synthesis
gas is integrated wwth the Fischer-Tropsch synthesis
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for the manufacturing of mddle distillates, the
probl em underl ying the invention can be seen in the
provi sion of an integrated process for the manufacture
of mddle distillate froma hydrocarbon feed. It is
evi dent and uncontested that with the process of
claim1l this problemcan be sol ved.

It remains to be deci ded whether it was obvious to a
person skilled in the art to solve the said problem by
a process according to claim1. The process according
toclaiml differs fromthe process as disclosed in D5
essentially in that a |light fraction of the Fischer-
Tropsch synthesis is recycled to the refornmer, whereby
40 to 90 W is led to the feed and the remaining part
to the burner of the reforner. During oral proceedings
the respondent agreed that, in the art of Fischer-
Tropsch synthesis, it was comon general know edge to
recycle at least a part of the tail gases (light
fraction) fromthe separator behind the synthesis
reactor to the refornmer. The tail gas conprises

hydr ocar bons whi ch can be reforned to synthesis gas or
can be used as fuel. The skilled person will consider
both potential uses of the tail gases in the reformner
and | ook into the literature concerning the Fischer-
Tropsch synthesis to see which use is actually
recomended in the art. D15, a docunent relating to
hydr ocar bon synthesis by the Fi scher-Tropsch process,
teaches himto pass about 75% of the recycled tai
gases, conprising hydrogen, carbon nonoxi de, nethane,
et hane and ethylene, to the refornmer for the production
of further quantities of nmake gas, and to pass the

ot her part to the gas refornmer furnace (burner) for
supplying heat for the reformng step (page 6, left
columm, lines 29-42 and Fig. 1). Thus D15 shows that,
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in a conventional plant with a Fischer-Tropsch
synthesis reactor, the tail gases are recycled to the
reformer in the way as required by present claiml.

According to D15 the synthesis of Iiquid hydrocarbons
is preferably perfornmed at a tenperature of 163 to
202°C (325-395°F); see page 2, left colum, Iines 60-
71. D15 does not disclose the pressure in the synthesis
reactor. The synthesis reactor of D15 is a rather
conplicated fluid bed reactor and the suitable pressure
I's probably not substantially higher than the

at nospheric pressure. Pressures of 5 to 100 bar
mentioned in present claiml1l are however common in the
art for solid bed reactors. The use of such pressures
bel ongs to the general know edge of the skilled person
dealing with Fischer-Tropsch synthesis. The ot her
process conditions nmentioned in claim21l which are not
specifically disclosed in D5 or D15, such as the space
velocities and the tenperature in the partial oxidation
reactor, also belong to the conmmon general know edge or
follow fromroutine optimsation procedures. Anyhow t he
patent in suit gives no notivation for the choice of
said pressures and other reaction conditions, and the
respondent has not argued that they are unusual in the
art or that their determ nation requires nore than
routine experinentation.

The process of claiml1l is therefore a straight forward
aggregation of a known process for the production of
synthesis gas with a H/COratio of 2 (D5) and a known
process for producing mddle distillate froma
synthesis gas with a H/COratio of 2 (D15) w thout a
surprising synergistic effect. The respondent's
argunent that it was not obvious to conbine D15 wth D5
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because they relate to different technical problens is
not convi ncing. The Board accepts that the probl em of
reduci ng carbon deposition on the reformer catal yst
mentioned in D5 is not directly related to the
techni cal problens nentioned in D15. For the skilled
person starting fromD5, the problem of carbon
deposition has al ready been solved and he has no reason
to look for other docunents treating the probl em of
carbon deposition. He has however good reasons to
consider D15 if he wants to solve the problemhow to
integrate the process for the production of synthesis
gas according to D5 with a process for producing m ddle
distillates fromsynthesis gas. Thus the Board hol ds
that the above nentioned technical problem has been
solved in an obvious manner, so that the subject-nmatter
of claim1l lacks an inventive step and the patent
cannot be mai nt ai ned.

Or der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The patent is revoked.

The Regi strar: The Chai r man:
S. Hue R Spangenberg
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