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Summary of Facts and Subm ssi ons

1289.D

Mention of the grant of European patent No. 0 232 463
in respect of European patent application

No. 86 113 770.1, filed on 4 Cctober 1986 and cl ai m ng
priority froman earlier application in the USA

(810 770 of 19 Decenber 1985), was published on

30 Decenber 1992, on the basis of eleven clains,
Caim1l reading:

"An el astoneric polyner conposition conprising, as the
sol e polyneric el astomer conponents, at |east one

hi ghly unsaturated rubbery polyner and 25 to 50 parts
by wei ght per 100 parts by weight of total elastoners
of a high nol ecul ar wei ght EPDM pol yner havi ng a bound
non- conj ugat ed di ene content of from6 to 15 wei ght
percent of the EPDM a Mooney viscosity (M. 1+8 at
100°C) of greater than 150 and an et hyl ene: propyl ene
wei ght ratio of from50:50 to 75:25."

Clains 2 to 8 were directed to preferred enbodi nents of
Caiml. Cdaim9 referred to a vul canizate of the
conposition of aimb5 and ains 10 and 11 to
pneunmati c tyres containing vul cani zates of the
conpositions of Claim9 and Claim?7, respectively.

On 30 Septenber 1993 a Notice of Opposition was filed
and revocation of the granted patent in its entirety
was requested under Article 100(a) EPC. The objection
was initially based upon four docunents (D1 to D4), to
which a Declaration by Prof. E. Andrews and six further
docunents (D5 to D10) were added later. During the ora
proceedi ngs before the first instance the Qpponent
additionally rai sed an objection pursuant to
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Article 100(b) EPC

In response to the opposition, the Proprietor, apart
fromthe substantive issues, argued that the opposition
was i nadm ssi ble pursuant to Rule 99(1) EPC, since
neither the original Notice of Cpposition nor the
confirmation copy bore the Qpponent's signature.

By an interlocutory decision delivered orally on

6 July 1995 and issued in witing on 4 Cctober 1995,
the Qpposition Division held that the opposition was
adm ssi ble, but that there were no grounds of

opposi tion prejudicing the naintenance of the patent in
amended form i.e. on the basis of a set of nine clains
filed as auxiliary request on 6 July 1995, the
anmendnents in Caim21 being:

(1) t he anount of highly unsaturated rubbery polyner
was now 30 to 45 parts by weight per 100 parts
by wei ght of total elastoners,

(1) t he EPDM rubber was now defined as an oi
ext ended EPDM pol yner containing 50 to 150 parts
by wei ght per 100 parts by wei ght of EPDM
pol ymer of naphthenic or paraffinic oil.

(iii) The Mooney viscosity of the EPDM was now
i ndicated to be neasured prior to oil extension.

Clains 2 and 3 as granted were del eted and the ot her
clai ms were renunbered and their appendanci es adj ust ed.

The Opposition Division held that
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The opposition conplied with Articles 99 and 100
in conjunction with Rules 1(1) and 55 EPC;, the
late filing of the signature was acceptable
pursuant to Rule 36(3) EPC. Hence the opposition
was adm ssi bl e.

The requirenents of Article 123(2) and (3) EPC
were fulfilled.

The i nvention was disclosed sufficiently clearly
and conpletely for the skilled person to carry it
out .

None of the cited docunents disclosed an

el astomeri c conposition according to Caiml, so
that novelty was accepted. In particular D6

(Shul man, C.B. "unique features of high

unsat urati on EPDM pol yners" ACS 128t h Rubber

Di vi sion Meeting, Cctober 1-4, 1985) did not
mention the EPDM rubber ratio of 30 to 45 parts by
wei ght per 100 parts by wei ght of total

el ast oners.

Regardi ng inventive step, the problemto be sol ved
was to provide el astomer conpositions having good
resilience, ozone resistance and fatigue life
after vul cani zation, as well as good cured
adhesi on to adj acent rubber conpounds, as stated
in the patent specification. As could be seen from
the exanples, it was effectively solved. D6 did
not refer to that problem and hence could not be
consi dered as an appropriate starting docunent for
t he probl em sol uti on approach. Even if one started
fromD6, it was not obvious to arrive at the
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present el astoneric conposition in view of the

di fferences between D6 and the opposed patent.
None of the other cited docunents, either al one or
in conbination, would lead to the clai ned
subject-matter in an obvious way. Therefore, the
presence of an inventive step was acknow edged.

On 1 Decenber 1995 the Appell ant (Opponent) | odged an
appeal against the above decision and paid the
prescribed fee. The Statenent of G ounds of Appeal was
filed on 5 February 1996.

In that statenent and in a |later subm ssion the
Appel | ant, argued essentially as foll ows:

(a) The opposition was adm ssible since the procedure
followed for filing the initially omtted
signature was in accordance with
Rul e 36(3)(5) EPC.

(b) The issue of sufficiency of disclosure was now
raised froma different viewpoint based on the
experinmental data presented by the Respondent; it
coul d be seen that intensive m xing was an
essential part of the invention, which was not
derivable fromthe patent in suit.

(c) The disclosure of D6 was not Iimted to the
EPDM total el astomer ratio explicitly mentioned.
According to D6 the descri bed properties were
better at a blend ratio of |ess than 50: 50, which
also inplied the range now clained, so that this
range was not novel .
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(d) Regarding inventive step, the Proprietor's
all egation that the EPDMtotal el astoner range now
clainmed resulted in unexpected adhesi ve properties
of the blend was not in accordance with the
evi dence on file, which showed that the adhesive
properties were exactly what the skilled person
woul d expect in view of the prior art. Al so, D6,
al t hough being the closest prior art docunent, was
by no nmeans the only publication in the
extensively studied filed of EPDM rubber and it
was wel | - known that EPDM had the properties of
good ozone and weat hering resistance. Therefore,
t he conbi nation of properties of the clained
conposition indicated by the Respondent could not
impart an inventive step to the clained
subj ect-matter.

(e) In support of its argunents the Appellant referred
to a nunber of docunents not nentioned before in
the proceedi ngs and also filed a further
Decl aration by Prof. E. Andrews.

Oral proceedings before the Board were held on

31 March 1999. The Appel |l ant had been duly sumoned to
the hearing but infornmed the EPO by letter of

22 February 1999 that it would not attend the ora
proceedi ngs and awai ted a decision on the nerits of the

case.

The Respondent (Patentee)'s witten and oral argunents
can be sunmarized as foll ows:

(a) The opposition was not adm ssible since
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(1) Rule 36 EPC, to which the Opposition
Division referred, was not applicable to
opposi ti on proceedi ngs.

(ii) Due to the signature mssing fromthe
origi nal docunent, the latter could not be
regarded as a proper Notice of Qpposition
and, consequently, no valid opposition was
filed. The valid filing was a prerequisite
for remedying omtted acts. Since the
adm ssibility of an opposition also required
the authorization of a representative
according to Article 133(2) EPC within the
opposition term the absence of the
signature al so neant that the Opponent was
not properly represented.

(iii1) In view of the inportance of the
adm ssibility issue as a point of |law, the
Respondent proposed to refer that question
to the Enl arged Board of Appeal.

None of the cited docunments disclosed the
conposi tions now being clainmed. To extend the
di scl osure of D6 to the clainmed range was contrary
to the standing jurisprudence of the EPO
Therefore, the clained subject-matter was novel .

The probl em solved by the patent in suit was to
provi de a conposition wth good adhesi on, ozone
resi stance and cut growth. Since no |inear

relati onshi p between adhesi on and natural rubber
content existed, contrary to the Appellant's

al l egations, and the conbi nation of properties of
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t he cl ai med conpositions was not apparent fromthe
prior art conpositions, the clainmed subject-matter
was inventive

The Appell ant requested that the decision under appea
be set aside and the patent be revoked.

The Respondent requested that the opposition be

decl ared i nadm ssi bl e and the above-nenti oned question
of law be referred to the Enl arged Board of Appeal, or,
alternatively, that the appeal be dism ssed and that

t he patent be nmintai ned as anended.

Reasons for the decision

Adm ssi

Adm ssi

1289.D

bility of the appeal

The appeal is adm ssible.

bility of the opposition

The issue of adm ssibility of the opposition had been
rai sed by the Respondent during the proceedi ngs before
the first instance, which considered the opposition
adm ssi ble. Since the Respondent had requested the

mai nt enance of the patent in suit in an anended form
and that request was granted, it was not adversely

af fected by the decision under appeal; consequently, it
could not and in fact did not file an appeal against it
(Article 107 EPC), but raised the objection again in
response to the appeal |odged by the Appellant.
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The admi ssibility of the opposition being an

I ndi spensabl e procedural requirenent for considering
the opposition, the issue can be dealt with at any
stage of the proceedi ngs (see al so decision T 289/91,
Q) EPO 1994, 649), independent of whether the party

I nvoki ng the point was entitled to file an appeal or
not. Accordingly, the adm ssibility of the opposition
was duly assessed by the Board.

The Notice of Qpposition was filed w thout having been
si gned.

Pursuant to Rule 6la EPC, Part I11, Chapter Il, of the
| npl enenti ng Regul ations shall apply nutatis nutandis
to docunents filed in opposition proceedings. Part 111,
Chapter 11, of the Inplenenting Regulations includes
Rules 26 to 36 EPC, so that the Board concurs wth the
Respondent that a Notice of Opposition should be duly
signed (Rule 36(3) first sentence, in conjunction with
Rul e 61la EPC). For the sane reason, the Board finds
that the reference to and application of Rule 36(3) EPC
by the Opposition D vision was correct, even if no
explicit reference to Rule 6la EPC was nade.

The Board can see no reason why Rule 36(3) first
sentence, requiring a signature, would apply, but the
second sentence, offering a renedy for an onmtted
signature, would not, as the Respondent's argunentation
woul d suggest.

Article 99(1) EPC requires the filing of a witten
reasoned statenent. According to the Respondent, in the
light of the "jurisdiction" this should be interpreted
as containing a signhature. However, the Respondent did
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not specify what was neant by "jurisdiction" as no

deci sions taken by a board of appeal regarding that
point were cited. In fact, Article 99(1) EPC and

Rul e 55 EPC, of which the [atter contains a precise
specification of the requirenents for a valid Notice of
Qpposition, are silent about the presence of a
signature. Rule 56(1) EPC, which deals with the
rejection of the Notice of opposition as inadm ssible,
refers to those requirenents, whereas Rule 56(2) refers
to provisions other than those nentioned in Rule 56(1)
EPC, and hence, in the light of Rule 6la EPC, to

Rul e 36 EPC. According to Rule 56(2) EPC, the
Qpposition Division shall invite the opponent to renedy
the deficiencies noted by it within a period as it may
specify.

In the present case, the om ssion of the |acking
signature was renedied within the tine limt set by the
Eur opean Patent O fice. Therefore, the Notice of
Qpposition retains its original date of receipt

(Rule 36(3) EPC, third sentence).

Since the Notice of Qpposition retains the origina

date of receipt, the Respondent's argunents regarding a
| ack of proper representation under Article 133(2) EPC
do not hold water.

In the light of the above, the Board finds that the
opposition is adm ssible.

For the same reasons, a question of law in that sense
cannot be referred to the Enl arged Board.

Late filed docunments

1289.D
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Oiginally, the Appellant based its opposition on four
docunents filed within the opposition period of nine
nont hs pursuant to Article 99(1) EPC. Later, six nore
docunents were cited within the franme of a Statenent by
Prof essor Andrews. Since the Opposition Division nmade
no statenent as to the contrary and D6 was specifically
consi dered, those additional documents were apparently
admtted into the proceedings. Wth its Statenent of
Grounds of Appeal the Appellant filed a further

Decl arati on by Professor Andrews and also referred to
yet another docunent. In its reply to the Statenent of
G ounds of Appeal, the Respondent al so nade reference
to three further docunents.

The Board duly studied the late filed docunents and
canme to the conclusion that part of them have been
publ i shed after the priority date of the patent in suit
and for that reason cannot be considered as prior art.
The other late filed docunents, which do belong to the
prior art, would not influence the outcone of the
deci si on and hence are not nore rel evant than the
docunents already in the proceedi ngs. Mreover, wth
the exception of D6, no specific argunents woul d appear
to be based on any of those late filed docunents, since
they were only nentioned in general terns. However, in
the Opposition Division's decision, D6 was consi dered
to represent the closest state of the art and the
Appel | ant based nost of its argunentation in appea
upon it; thus, the Respondent had and in fact used the
opportunity to react to the argunents based on it.

Therefore, of the late filed docunents, only D6 is
admtted to the proceedings (Article 114(2) EPC).
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Sufficiency of disclosure

7.1

1289.D

The objection of insufficient disclosure was raised for
the first tinme during the proceedi ngs before the first

i nstance, albeit outside the nine nonths tinme limt,
and it was dealt with in the decision under appeal.

That objection referred to the presence of a
cross-linking agent and was not further pursued by the
Appel I ant. The present objection, which refers to the

m xi ng procedure, was made in reaction to a docunent
cited by the Respondent for the first time inits reply
to the Statenent of G ounds of Appeal. According to the
Appel I ant, that docunent showed that sinple mxing, as
described in the patent in suit, was not sufficient to
obtain the desired results. Instead a nunber of
repeated m xi ng cycles was necessary.

Since the present objection under Article 83 EPC has no
relation with the objection raised initially, it is
considered to be late filed, even if it was raised in
response to a docunent filed |ate by the Respondent. As
the cl ai ned subject-nmatter concerns a conposition of
conmponents in a specific ratio and there can be no
doubt that the skilled person, also in the |ight of the
di scl osure in the patent specification (page 3,

lines 29 to 30: "The conposition according to the

i nvention can be prepared by the well known nethods for
m xi ng of rubbery polyners including mxing on a rubber
mll or in internal m xers such as a Banbury m xer."),
woul d know how to prepare such m xture, the objection
is not founded and cannot, therefore, be accepted.

Mor eover, even if intensive mxing of the conposition
conmponents woul d inprove the result, that is not to say
that the m xing procedure is an essential feature and
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the Appellant has not supported its assertion by any
evi dence.

Furthernore, the Appellant, which as the Qoponent has
the onus of proof (cf. T 219/83, QJ EPO 211,

corr. 328), has not provided any evidence that the
exanples in the patent specification could not be
reproduced. As set out in Decision T 219/83, it is not
sufficient in opposition proceedings for an opponent to
I mpugn a granted patent with an unsubstanti at ed
assertion (Reasons for the decision, point 12, fourth
par agr aph).

For these reasons, the Board concl udes that the
requi renents of Article 83 EPC are net.

The novelty objection was solely based upon D6, which
descri bes the use of EPDM pol yners and bl ends t her eof
with other types of EPDM as well as with highly
unsaturated el astoners (Page 1, Abstract). In
particul ar, EPDM styrene butadi ene (SBR) pol yner bl ends
are described to offer econom c advant ages of ozone
resi stance, heat aging as well as weather resistance
and i nproved adhesi on characteristics (paragraph

bri dgi ng pages 6 and 7). Four different EPDM grades
wer e eval uated based on a 50: 50 EPDM SBR rati o and
conpared to a 100% SBR control conpound. In a
description of the prior art (part 7, conplete
paragraph), it is said that in the past only limted
success had been obtained with such bl ends because of
the significantly different cure characteristics of SBR
and EPDM "especially as the 50:50 blend ratio was
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approached”. | nprovenent was obtai ned by increasing the
unsaturation |level, narrowi ng the nol ecul ar wei ght

di stribution and increasing the nol ecul ar weight of the
EPDM conponent. Apart fromthe 50:50 ratio, no nention
I's made of specific ratios of the m xture conponents;
in the board's view, that sole disclosure cannot be
interpreted as extending to the specific anount of 30
to 45 parts by weight per 100 parts by weight of total
el astonmers as now required for the EPDM Therefore, D6
does not disclose the subject-matter of Claim1l as
anmended during the proceedi ngs before the first

I nstance.

Since the Appellant did not base its novelty objection
on any ot her docunent than D6 and the Opposition

Di vi sion considered the clainmed subject-matter novel,

it is clear that the other docunents on file were not

deened to be detrinental to novelty either. The Board

concurs with that view

Cl osest docunent.

9.

9.2

1289.D

The patent in suit concerns EPDM el astoneric
conposi tions.

Such conpositions have been disclosed in D6, which the

Appel lant, |ike the Qpposition Division, regards as the
cl osest state of the art. The Respondent however

mai ntai ned that D6 did not address the sane problem as

the patent in suit.

FromD6 it can be seen that EPDM SBR pol ynmer bl ends
of fer the desirable conbination of (i) ozone
resi stance, wthout the use of expensive antiozonants
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whi ch can stain and bloom (ii) excellent heat aging
and weat her resistance as well as (iii) inproved
adhesi on characteristics, which properties are

i nportant in many autonotive nechani cal goods
appl i cations (paragraph bridging pages 6 and 7).

The general teaching of D6 (paragraph bridging pages 7
and 8) focuses on the optimal EPDM properties that are
needed for effective blending with highly unsaturated
polyners like SBR In the past, only |limted success
coul d be achieved with such polyner bl ends because the
significantly different cure characteristics of SBR and
EPDM resul ted in physical polynmer characteristics which
were worse than the i ndependent pol yner properties,
especially as the 50:50 rati o was approached. By
choosing an EPDM with certain specific properties -

I.e. a conbination of increased unsaturation |evel,
narrower nol ecul ar weight distribution and increased
nol ecul ar wei ght - these results could, however,
greatly be inproved. Al exanples denonstrate the

i nproved properties of 50:50 EPDM SBR bl ends (Tables IV
and V in conjunction with Figures 4 to 6). D6 concl udes
that "Overall, we have shown that high nol ecul ar

wei ght, high unsaturation, narrow nol ecul ar wei ght

di stri buti on EPDM pol ynmers nake it possible to conpound
EPDM SBR bl ends to i nprove the ozone resistance of SBR
wi t hout sacrificing properties due to benefits achieved
in the actual blend norphol ogy."

Therefore, D6 concerns the inprovenent of the physica
properties of EPDM SBR bl ends in general and, in
particul ar, the inprovenent of the ozone resistance of
SBR with a view to autonotive applications.
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According to the patent in suit, the clained

conposi tions should be useful in pneunmatic tire side
wal I's and to that end shoul d have a good resilience,
ozone resistance and fatigue life after vul cani zati on,
whi ch properties are inherently possessed by EPDM as
wel | as a good cured adhesion to adjacent rubber
conpounds, which property is |lacking in EPDM (page 2,
lines 3 to 22 of the patent in suit). Therefore, the
patent in suit concerns the overall bal ance of
properties of the rubber conpositions and in particular
the i nmproved cured adhesi on of such bl ends.

From the above it can be seen that, although D6 does
not directly enphasi ze the adhesi on properties of the
rubber conpositions, it does refer to the sane
technical field (autonotive applications) as well as to
t he bal ance of properties of EPDM rubber conpositions.
Hence, D6 can be regarded as an appropriate starting
poi nt for assessing the inventive step issue.

| nventive step

10.

10.1

1289.D

Al t hough the conpositions of D6 are said to have good
ozone resistance, heat aging, weather resistance and
adhesi on characteristics, the balance of these
properties was still capable of inprovenent.

Therefore, in accordance with the patent specification
(page 2, lines 7 to 25 and 46 to 47), the technica
probl em underlying the patent in suit is to be seen in
provi di ng el astoneric EPDM rubber conpositions havi ng
an advant ageous conbi nati on of resilience, ozone
resistance and fatigue life after vul cani zation as wel |
as good cured adhesion to adjacent rubber conpounds.
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According to the patent in suit this problemis to be
sol ved by a rubber conposition characterized by 30 to
45 parts by wei ght per 100 parts by wei ght of total

el astoners of a high nolecul ar weight oil extended EPDM
pol ynmer havi ng a bound non-conjugated di ene content of
from6 to 15 wei ght percent of the EPDM a Money
viscosity of greater than 150 and an et hyl ene:

propyl ene weight ratio of from50:50 to 75:25, as
defined in Caiml.

The exanpl es and conparisons with the prior art in the
patent (Tables 1 to 6) show that the various aspects of
t he above-defined problemare effectively solved. In
particular, it has been shown that the clained

el astoneri c conpositions have a favourabl e conbi nati on
of resilience, ozone and weat her resistance, aged
fatigue |ife and adhesi on properties.

The issue to be decided, therefore, is whether the
cl ai med subject-matter is obvious having regard to the
documents on file.

The general teaching of D6 is that the properties of
EPDM SBR mi xtures are inproved when the EPDM has a high
unsaturation | evel and nol ecul ar weight as well as a
narrow nol ecul ar wei ght distribution. As pointed out
above (point 8), D6 is however conpletely silent
regarding the effects of other ratios than the 50:50
exenplified in that docunent, so that a skilled person
woul d have no information whatsoever about the features
to be nodified in order to solve the above-defined
techni cal problem Therefore, the clainmed subject-
matter could not be derived from D6.
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The Appellant referred to two further docunents
regardi ng i nventive step. One was not published before
the priority date of the patent in suit, hence does not
belong to the prior art; the other one, being late
filed and not nore relevant than the docunents on file,
has, accordingly, not been adnmtted to the proceedi ngs.
Consequent |y, those docunents are not taken into
account. No ot her docunents were relied upon for the
argunent s agai nst inventive step and none of the
docunents on file could, in the Board' s opinion, render
the cl ai ned subject-nmatter obvious alone or in

conbi nation wth D6.

The experinmental results of the exanples given in the
patent in suit as well as |ater experinents have been
di scussed at length in order to prove or disprove the
presence of an unexpected effect that could or could
not be attributed to the use of the specific ratio of
30 to 45 parts by wei ght per 100 parts by wei ght of
total elastoners of the high nol ecul ar wei ght EPDM

pol yner. For the presence of an inventive step, the EPC
however does not require an unexpected effect, nor does
the jurisprudence as devel oped by the boards of appeal.
Though in certain circunstances the presence of a
surprising effect may be indicative of an inventive
step (see e.g. Decision T 154/87, of 29 June 1989, not
published in Q3 EPO Reasons for the Decision,

point 4.7) or the lack of it of its absence (See

Deci sion T 164/94 of 11 Novenber 1996, not published in
Q) EPO Reasons for the Decision, point 4.7), the
guestion is rather to establish whether the clained
subj ect-matter was obvious to a skilled person having
regard to the state of the art. In the present case the
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poi nt of discussion was, whether there was a steady
change of adhesion over the clainmed range so that an

i nprovenent of adhesive properties was to be expected.
However, in the Board's opinion, this is not inportant
for, even if a steady change in adhesi on over the

cl ai med range were present, that effect could not be
derived fromthe prior art and, as a consequence, the
skill ed person had no incentive to consider that range.
In view of this, the question as to whether any
evidence of a surprising effect has been provided is
not relevant.

Therefore, the Board conmes to the conclusion that the
conbi nation of features required in Caim1l in order to
provi de an inproved bal ance of resilience, ozone
resistance and fatigue life after vul cani zation as wel |
as good cured adhesion to adjacent rubber conpounds in
t he EPDM rubber m xture in accordance with the object
underlying the present invention, was not obvious in
the light of the available prior art, and, therefore,

i nvol ves an inventive step.

As Claim1 is allowable, the sane applies to Clains 2
to 6, which are directed to preferred enbodi nents of
Caiml, as well as to Cains 7 to 9 which relate to
articles nmade of conpositions according to specific
enbodi nents, all clains deriving their patentability
fromthat of Caiml.

For these reasons it is decided that:

1289.D
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1. The opposition is adm ssible.

2. The request to have a question of law referred to the
Enl arged Board of Appeal is rejected.

3. The appeal is dismssed.
The Regi strar: The Chai r man:
E. Girgmaier C. Gérardin
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